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1 Filed Nov 7 1946 

In the District Court of the United States 
for the District of Columbia 

Civil Action No. 37630 

For Authorizing and Directing the Commissioner of Pat¬ 
ents to Register Plaintiff’s Trade Mark involved in 
Opposition No. 22,844 before the United States Patent 
Office. 

Speed Products Company, (Speed Products Company, Inc., 

Substituted Plaintiff ), 

v. 

Casper W. Ooms, Commissioner of Patents, Defendant. 

Bill of Complaint 

To the Honorable , Th-e Judge of the District Court of the 
United States for the District of Columbia: 

Speed Products Company, Inc., the Plaintiff herein 
brings this Bill of Complaint against Casper W. Ooms, 
Commissioner of Patents, defendant, and alleges: 

1. That Plaintiff, Speed Products Company, Inc., is a 
corporation duly organized and existing under the laws of 
the State of New York, having its principal office for trans¬ 
action of business at 37-18 Northern Boulevard, Long 
Island City, New York City, County of Queens and State 
of New York. 

2 2. The defendant, Casper W. Ooms is the United 
States Commissioner of Patents with his official resi¬ 
dence at the United States Patent Office, District of Colum¬ 
bia within the jurisdiction of this Court. 

3. This action arises under the trade mark laws of the 
United States, United States Court Title 15, Section 81 
et seq; and is brought under Section 4915 of the Revised 
Statutes, United States Court Title 35, Chapter 2, Section 
63 and is based on the refusal of the Commissioner of Pat¬ 
ents, Defendant herein, to grant Certificate of Registra- 
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tion to Plaintiff for the trade mark for which application 
for snch registration was made in accordance with the la^ 
in snch cases made and provided. 

4. The Parrot Speed Fastener Corporation, a corpora¬ 
tion existing under and by virtue of the laws of the State 
of New’ York and doing business at No. 37-18 Northern 
Boulevard, Long Island City, County of Queens, in the City 
and State of New York on or about August 31,1939, changefl 
its name to the Speed Products Company, a copari- 

3 nership consisting of Belle Linsky and Jack Linsky|; 
that the entire right, title and interest of the busi¬ 
ness together with the entire goodwill of said Parrot Speed 
Fastener Corporation was assigned and transferred to said 
Speed Products Company on or about August 31, 1939 add 
said Speed Products Company became the sole and exclu¬ 
sive owner of the entire right, title and interest of said ap¬ 
plication and the trade mark disclosed thereby more par¬ 
ticularly hereinafter set forth. 

4A. That said Speed Products Company on or about 
April 1, 1946 assigned and transferred the entire rigljt, 
title and interest of its business together with the entire 
goodwill thereof to the Plaintiff, said Speed Products Com¬ 
pany, Inc. and the latter became the sole and exclusive 
owner of the entire right, title and interest of said appli¬ 
cation and the trade mark disclosed thereby more particu¬ 
larly hereinafter set forth, all of which will appear mope 
fully and at length from certified copies of assignments, in 
Court to be produced, from Plaintiff’s predecessors to 
Plaintiff, said assignments having been recorded in t]he 
United States Patent Office. 

4 5. That prior to July 1936 said Parrot Spded 
Fastener Corporation adopted and on or about Jijily 

10, 1936, said Parrot Speed Fastener Corporation cokn- 
menced to use, as sole and exclusive owner of the original 
and arbitrary trade mark for stapling machines, tackers, 
pliers, fastening devices, index tabs, rubber finger titas, 
punches and perforating devices, and for machine staples 
for stapling machines, pliers and tackers, said trade mark 
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comprising the ornamental design simulating a bird in flight 
or double winged arrow containing the expression “Speed”, 
specimens showing the manner in which said trade mark 
was and still is applied to use will be presented to the Court 
as set forth below; that said trade mark is now the sole and 
exclusive property of the Plaintiff, Speed Products Com¬ 
pany, Inc. having been first used in interstate commerce 
among the several States of the United States, to wit, July 
10,1936, as aforesaid and continuously used since that date 
and has never been abandoned; and that by reason 

5 of the adoption and continuous use of the trade mark 
aforesaid, by the Plaintiff, Speed Products Company, 

Inc. and by its predecessors, said Parrot Speed Fastener 
Corporation and said Speed Products Company, said mark 
has acquired in the minds of the purchasing public such an 
association with the Plaintiff, Speed Products Company, 
Inc. and its predecessors, Parrot Speed Fastener Corpora¬ 
tion and Speed Products Company, and the goods of the 
Plaintiff, Speed Products Company, Inc., and its predeces¬ 
sors, Parrot Speed Fastener Corporation and Speed Prod¬ 
ucts Company, as to indicate that the Plaintiff, Speed Prod¬ 
ucts Company, Inc., is the true source of origin of the goods 
bearing said trade mark and that the Plaintiff, Speed Prod¬ 
ucts Company, Inc. is the sole and exclusive proprietor of 
said trade mark and the goods to which the trade mark is 
applied. 

6 6. That to the best of Plaintiff’s knowledge and 
belief, no person, firm, corporation, or association 

other than Plaintiff, the Speed Products Company, Inc. or 
its predecessors, said Speed Products Company and Parrot 
Speed Fastener Corporation, has ever used, or has the 
right to use in the United States, the trade mark “Speed” 
within the design simulating a bird in flight or double 
winged arrow in connection with machine staples or goods 
of the same descriptive properties and/or class within the 
meaning of the Trade Mark Law or has the right to use 
the same in connection with such goods, either in the identi- 
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cal form as shown and used by Plaintiff and by its predeces¬ 
sors aforesaid or in sncb near resemblance thereto as might 
be calculated to deceive; nor may any person, firm, associa¬ 
tion, or corporation use the same without fraud upon the 
purchasing public and in violation of Plaintiff’s rights in 
and to said trade mark, to wit, “Speed” with design simu¬ 
lating bird in flight or double winged arrow for machine 
staples. 

7 7. That Plaintiff’s and predecessors’ trade mark 
“Speed” with design simulating a bird in flight olr 

double winged arrow as aforesaid is not such a mark as is 
precluded from registration by any section, provisions, or 
clause of said Act. 

8. That being the owner of said trade mark and entitled 
to the exclusive right and use thereof on the goods afore¬ 
said, Plaintiff’s predecessor Speed Products Company on 
the 22nd day of May 1943, filed in the manner prescribed by 
law, its application and petition in the United States Patent 
Office praying Certificate of Registration to be issued to it 
for the trade mark aforesaid, said application was assigned 
serial number 460,846 and after compliance with the trade 
mark Laws and Rules of Practice of the United States Pat¬ 
ent Office and proper proceedings had in the United Stages 

Patent Office the trade mark aforesaid was held to 

8 registerable and was published in the Official Gazette 
of the United States Patent Office dated August 24, 

1943, Volume 553, No. 4 at page 571 in accordance with the 
Sections of the Trade Mark Act of February 20, 1905, as 
amended, profert of a certified copy of the complete file of 
said application Serial Number 460,846 being made to the 
Honorable Court. 

9. On or about September 23,1943 a Notice of Opposition 
to the registration of Plaintiff's trade mark as aforesaid 
was filed by Tinnerman Products, Inc., a corporation or¬ 
ganized and existing under the laws of the State of Ohio 
and assigned opposition No* 22,844 and said opposition Pro¬ 
ceeding was duly prosecuted before the United States Pat¬ 
ent Office as follows: 
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A. Plaintiff’s predecessor, Speed Products Company 
(applicant before the Patent Office) duly and timely filed its 
I Answer to said Notice of Opposition aforesaid. 

9 B. That each of the parties to said Opposition No. 
22,844 took testimony and filed briefs. 

C. Pinal hearing on said Opposition was had on March 
31,1945 before the Examiner of Trade Mark Interferences 
in the United States Patent Office and on June 28,1945, the 
said Examiner of Trade Mark Interferences rendered a de¬ 
cision sustaining said Opposition. 

D. That on or about June 30, 1945 said Speed Products 
Company filed an Appeal to the Commissioner of Patents 
from the decision of the Examiner of Trade Mark Inter¬ 
ferences in said Opposition No. 22,844. 

E. That on or about March 13,1946 said appeal was duly 
heard by the Assistant Commissioner of Patents and on 
July 1, 1946 the said Commissioner of Patents rendered a 
decision affirming the decision of the Examiner of Inter¬ 
ferences but on material different grounds and held that 
Plaintiff’s trade mark as aforesaid is not entitled to regis¬ 
tration. 

10 10. Pursuant to the foregoing proceedings had in 
the United States Patent Office, all of which will ap¬ 
pear more fully and at length from certified transcripts of 
the record of said trade mark application, serial number 
460,846 filed May 22,1943 together with certified transcript 
of the record of the opposition, aforesaid, in Court, to be 
produced, the Honorable Commissioner of Patents, Defen¬ 
dant herein, has refused and continues to refuse to register 
Plaintiff’s and Plaintiff’s predecessors’ trade mark afore¬ 
said and to issue unto Plaintiff, Speed Products Company, 
Inc. certificate of Registration of said trade mark of the 
trade mark application. Serial Number 460,846, aforesaid. 

11. Plaintiff, Speed Products Company, Inc. alleges that 
the decisions of the Examiner of Trade Mark Interferences 
and of the Honorable Commissioner of Patents based in 
part on vitally different grounds sustaining said Opposition 
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and adjudging, Plaintiff’s predecessor, Speed Products 
Company not entitled to registration of the trade mark of 
the trade mark application aforesaid, are erroneous. 
11 11A. Plaintiff is the owner of the entire right, title 

and interest together with the entire goodwill of 
many trade marks registered with the expression Speed for 
stationery supplies, to wit: 


Trade Mark 

Speed Fastener 

Speedo 

Speedway 

Swingline 

Sky-Hy 

Tot 

Swingline 
Tot 
S. F. 

Speedmatic 

Speed-King 

Speedline 

Speedking 

Speedline 

Speedmatic 

Speed with Design 


Trade Mark 
Ser. No. 

246,812 

322,533 

329,110 

358,506 

360,970 

367,388 

368,599 

368,988 

392,175 

400,294 

412.909 

412.910 

412.911 

412.912 

412.913 
416,025 


Registered 


Sept. 

March 

Oct. 

July 

Oct. 

May 

June 

July 

Dec. 

March 

April 

April 

April 

April 

April 

August 


11, 1928 

12, 1935 

15, 1935 
19, 1938 

4, 1938 

16, 1939| 
27, 1939 
11, 1939 
16, 194; 

2, 194? 

3, 1945 
3, 1945 
3, 1945 
3, 1945 
3, 1945 

21, 1945, 


all of which will appear more fully and at length from cer¬ 
tified copies of the assignments of the foregoing trade 
marks recorded in the United States Patent Office and ih 
Court to be produced. 

12 12. Plaintiff, Speed Products Company, Inc. fur¬ 

ther alleges that it has acquired and is possessor bf 
a vested property right in the trade mark of said applica¬ 
tion serial number 460,846 and in the registration thereof 
in the United States Patent Office and the deprivation of 
said registration by the Commissioner of Patents, Defen- 



dant herein, is unlawful, and the denial of said registration 
of the trade mark of the application aforesaid to Plaintiff 
and/or Plaintiff’s predecessor, Speed Products Company 
constitutes a deprivation of Plaintiff’s property rights 
without due process of law, contrary to the provisions of 
the Fifth Amendment of the Constitution of the United 
States; and Plaintiff Speed Products Company, Inc. further 
alleges that the registration of its trade mark of the appli¬ 
cation aforesaid has therefore been refused unlawfully by 
the Commissioner of Patents. 

13 13. Plaintiff alleges that no appeal has been taken 
to the United States Court of Customs and Patent 

Appeals from the said refusal of the Commissioner of Pat¬ 
ents to register Plaintiff’s trade mark of the application 
aforesaid; and that the Bill of Complaint herein is filed 
within six months following the final decision of said Com¬ 
missioner of Patents refusing registration of the trade mark 
of said application of Plaintiff and its predecessors afore¬ 
said (35 USCA63, as amended). 

14. Plaintiff, Speed Products Company, Inc. to more fully 
apprise this Honorable Court of the grounds upon which 
registration of Plaintiff’s and its said predecessors’ trade 
mark was refused by the Commissioner of Patents, as afore¬ 
said; hereby makes profert of certified copies of Plaintiff’s 
and its predecessors’ trade mark application Serial Num¬ 
ber 460,846 and of the records of the proceedings in Opposi¬ 
tion No. 22,844 aforesaid as shown by the records in the 
United States Patent Office, said certified copies to be pro¬ 
duced as and when this Honorable Court shall direct. 

14 15. That pursuant to provisions of Section 4015 
E. S. (U. S. C., title 35, sec. 63) and Title 11, chapter 

15, paragraph 1506 of the Code of the District of Columbia, 
Plaintiff at the time of filing of this Bill of Complaint will 
deposit with the Clerk of the Court fifty ($50.00) dollars in 
cash as security to cover costs and charges as Plaintiff is a 
non-resident. 
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Wherefore, inasmuch as Plaintiff is without adequate 
remedy otherwise than by such action as the present under 
and in accordance with the provisions of Section 4915, Ret 
vised Statutes of the United States, (U. S. Code Title 3o 
Chap. 2, Section 63) and inasmuch as Plaintiff has exl 
hausted its remedy under existing statutes of the practice 
of the Patent Office in such cases made and provided, said 
Plaintiff, now the sole owner of the trade mark of the appli¬ 
cation aforesaid, respectfully prays as follows: 

1. For a decree that Plaintiff Speed Products Company, 
Inc. is entitled, according to law, to have registered under 
the Act of February 20, 1905 its trade mark aforesaid for 
machine staples as specified in its said predecessor’s Speed 
Products Company’s trade mark application Serial 
15 Number 460,846, filed May 22, 1943 in the United 
States Patent Office; to receive a certificate of Reg¬ 
istration for said trade mark as specified in said applica¬ 
tion to be issued to the Plaintiff, Speed Products Company, 
Inc. under the seal of the United States Patent Office and 
signed by the Commissioner of Patents; and to have a rec¬ 
ord thereof together with printed copies of the drawings 
and statements of the Plaintiff and Plaintiff’s predecessors 
of said application kept in the books provided in the United 
States Patent Office for that purpose and certificates to 
state the date on which said application was received in the 
United States Patent Office, all in due form of law as pro¬ 
vided by the Statutes. 


2. For a decree holding that Tinnerman Products, Inc., 
the opposer in the aforesaid opposition proceedings cannot 
qualify as an intervener between the United States Patent 
Office and the Plaintiff, and Plaintiff’s predecessors either 
under the confusion in trade clause, the name cause of the 
statutes or any other grounds. 

16 3. For a decree holding that the notation “Speed” 

is a common and generic expression and does not 
necessarily designate, said Tinnerman Products, Inc., the 
opposer in the aforesaid opposition in view of the uses by 
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various others of the word *‘Speed” either as a trade mark, 
as a part of a trade name, or as a part of a corporate title. 

4. For a decree holding that Plaintiff and its predeces¬ 
sors have not adopted as its trade mark the corporate title 
or name of any other corporation, and that said Plaintiffs 
and its predecessors, Speed Products Company’s and Par¬ 
rot Speed Fastener Corporation’s trade mark of the appli¬ 
cation aforesaid as applied for in the United States Patent 
Office for registration and shown in the certified copies of 
the record to be produced in Court is not in conflict with or 
confusingly similar to any known or used trade marks of 

others on goods of the same or similar descriptive 

17 properties and is not in conflict with or confusingly 
similar to any name, distinguishing mark, character, 

emblem, or other identification means adopted by any insti¬ 
tution, organization or society which was incorporated in 
any State in the United States prior to the date of the adop¬ 
tion and use by said Plaintiff and its said predecessors of 
its trade mark of the application aforesaid. 

5. For a decree holding that concurrent use of Plaintiff’s 
trade mark of the application aforesaid and said opposer’s 
trade marks here involved on the goods to which said trade 
marks are applied do not and would not likely cause confu¬ 
sion and mistake in the mind of the public and to deceive 
purchasers. 

6. For a decree authorizing and directing the Commis¬ 
sioner of Patents to dismiss said opposition of said Tinner- 
man Products, Inc. filed in the United States Patent Office 
against said application of Plaintiff and said Speed Prod¬ 
ucts Company for registration of its trade mark afore¬ 
said. 

18 7. For a decree authorizing and directing the Com¬ 
missioner of Patents pursuant to Section 4915, Re¬ 
vised Statutes (Title 35, U. S. C. A., Chap. 2, Sec. 63) to 
register Plaintiff’s trade mark aforesaid in due form of law 
and as provided by Statutes. 
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8. That Plaintiff has such other and further relief as 
the nature of the case may admit or require and as may be 
just and equitable. 

Speed Products Company, Inc. 

, J4c* 

by Jonn - LoiTC Js t. 

President 

Charles M. Palmer 
966 National Press Bldg., 

Washington, D. C. 

Solicitor and Counsel for Plaintiff. 


20 Filed Dec 5 1946 

Answer to the Complaint 

To the Honorable the Justices of the District Court of the 
United States for the District of Columbia. 

1,2,3. Defendant admits the allegations of paragraphs lL 
2 and 3. 

4. He admits the allegations of paragraph 4 except the 
allegation that plaintiff is the owner of the trade-mark reg¬ 
istration of which was sought in the application of Speed 
Products Company, Serial No. 460,846, which was filed in 
the Patent Office on May 22,1943. This allegation he denies. 

4A. He admits the allegations of paragraph 4A except 
the allegation that plaintiff became the owner of the trade¬ 
mark disclosed in said application. This allegation he de r 
nies. 

5. He is not advised as to whether or when plaintiff’s 

predecessor Parrot Speed Fastener Corporation 

21 adopted and commenced to use the trade-mark de¬ 
scribed in paragraph 5 on the goods listed therein.. 

He admits that plaintiff should produce specimens of said 
mark in Court. He denies the remaining allegations of par¬ 
agraph 5. 

6. He denies the allegations of paragraph 6. 

7. He denies the allegations of paragraph 7. 

8. He admits the allegations of paragraph 8 except the 
allegation that plaintiff is the owner of said trade-mark ana 
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entitled to the exclusive use thereof. This allegation he 
denies. 

9, 9A, 9B. He admits the allegations of paragraph 9, 9A, 
9B. 

9C. He admits the allegations of paragraph 9C except 
the allegation that the final hearing in the Opposition Pro¬ 
ceeding was had on * 1 March 31, 1945 ’ ’. He states that the 
hearing was on May 1, 1945. 

9D. He admits the allegations of paragraph 9D. 

9E. He admits the allegations of paragraph 9E except 
the allegation that the decision of the Commissioner of Pat¬ 
ents was “on material different grounds’’ from the grounds 
set up in the decision of the Examiner of Interferences. 
This allegation he denies. 

1 10. He admits the allegations of paragraph 10. 

11. He denies the allegations of paragraph 11. 

11 A. He admits the allegations of paragraph 11A.. 
22 12. He denies the allegations of paragraph 12. He 

states that plaintiff is not lawfully entitled to have 
said trade-mark registered in the Patent Office for the rea¬ 
son that the said trade-mark so nearly resembles the regis¬ 
tered and known trade-mark “Speed Clip”, Registration 
No. 347,986, July 13,1937, owned and in use by Tinnerman 
Products, Inc. appropriated to merchandise of the same de¬ 
scriptive properties as to be likely to cause confusion or mis¬ 
take in the mind of the public or to deceive purchasers, and 
for the reasons set forth in the decision of the Examiner of 
Interferences and in the decision of the First Assistant 
Commissioner of Patents in Opposition No. 22,844, Tinner- 
man Products, Inc. v. Speed Products Company, copies of 
which decisions will be furnished at the trial. 

i 13, 14,15. He admits the allegations of paragraphs 13, 
14 and 15. 

W. W. Cochran 
Solicitor, U . S. Patent Office, 

I Attorney for Defendant. 

December 4,1946. 





23 Filed Dec 5 1946 
Motion by Tmnennan Products, Inc. Intervene as a 

Defendant 

Tinnerman Products, Inc., a corporation organized under 
the laws of the State of Ohio and having a principal place 
of business at Cleveland, Ohio, moves for leave to intervene 
as a defendant in this action in order to assert the defense^ 
and claims set forth in its proposed answer and counter* 
claim of which a copy is hereto attached. The grounds for 
this motion are as follows: 

1. Intervenor does not maintain a regular and established 
place of business in this District and is not subject to ser r 
vice of process as a defendant in this action. 

2. Intervenor was the opposer to the application for reg¬ 

istration of the trademark forming the subject matter of the 
Complaint. | 

3. The mark sought to be registered by plaintiff has been 
held by all of the tribunals of the Patent Office to be decep¬ 
tively similar to trademarks owned and used by Intervenor 
in interstate commerce long prior to any date of use alleged 
by Plaintiff herein. 

4. The Complaint seeks relief against Intervenor. 

24 5. Intervenor may be bound by the judgment to hi 
rendered in this action, and has a defense to plain¬ 
tiffs claim, and also a counterclaim presenting both ques¬ 
tions of law and fact which are common to the main actior[, 
all as provided in Rule 24 (a) (2) and Rule 24 (b) (2) 
F.R.C.P. 

Respectfully, 


H. G. Lombard 

Solicitor for Tinnerman Products, Inc. 
Applicant for Intervention 
National Press Building 
Of Counsel: Washington, D. C. 

Albert R. Teare. 

Bates, Teare & McBean 
1125 Terminal Tower 
Cleveland 13, Ohio 
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25 Filed Dec 5 1946 
Intervenor’s Answer and Counterclaim 

First Defense 

Intervenor admits the allegations stated in paragraphs 
2, 3, 8, 10 and 13 of the Complaint; denies the allegations 
of paragraphs 1, 4, 4A, 5, 6, 7, 11, 11A and 12; admits the 
allegations of Section 9 and all of the sub-sections there¬ 
under except the conclusion in Section 9E that the decision 
by the Assistant Commissioner was “on material different 
ground”, which conclusion is denied. 

Second Defense 

Plaintiff is not entitled to register the mark which forms 
the subject matter of its application for trademark regis¬ 
tration Serial No. 460,846 because such registration would 
be prejudicial to the rights of Intervenor in the use of its 
trademarks, identified as Registration Nos. 244,038, 347,986 
and 352,197 and forming the basis for Opposition No. 22,844. 
The goods on which plaintiff seeks registration are goods of 
the same descriptive property as goods sold by Intervenor, 
and the marks of the Plaintiff and Intervenor are so domi¬ 
nated by the identical word “Speed” that confusion in trade 
is reasonably likely. 

26 Counterclaim for Intervenor 

1. Intervenor and its predecessor, long prior to any date 
of first use by plaintiff, adopted and began to use the word 
“Speed” as a dominant part of its trademark for fastening 
devices, including staples, and has continued to use the 
same until the present time. Such use has extended 
throughout the United States and throughout the principal 
countries of the world, and Intervenor has spent large sums 
of money in advertising the same, so that the word “Speed” 
has become widely known in connection with the goods of 
the Intervenor and has acquired a secondary meaning in 
connection therewith, as designating origin in Intervenor. 
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2. The use by Intervenor and its predecessor has been in 
the form of “Speed Nut”, “Speed Nuts”, with a design, or 
44 Speed Clip”, all using the word “Speed” as the dominant 
part thereof, and the goods to which the trademark has been 
thus applied have been fasteners of various shapes and 
types and have comprised goods of the same descriptive 
properties as those on which plaintiff has used the mark 
44 Speed”, and now seeks registration. 

3. Intervenor is the owner of the following trademark 
registrations in the United States, namely: 

No. 244,038 — Registered July 3,1928 

No. 347,986 — Registered July 13, 1937 

No. 352,197 — Registered Nov. 23, 1937 
all of which registrations are valid and subsisting. 

4. Intervenor further avers that plaintiff has used 
27 the mark sought to be registered by it on goods sold 
by it in this District, and elsewhere throughout thb 
United States, of the same descriptive properties as goods 
sold by Intervenor, and Intervenor avers that confusion in 
trade is reasonably likely between such use by plaintiff and 
by Intervenor, by reason of which infringement of Interj 
venor’s trademark rights has resulted and will continue tb 
result, unless enjoined by this Honorable Court, and will 
result in irreparable damage to Intervenor for which there 
.is no adequate remedy at law: 

Wherefore Intervenor prays: 

1. That Intervenor’s aforesaid registrations are valid and 
are the sole and exclusive property of the Intervenor a^ 
applied to fastening devices, including staples. 

2. That plaintiff be enjoined during the pendency of this 
action and permanently from infringing said trademark 
rights of the Intervenor in any manner. 

3. That plaintiff be required to account and pay to Interj 
venor such damages as Intervenor has sustained in 
quence of Plaintiff’s infringement of said trademark, and 
pay over to Intervenor all the gains, profits and 
derived by plaintiff from its infringement of Intervenor 
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trademarks, or such damages as to the court shall appear 
proper. 

4. That plaintiff be required to deliver up for destruction 
all labels and packages in its possession or under its control 
infringing said trademarks, or any of them, and to deliver 
up for destruction all plates, molds and other matter for 
making such infringing marks. 

28 5. That plaintiff pay to Intervenor the costs of this 

action, and that Intervenor have such other and fur¬ 
ther relief as is just. 

Respectfully, 

H. G. Lombabd 

Solicitor for Tinnerman Products , Inc. 

Applicant for Intervention 
National Press Building 
Washington, D. C. 


Of Counsel: 

Albeet R. Tease 

Bates, Tease & McBeast 
1125 Terminal Tower 
Cleveland 13, Ohio 


29 Piled Dec 18 1946 

Order on Motion for Intervention 

Upon consideration of a Petition and Brief filed in this 
cause by Tinnerman Products, Inc., for leave to intervene 
as a party defendant, and to file its answer and counter¬ 
claim, submitted with the Petition, and after hearing there¬ 
on, it is Okdebed : 

L That said Petition of Tinnerman Products, Inc. for 
Leave to Intervene as a party defendant is granted. 
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2. That said answer and counterclaim of Tinnerman 
Products, Inc. be filed in this cause as of this date. 

3. That plaintiff is granted twenty (20) days from this 

date in which to move or plead in answer to the counter¬ 
claim. I 

4. That intervenor submits to the jurisdiction of this 
Court and will be bound by the decree. 

I 

T. Ai an Goldsborough 
Judge, U. S . District Court for\ 
the District of Columbia 

Washington, D. C. 

December 18th, 1946. 

Consented to and 
Approved as to form: 

C. M. Palmer 
Attorney for Plaintiff 
W. W. Cochran 
Attorney for Defendant 
H. G. Lombard 
Bates, Teare and McBean 
Attorneys for Intervening Defendant 


32 Filed Sep 25 1947 

Motion to Advance for Trial 

Intervenor hereby moves to advance this Action for Trial 
for the reason that the issues herein, insofar as concern^ 
the relief prayed for against the Commissioner of Patent^, 
are the same as those in an Action now pending in the 
United States District Court for the Southern District of 
New York, entitled Speed Products Co., Inc. vs. Tinnerman 
Products, Inc. (Intervenor herein), Civil Action No. 38,662. 
The New York suit was filed on or about November 14,194$, 
whereas this action was filed on or about October 31, 194$. 
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An affidavit of AJbert R. Teare in support of this Motion 
and a brief also in support of the Motion are filed herewith. 

H. G. Lombard 
Attorney for Intervenor 

Cleveland 13, Ohio 
September 20,1947 

Of Counsel 
Albert R. Tease 


33 Filed Sep 25 1947 
Affidavit in Support of Motion to Advance 

AJbert R. Teare, being duly sworn deposes and says: 

_ i 

I am a member of the firm of Bates, Teare & McBean, 
Attorneys of record for the Intervenor in the above entitled 
Action. 

On or about November 14, 1946 an Action was filed by 
Plaintiff herein against the Intervenor in the United States 
District Court for the Southern District of New York, Civil 
Action No. 38,662. 

In the New York suit two causes of action were pleaded, 
the first of which is substantially the same as the Complaint 
in this Action, and the second of which seeks a declaration 
of validity of Plaintiff’s Trade Marks, and a declaration of 
non-infringement and invalidity of Defendant’s Trade 
Marks. The prayer for relief in the first Cause of Action 
is as follows: 

34 “Wherefore, Plaintiff Respectfully Prays 

L That this Court adjudge and decree that Plain¬ 
tiff herein, Speed Products Co., Inc. is entitled according 
to law to have registered in the United States Patent Office, 
the Trade Mark of said application Serial Number 460,846, 
and further that this Court authorize the Commissioner to 
vacate his decision of July 1, 1946, refusing to register 
Plaintiff’s said trade mark of said application and directing 
him to register Plaintiff’s aforesaid trade mark. 



19 


2. That Plaintiff may have snch other or further and dif¬ 
ferent relief as the Court may deem proper and equitable. ’ ’ 

Albert R. Tease. 

Sworn to and subscribed before me this 23rd day of Sep¬ 
tember, 1947. 

Lois M. Graham 

Notary Public 

My commission expires Feb. 26, 1949. 

35 Filed Oct 15 1947 

Motion for Injunction 

Intervenor, Tinnerman Products, Inc., hereby moves for 
an order of this Court enjoining plaintiff from proceeding 
with an action now pending in the United States District 
Court for the Southern District of New York entitled 
“Speed Products Company, Inc., vs. Tinnerman Products, 
Inc.,” (Intervenor herein) Civil Action No. 38,662, until 
after the jurisdiction of this Court is exhausted. 

The reason for this motion is that the New York suit was 
filed on or about November 14,1946 whereas this action was 
filed on or about October 31, 1946 and, for the further rea¬ 
son, that the issues herein insofar as concerns the relief 
prayed for against the Commissioner of Patents are the 
same in the two actions. 

And it is requested that this motion be set down for hear¬ 
ing at the same time as intervenor’s motion to advance for 
trial. 

H. G. Lombard 
Attorney for Intervenor 

Washington, D. C. 

October 14, 1947 
Of Counsel 
Albert R. Tease 
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38 Filed Oct 13 1947 

Motion to Suspend Proceedings Pending Trial in U. S. 

District Court of Southern District of New York 

Plaintiff hereby moves to suspend proceedings in this 
matter pending trial in U. S. District Court for Southern 
District of New York in view of the following considera¬ 
tions : 

i 

(a) that the convenience of the Plaintiff and Intervenor 
who are the real parties to this conflict, neither of whom 
conduct business in District of Columbia, but both of whom 
conduct business in New York City, Plaintiff being an in¬ 
habitant and having its principal place of business in New 
York City and Intervenor having an office in New York City 
and being registered to do business in the City and State of 
New York; 

39 (b) that the New York suit was filed before inter¬ 
vention by Intervenor and the controversy between 

the real parties in interest namely Plaintiff and Intervenor 
was not initiated until filing petition for Intervention, which 
took place after filing of New York suit; % 

(c) that the matter is Res Ad judicata having already been 
passed upon by Judge Bondy in the IJ. S. District Court for 
the Southern District of New York in connection with mo¬ 
tion by Intervenor in New York suit, Judge Bondy ’s hold¬ 
ings in Speed Products Co., Inc. v. Tinnerman Products, 
Inc., Civil Action No. 38-662 Decided March 27, 1947 (73 
U.S.P.Q. 181) being as follows: 

Commissioner of Patents is Not Necessary Party 

(a) “When the Patent Office sustains opposition to reg¬ 
istration of a trade mark on the ground of confusing simi¬ 
larity to the opposer’s prior registered trade mark, the 
Commissioner of Patents is not a necessary party to an ac¬ 
tion against the Opposer under Section 4915. Century Dis¬ 
tilling Co. v. Continental Distilling Co., 106 F. 2d 486, 488 
(42 U.S.P.Q. 348, 349), certiorari denied 309 U. S. 662 (44 
U.S.P.Q. 718). See Tomlinson of High Point v. Coe, 123 F. 
2d, 65, 67 (51 U.S.P.Q. 249, 251).” 
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40 Suit Between Plaintiff and Intebvenor 

Started First in New York 

(b) “Defendant also moves separately to suspend further 
proceedings in the second cause of action on the ground that 
prior to the institution of this action Plaintiff filed an action 
against the Commissioner of Patents in the United States 
District Court for the District of Columbia in which Defen¬ 
dant herein was granted leave to intervene as a party defen¬ 
dant and has filed an answer and counterclaim raising issues 
that are the same as those in the second cause of action 
herein. 

The complaint herein was filed November 14, 1946. In 
the second cause of action Plaintiff seeks judgment against 
Defendant declaring that plaintiff’s trade marks are valid 
and registrable, that they do not interfere with or infringe 
defendant’s registered trade marks or, in the alternative, 
that defendant’s registered trade marks are invalid and that 
plaintiff may have an injunction and an accounting. 

The action in the District Court for the District of Colum¬ 
bia in which the complaint was filed November 7, 1946 was 
brought by the plaintiff solely against the Commissioner of 
Patents under Section 4915 of the Revised Statutes for a 
decree that plaintiff is entitled to registration of its trade 
mark. The defendant herein was granted leave to intervene 
December 18,1946, that is, more than a month after the ac¬ 
tion was begun against it in this Court. It filed an answer 
alleging a counterclaim for infringement by plaintiff of de¬ 
fendant’s trade marks and for an accounting. 

This Court may decline jurisdiction of this suit brought 
in good faith to obtain declaratory relief ‘only if it appears 
that the same parties and issues are involved in another 
suit previously begun or that in another suit subsequently 
begun involving the same parties and issues the questions in 
controversy between the parties can be better settled and 
the relief sought by them more expeditiously and effectively 
afforded than in the declaratory proceeding.’ Crosley Cor¬ 
poration v. Westinghouse Elec. & Mfg. Co., 130 F. 2d 474, 
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475 (54 U.S.P.Q. 291-292) certiorari denied 317 U. S. 681 
(55 U.S.P.Q. 494).” 

41 “This action was begun upon the filing of the com¬ 
plaint, Milwaukee Gas Specialty Co. v. Mercoid Cor¬ 
poration, 104 F. 2d 589, 592 (41 TJ.S.P.Q. 522, 523, 524), be¬ 
fore the defendant applied to intervene and before it filed 
its counterclaim in the action begun by plaintiff in the Dis¬ 
trict Court for the District of Columbia. Defendant’s inter¬ 
vention does not relate back to the filing of the complaint 
in that action and the intervention must be considered the 
later action between the parties. See Cresta Blanca Wine 
Co. v. Eastern Wine Corporation, 143 F. 2d, 1012, 1014 (62 
U.S.P.Q. 224, 225, 226) ” 

Convenience of Parties Best Served by New York Trial 

(c) “The plaintiff being a New York corporation and the 
defendant an Ohio corporation having a place of business in 
New York City and being qualified to do business in New 
York State, it cannot be contended successfully that the is¬ 
sues can be better settled or relief more expeditiously and 
effectively afforded in the District of Columbia action than 
the New York action.” 

And it is requested that this motion by Plaintiff be set 
down for hearing at the same time as Intervenor’s Motion 
to Advance For Trial 

And Plaintiff hereby offers to join Intervenor in a motion 
to advance the New York suit for immediate trial and in an 
application for a preference in the New York Suit so that 
it may be promptly tried. 

Charles M. Palmer 
National Press Bldg., 
Washington, D. C. 

Attorney for Plaintiff 


I 
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Harby Price 

420 Lexington Ave., N.Y. N.Y. 

Of Counsel 

TO: H. G. Lombard, Esq. 

Washington, D. C. 

Albert R. Teare, Esq. 

Cleveland, Ohio 
Attorneys for Intervenor 

W. W. Cochran, Esq. 

Attorney for Commissioner 
of Patents. 

61 Filed Nov 3 1947 

In the District Court of the United States 
For the District of Columbia 

Civil Action No. 37,630 

Speed Products Co., Inc., Plaintiff, 

vs 

Lawrence C. Kingsland, Commissioner of Patents, 

Defendant, 

' 

vs 

Tinnerman Products, Inc., Intervenor. 

Order on Injunction 

Intervenor, Tinnerman Products, Inc. having filed a mc|- 
tion for injunction and counsel for the respective parties 
having been heard, from which it appears that there is now 
pending in the United States District Court for the South¬ 
ern District of New York, an action filed by plaintiff herein 
against intervenor herein and entitled Speed Products Cd., 
Inc. v. Tinnerman Products, Inc., Civil Action No. 38,662, 
wherein the first cause of action raises the same issues un¬ 
der R.S. Sec. 4915 and seeks the same relief as the Com- 
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plaint herein and that the New York action was filed after 
jurisdiction was had in this action, now, therefore, 

It is Hereby Ordered : 

1. Plaintiff, its officers, agents, servants, employees and 
attorneys, are hereby enjoined and restrained from proceed¬ 
ing with the first cause of action (the issue arising under 
R.S. Sec. 4915) in the case of Speed Products Co., Inc. v. 
Tinnerman Products, Inc. pending in the United States Dis¬ 
trict Court for the Southern District of New York, Civil 
Action No. 38,662 until after the jurisdiction of this Court 
has been exhausted, said injunction and restraint to take 
effect upon the filing in this Court by intervenor of a bond 
in the sum of Five Hundred Dollars ($500.00) to compen¬ 
sate plaintiff for costs and expenses if it subsequently 

62 appears that this injunction has been improvidently 
granted. 

2. The motion for injunction against plaintiff’s proceed¬ 
ing with the other issues in said New York suit is denied. 

Bolitha J. Laws 
Judge, U. S. District Court 

« • e • • • * • *' • 

63 Filed Nov 3 1947 

Order. 

Upon consideration of motions filed by Tinnerman (1) to 
advance for trial, and (2) for pre-trial conference, and upon 
consideration of a motion filed by Speed Products Company 
for a stay of proceedings, and after hearing thereon, it is 
ORDERED: 

1. The motion to advance for trial is hereby granted as 
to the cause of action based on Section 4915 and forming 
the basis of the Complaint. 

i 2. The motion to suspend proceedings is hereby granted 
as to defendant’s counterclaim, pending trial of the same 
issue in the United States District Court for the Southern 
District of New York, entitled Speed Products Co., Inc. v. 
Tinnerman Products, Inc. (Intervenor herein) Civil Action 
No. 38,662. 





25. 


3. The motion for a pre-trial conference, as requested in 
the motion, is denied. 

Bolitha J. Laws, 

Judge, U. S. District Court. 

• •••••••#• 

64 Filed Nov 3 1947 

Findings of Fact 

1. On or about November 7, 1946, plaintiff, Speed Prod¬ 
ucts Co. Inc. filed the complaint in this action seeking re¬ 
lief against the Commissioner of Patents for the right to 
register its trademark and brought the action against the 
Commissioner of Patents alone under Section 4915 Revised 
Statutes. 

2. The action in this Court was brought after the termi¬ 
nation of trademark opposition proceedings in the Patent 
Office, wherein defendant (Intervenor) Tinnerman Prod^ 
ucts, Inc. successfully opposed the registration of plaintiff’^ 
trademark. 

3. On December 18, 1946 defendant Tinnerman Products 
Inc. was granted the right by this Court to intervene as a 
defendant 

4. On or about November 14, 1946, plaintiff, Speed Prod¬ 
ucts Company, Inc. filed an action in the United States Dis¬ 
trict Court for the Southern District of New York vs. Tin¬ 
nerman Products, Inc. (Intervenor herein) Civil Ac- 

65 tion 38,662 on two causes of action; the first caus^ 
requesting substantially the same relief against thjj 

Commissioner of Patents as is prayed for in this actioq, 
and the second cause constituting an action for declaration 
of invalidity of the Tinnerman trademark, and for pre¬ 
liminary and permanent injunction restraining Tinnerman 
from threatening plaintiff or its customers with registered 
trademarks, and for accounting of damages alleged to have 
been caused plaintiff and profits claimed to have been un¬ 
lawfully gained by Tinnerman. The question of infringe¬ 
ment of defendant’s trademark was raised by counterclaim. 
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5. On or about October 15, 1947, Xntervenor, Tinnerman 
Products, Inc. filed in this action a motion for injunction 
to restrain plaintiff from proceeding with the first cause of 
action in said New York suit and hearing was had on the 
motion at which both sides were represented by counsel. 

6. The issues raised in this action under Section 4915 
Revised Statutes are substantially the same as those raised 
in the first cause of action in said New York suit. 


Conclusions of Law 


1. Plaintiff, Speed Products, Inc. having selected this 
forum for the trial of issues raisable under Section 4915 
Revised Statutes, and having submitted to the jurisdiction 
of this Court in advance of the filing of the suit in the New 
York Court should be enjoined from proceeding in the New 
York Court, as to the subject matter of that action which 
raises issues under Section 4915 Revised Statutes which 
are the same as those before this Court. 

66 2. Injunction should be granted under the author¬ 

ity of Penn General Casualty Co. v. Pennsylvania, 
294 U. S. 189, and Bulldog Electric Products Co. v. Cole 
Electric Products Co. and Westinghouse Electric <& Mfg. 
Co., 57 F. S. 336. 

' 3. The injunction shall be granted, conditioned upon the 
posting of a bond by Tinnerman Products, Inc. in the sum 
of Five Hundred Dollars ($500.00) to compensate plaintiff 
for costs and expenses if it subsequently should appear that 
the injunction has been improvidently granted. 


November 3,1947 


Bolitha J. Laws, 
Chief Justice. 


68 Filed Nov 6 1947 


Notice of Appeal. 

Notice is hereby given that Plaintiff, Speed Products Co., 
Inc. hereby appeals to the Court of Appeals of the District 
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of Columbia from the order granting an injunction entered 
on November 3rd 1947. 

Charles M. Palmer, 

National Press Bldg., 
Washington, D. C., 

Attorney for Plaintiff. 


72 Filed Nov 7 1947 

Motion to Stay Trial in District Court Pending 
Adjudication of Appeal Petition. 

To H. G. Lombard 
1009 National Press Bldg. 

Washington, D. C. 

Attorney for Intervenor 

W. W. Cochran 
United States Patent Office 
Commerce Building 
Washington, D. C. 

Attorney for the Commissioner of Patents 
Gentlemen: 

Now comes the Plaintiff, Speed Products Co., Inc., and 
moves the Court to stay the trial herein set for November 
19, 1947 because of Plaintiff’s Notice of Appeal filed with 
the Clerk of this Court November 6, 1947 and further be¬ 
cause of the special Petition filed November 6, 1947 with 
the Clerk for the United States Court of Appeals for the 
District of Columbia for removal of the injunction restrain¬ 
ing the Plaintiff from proceeding with R. S. 4915 action in 
the United States District Court for the Southern District 
of New York and for stay of the proceedings in this Court. 

C. M. Palmer, 

Attorney for Plaintiff. 
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73 Brief in Support of Motion to Stay Trial in 

the District Court Pending Adjudication 
of Appeal Petition 

The formal Notice of Appeals from the injunction ren¬ 
dered by this Court was filed with the Clerk of this Court 
November 6, 1947, and the Special Petition calling for the 
removal of the injunction from proceeding with the R. S. 
4915 action in the New York case and for a stay of the pro¬ 
ceedings herein was filed with the Clerk for the United 
States Court of Appeals for the District of Columbia also 
on November 6, 1947 and is identified by Appeal No. 9692. 

Since the hearing on the Special Appeal may not 
be had before November 19, 1947, the date of the trial set 
herein by the District Court, the proceedings and such trial 
in this Court should be stayed until the Court of Appeals 
has rendered its decision, and such action with respect to 
the stay herein is therefore necessary and in order. 

Respectfully submitted, 

C. M. Palmer, 

Attorney for Plaintiff. 

» ••••••••• 

74 Filed Nov 18 1947 

State of New York, 

County of Queens , $s: 

Affidavit of Nathaniel G. Meltzer 

Nathaniel G. Meltzer, deposes and says that he is a doc¬ 
tor and physician practicing under license duly issued by 
the State of New York and having offices at 60-73 Gates 
Avenue, Ridgewood, Queens, New York City, New York; 
that Jack Linsky, the president of the Speed Products 
Company, Inc., plaintiff herein, is a patient of his; that for 
the last three weeks said Jack Linsky has been under de¬ 
ponent’s care; that said Jack Linsky has been and now is 
overworked mentally and physically; that he is now dan¬ 
gerously run down and in an exhaustive mental and phy- 
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sical state; that I have advised him to refrain from work¬ 
ing for the next few weeks, and to take an extended vaca¬ 
tion and more particularly to avoid nervous, emotional and 
mental strains, and especially to do no work for the next 
few weeks; that pursuant to said advice, said Jack Linskv 
is now recuperating in Florida where he should relax, rest 
and be undisturbed at least until December 1947. 

Nathaniel G. Meltzer, M. D. (L.S.) 

Sworn and subscribed to before 
me this 14th day of November 1947. 

Charles P. Lowerre, 

Notary Public , 

Queens County Clerk’s No. 1525 
Queens County Register’s No. 65L8 
Term Expires March 30, 1948 


75 Filed Nov 19 1947 

Order 

Upon consideration of the Motion by Plaintiff to stay 
trial now set for November 19, 1947 in this Court pending 
decision by the Court of Appeals pursuant to a Notice of 
Intention To Apply For Allowance of Special Appeal, and 
after hearing thereon: 

It is ORDERED: 

(1) That the Motion be denied. 

(2) That in view of an affidavit filed at the time of the 
hearing in behalf of Plaintiff, stating the unavailability of 
the witness Jack Linsky because of illness, and in view of 
a statement made in open Court at the hearing, wherein 
counsel for Plaintiff agreed to enter into a stipulation with 
counsel for Intervenor for presentation to the United States 
District Court for the Southern District of New York in 
the pending action entitled Speed Products Company, Inc., 
vs. Tinnerman Products, Inc., Civil Action No. 38,662, con¬ 
senting to a deferment of the trial in said New York action 
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until after this court shall have tried the action based on 
R. S. Sec. 4915, the hearing now set for November 19,1947 
shall be postponed to January 19, 1948 at 10:00 A.M. 

Bolitha J. Laws, 

Chief Justice, U. S. District Court. 

November 18,1947 
Approved As To Form: 


Attorney for Speed Products Co., Inc. 

W. W. Cochbah, 

Attorney for Commissioner of Patents. 

\ 

Albert R. Tea re, 

H. G. Lombard, 

Attorneys for Tinner man Products, Inc. 

Service of a copy of this Order 
is hereby acknowledged. 

C. M. Palmer, 
11/18/47 


76 Filed Dec 12 1947 

Order 

On consideration of the petition for allowance of a spe¬ 
cial appeal from the order of Mr. Chief Justice Bolitha J. 
Laws entered in this cause in the District Court on Novem¬ 
ber 3,1947, and of the objections of respondent Tinnerman 
Products, Inc., and of petitioner’s reply and revised reply 
to said objections, and of the answer of said respondent 
thereto, and of petitioner’s verified reply memorandum in 
response to said reply, It is 

ORDERED by the Court that a special appeal from said 
order be, and it is hereby, allowed, and the case advanced 
for hearing in January. The record on appeal shall be filed 
on or before December 22, 1947; brief for appellant shall 
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be filed on or before December 30, 1947, and brief for ap¬ 
pellee shall be filed on or before January 12, 1948. 

. 

Per curiam. 

Dated December 11,1947. 

A true Copy , 

Test: Joseph W. Stewart 
Clerk of the United States Court of Appeals 
for the District of Columbia 


78 Filed Dec 15 1947 

IN THE UNITED STATES DISTRICT COURT FOR THE 
SOUTHERN DISTRICT OF NEW YORK 

Civil Action Non-Jury No. 38,662 
Speed Products Co., Inc., Plaintiff , 

v. 

Tinnerman Products, Inc., Defendant. 

Bill of Complaint 

1. Plaintiff is a New York Corporation, located and do¬ 
ing business at No. 37-18 Northern Boulevard, County of 
Queens, in the City and State of New York. 

2. Defendant, upon information and belief, is a corpora¬ 
tion organized and existing under the laws of the State of 
Ohio having its principal place of business at No. 2030 
Fulton Road, in the City of Cleveland and State of Ohio 
and also has a place of business at No. 420 Lexington Ave¬ 
nue, in the City, County and State of New York and is 
registered and qualified to do business in the State of New 
York. 

First Cause of Action. 

3. This cause of action arises under the trade mark laws 
of the United States (U. S. C. Title 15 Sec. 81 et seq.) and 
is brought under Sec. 4915 of the Revised Statutes (U. S. C. 
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Title 35, Sec. 63). This Court also has jurisdiction in view 
of diversity of citizenship, the amount involved being in 
excess of $3,000 exclusive of interest and costs. 

79 3A. Plaintiff has been engaged and is engaged in 

the manufacture and sale of office supplies, to with, 
stapling machines, tackers and/or pliers and machine sta¬ 
ples for stapling machines, tackers and/or pliers under the 
trade mark “Speed Fastener ’ 9 and the expression “Speed” 
within a double winged arrow in simulation of a bird in 
flight and under the latter expression Plaintiff also manu¬ 
factures and sells other office supply equipment such as 
elastic bands, typewriter keys, rubber finger tips, file fas¬ 
teners, index tabs, etc. 

3B. Tinnerman Products, Inc., the Defendant upon in¬ 
formation and belief, is primarily in the business of mak¬ 
ing and selling nuts, locking plates for screws and bolts, 
and locking clips under the following registered trade 
marks: 


Trade Mark 


Number Registered For 


SPEED NUT 244,038 
SPEED CLIP 347,986 
SPEED NUTS 352,197 


July 3,1928 Nuts 
July 13,1937 Locking Clips 
Nov. 23,1937 Locking Plates 
for Screws 
and Bolts 


3C. Upon information and belief, Defendant does not 
manufacture or sell stapling machines, tackers, or pliers; 
nor machine staples for stapling machines, tackers or 
pliers; nor sundry office supplies or items; nor does it 
manufacture or sell any products which are competitive 
therewith or which can be sold as substitutes therefor, or 
which are sold to the same trade or in or through the same 
channels. 

80 4. Usage by Plaintiff. Plaintiff is the owner of 

the entire right, title and interest together with the 
entire goodwill of many trade marks registered with the 
expression SPEED for stationary supplies, to wit: 
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Trade Mark Serial Number 

Registered 

SPEED FASTENER 

246,812 

Sept. 

11,1928 

SPEEDO 

322,533 

March 

12,1935 

SPEEDWAY 

329,110 

Oct. 

15,1935 

S.F. 

392,175 

Dec. 

16,1941 

SPEEDMATIC 

400,294 

March 

2,1943 

SPEED-KING 

412,909 

April 

3,1945 

SPEEDLINE 

412,910 

April 

3,1945 

SPEEDKING 

412,911 

April 

3,1945 

SPEEDLINE 

412,912 

April 

3,1945 

SPEEDMATIC 

412,913 

April 

3,1945 

SPEED WITH DESIGN 

416,025 

August 21,194^ 


all of which will appear more fully and at length from cer¬ 
tified copies of the assignments of the foregoing trade 
marks recorded in the United States Patent Office and in 


Court to be produced, said assignments being from Plaint 
tiff’s predecessors, The Parrot Speed Fastener Corpora 
tion, and Speed Products Company. 

4A. Plaintiff and Plaintiff’s predecessors have been us^ 
ing the expression “Speed Fastener” continuously for( 
stationery supplies since, to wit, May 15,1926, sold in intra^ 
state and interstate commerce and has acquired exclusive 
property rights therein, and the trade mark has been wide! 
known in the trade as indicating products made or sold b; 
Plaintiff and its predecessors and as emanating from Plain 
tiff and its predecessors and said trade mark is of grea 
value to Plaintiff. 

81 5. That prior to July 1936 said Parrot Speed Fas^ 

tener Corporation adopted and on or about July 10, 
1936, said Parrot Speed Fastener Corporation commenced 
to use, as sole and exclusive owner of the original and arbi¬ 
trary trade mark for stapling machines, tackers, pliers, 
fastening devices, index tabs, rubber finger tips, punches 
and perforating devices, and for machine staples for stapl¬ 
ing machines, pliers and tackers, and for other stationery 
items the trade mark comprising the ornamental desigh 
simulating a bird in flight or double winged arrow contain- 
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ing the expression “Speed”, specimens showing the man¬ 
ner in which said trade mark was and still is applied to nse 
will be presented to the Court; that said trade mark is now 
the sole and exclusive property of the Plaintiff, Speed 
Products Co. Inc. having been first used in interstate com¬ 
merce among the several States of the United States, to wit, 
July 10,1936, as aforesaid and continuously used since that 
date and has never been abandoned; and that by reason of 
the adoption and continuous use of the trade mark afore¬ 
said, by the Plaintiff, Speed Products Co. Inc. and by its 
predecessors, said Parrot Speed Fastener Corporation and 
said Speed Products Company, said mark has acquired in 
the minds of the purchasing public such an associa- 

82 tion with the Plaintiff, Speed Products Co. Inc. and 
its predecessors, Parrot Speed Fastener Corpora¬ 
tion and Speed Products Company, and the goods of the 
Plaintiff, Speed Products Co. Inc., and its predecessors, 
Parrot Speed Fastener Corporation and Speed Products 
Company, as to indicate that the Plaintiff, Speed Products 
Co. Inc., is the true source of origin of the goods bearing 
said trade mark and that the Plaintiff, Speed Products Co. 
Inc. is the sole and exclusive proprietor of said trade mark 
and the goods to which the trade mark is applied. 

6. That to the best of Plaintiff’s knowledge and belief, 
no person, firm, corporation, or association other than 
Plaintiff, the Speed Products Co. Inc. or its predecessors, 
said Speed Products Company and Parrot Speed Fastener 
Corporation, has ever used, or has the right to use in the 
United States, the trade mark “Speed” within the design 
simulating a bird in flight or double winged arrow in con¬ 
nection with stationery supplies and machine staples or 
goods of the same descriptive properties and/or class with¬ 
in the meaning of the Trade Mark law or has the right to 
use the same in connection with such goods, either 

83 in the identical form as shown and used by Plaintiff 
and by its predecessors aforesaid or in such near 

resemblance thereto as might be calculated to deceive; nor 
may any person, firm, association, or corporation use the 
same without fraud upon the purchasing public and in vio- 
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lation of Plaintiff’s rights in and to said trade mark, to wit, 
“Speed” with design simulating bird in flight or double 
winged arrow for machine staples or stationery supplies. 

7. That being the owner of said trade mark and entitled 
to the exclusive right and use thereof on the goods afore¬ 
said, Plaintiff’s predecessor Speed Products Company on 
the 22nd day of May 1943, filed in the manner prescribed 
by law, its application and petition in the United States 
Patent Office praying Certificate of Registration to be is¬ 
sued to it for the trade mark aforesaid, said application 
was assigned Serial Number 460,846 and after compliance 
with the trade mark laws and Rules of Practice of the 
United States Patent Office and proper proceedings had in 
the United States Patent Office the trade mark aforesaid 
was held to be registrable and was published in the Official 
Gazette of the United States Patent Office dated August 24, 
1943, Volume 555, No. 4 at page 571 in accordance with the 
Sections of the Trade Mark Act of February 20, 1905, as 
amended, profert of a certified copy of the complete file of 
said application Serial Number 460,846 being made to the 
Honorable Court. 

84 8. That Plaintiff’s and Plaintiff’s predecessors’ 

trade mark “Speed” with design simulating a bird 
in flight or double winged arrow as aforesaid is not such 
a mark as is precluded from registration by any section, 
provisions, or clause of said Act. 

9. On or about September 23, 1943 a Notice of Opposi-| 
tion to the registration of Plaintiff’s trade mark of saidj 
application Serial Number 460,846 as aforesaid was filed 
by said Tinnerman Products, Inc., a corporation organized 
and existing under the laws of the State of Ohio and asj 
signed Opposition No. 22,844 and said opposition proceedj- 
ing was duly prosecuted before the United States Patent 
Office as follows: 

A. Plaintiff’s predecessor, Speed Products Company 
(applicant before the Patent Office) duly and timely filed 
its Answer to said Notice of Opposition aforesaid. 

B. That each of the parties to said Opposition No. 22,844 
took testimony and filed briefs. 
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85 C. Final hearing on said Opposition was had on 
March 31, 1945 before the Examiner of Trade Mark 

Interferences in the United States Patent Office and on 
June 28, 1945, the said Examiner of Trade Mark Interfer¬ 
ences rendered a decision sustaining said Opposition. 

D. That on or about June 30, 1945 said Speed Products 
Company filed an Appeal to the Commissioner of Patents 
from the decision of the Examiner of Trade Mark Inter¬ 
ferences in said Opposition No. 22,844. 

E. That on or about March 13,1946 said appeal was duly 
heard by the Assistant Commissioner of Patents and on 
July 1, 1946 the said Commissioner of Patents rendered a 
decision affirming the decision of the Examiner of Inter¬ 
ferences but on material different grounds and held that 
Plaintiff’s trade mark as aforesaid is not entitled to regis¬ 
tration. 

86 10. Pursuant to the foregoing proceedings had in 
the United States Patent .Office, all of which will ap¬ 
pear more fully and at length from certified transcripts of 
the record of said trade mark application Serial Number 
460,846 filed May 22,1943 together with certified transcript 
of the record of the opposition, aforesaid, in Court, to be 
produced, the Honorable Commissioner of Patents has re¬ 
fused and continues to refuse to register Plaintiff’s and 
Plaintiff’s predecessors’ trade mark aforesaid and to issue 
unto Plaintiff, Speed Products Co., Inc. certificate of Regis¬ 
tration of said trade mark of the trade mark application, 
Serial Number 460,846, aforesaid. 

11. Plaintiff, Speed Products Co., Inc., alleges that the 
decisions of the Examiner of Trade Mark Interferences 
and of the Honorable Commissioner of Patents based in 
part on vitally different grounds sustaining said Opposi¬ 
tion and adjudging, Plaintiff’s predecessors, Speed Prod¬ 
ucts Company not entitled to registration of the trade mark 
application aforesaid, are erroneous. 

12. Status of Plaintiff’s Property Rights. Although said 
Opposition No. 22,844 will solely determine Plaintiff’s right 
of registration of said trade mark “Speed” within the de-. 
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sign of a double winged arrow or simulating a bird in flight 
under the Federal trade mark statutes and will not 

87 determine Plaintiff’s substantive rights to the said 
trade mark, nevertheless Defendant’s allegations as 

set forth in said Notice of Opposition and of and in said 
Opposition are directed against Plaintiff’s property rights 
and common law rights in the trade mark “Speed” within 
a double winged arrow or design simulating a bird in flight 
and have cast a cloud upon Plaintiff’s title to said trade 
mark and right to use said trade mark independently and 
apart from its right to register said trade mark in the Pat¬ 
ent Office, and there is inherent in Defendant’s allegations 
a threat of infringement and of suit for infringement and 
injunction against Plaintiff and its customers for selling, 
displacing, and distributing Plaintiff’s products under its 
trade mark “Speed” within a double winged arrow or de¬ 
sign simulating a bird in flight. As long as this uncertainty 
exists, Plaintiff will be subjected to great harm and injury 
and irreparable damage for which there is no adequate 
remedy at law and thus harm injury and damage will be 
greatly increased if Plaintiff were compelled to wait until 
termination of said Opposition No. 22,844, which proceed¬ 
ings are usually quite prolonged, and if Plaintiff had to 
wait indefinitely until said Defendant saw fit to bring suit 
in the State or Federal Courts against Plaintiff or 

88 one of its customers to adjudicate Plaintiff’s prop¬ 
erty rights in said trade mark, (to wit, “Speed” 

within a double winged arrow or design simulating a bird 
in flight), which cannot be adjudicated by said opposition 
proceeding No. 22,844. 

13. Non-Infringement by Plaintiff of Defendant’s Trade 
Marks. Plaintiff denies that its trade mark “Speed” with¬ 
in a double winged arrow or design simulating a bird in 
flight infringes upon Defendant’s trade mark “Speed Nut” 
for nuts; Speed Clip for locking clips, and Speed Nuts for 
Locking Plates for Screws and Bolts; Plaintiff denies that 
Defendant has any rights in or to Plaintiff’s mark “Speed” 
within a double winged arrow or design simulating bird in 
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flight; and denies that Plaintiff’s trade marks resemble any 
of Defendant’s trade marks as to be likely to produce con¬ 
fusion and mistake in the minds of the public and to deceive 
purchasers and denies that the goods to which Plaintiff’s 
trade mark “Speed” within a double winged arrow or de¬ 
sign simulating a bird in flight are of the same descriptive 
properties as the goods to which the said trade marks of 

Defendant are applied. 

89 14. Invalidity of Defendant’s Alleged Trade Mark. 

Plaintiff further alleges that the Defendant’s trade 
marks are misdescriptive, misleading and are not valid 
trade marks; that the expression “Speed” is a common ex¬ 
pression and not subject to exclusive appropriation or reg¬ 
istration by the Defendant and does not necessarily desig¬ 
nate Defendant in view of the uses by various others of the 
word “Speed” either as a trade mark, as a part of a trade 
name, or as a part of a corporate title, and since the fol¬ 
lowing persons, firms, or corporations have equal rights to 
use “Speed” as does Defendant, namely: 


Trade Mark 

Serial Number 

Owner 

SPEED-UP 

175,375 

Louis Schwab 

SPEED SKEES 

217,998 

Denning 

SPEED WAGON 

230,182 

Reo Motor Car Co. 

SPEEDOLITE 

230,737 

Rhoades & Sons 

SPEED-O-ROLL 

243,038 

Speed-O-Roll 

SPEEDO 

292,102 

Speedo Laboratories 

SPEEDFORM 

304,840 

Company 

United Autographic 

SPEEDY 

310,041 

Register,Co. 
Mendelson 

SPEEDRITE 

337,300 

Hall-Welter Co. 

SPEEDREPLY 

337,896 

Speed System Corp. 

SPEEDLOCK 

350,844 

Cleveland Brass 

SPEED STATION¬ 

357,678 

Mfg. Co. 

American Sales 

ERY, etc. 
SPEEDRITE 

360,317 

Book Co. Inc. 

Carbon Systems, Inc. 

SPEEDRY 

392,196 

Speedrv Products Co. 
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90 and Defendant is estopped to claim any exclusive 
rights in and to the expression SPEED in not op¬ 
posing or petitioning to cancel or objecting to numerous 
marks including the expression “Speed” used by others 
even in the same channels of trade utilized for Defendant’s 
products although the use and registration of these marks 
were known to Defendant and Plaintiff reserves the right 
to include use by even others of the expression “Speed” 
when uncovered. 

15. Confusion Between Plaintiff’s and Defendant’s Trade 
Marks. Upon information and belief, there has been no 
instance, and Defendant knowns of no instance, of bona fide 
confusion between Plaintiff’s and Defendant’s products and 
trade marks, and particularly Plaintiff’s trade mark 
“Speed” within the double winged arrow or design simu¬ 
lating a bird in flight and the Defendant’s trade marks 
“Speed Nut”, “Speed Nuts” and “Speed Clip” or where 
the products carrying said trade marks have been confused, 
or where said products have been sold to the public through 
the same retail or wholesale outlets, or where said products 
have been used for the same purpose or in the same trade 
or by the same classes of persons. Upon information and 
belief, Defendant’s products are not of the same descrip¬ 
tive properties, as Plaintiff’s goods and Defendant knows 
of no instance of confusion of Plaintiff’s and Defendant’s 
goods. 

91 16. No appeal was taken by, or is now pending on 
behalf of Plaintiff in the United States Court of Cus¬ 
toms and Patent Appeals from the refusal of the Commis¬ 
sioner of Patents to register Plaintiff’s trade mark of the 
application aforesaid and that the Bill of Complaint herein 
is filed within six months following the final decision of the 
Commissioner of Patents refusing registration of the trade 
mark of said application of Plaintiff and its predecessors 
aforesaid (35 U.S.C.A. 63 as amended). 

Wherefore, Plaintiff Respectfully Prays 

1. That this Court adjudge and decree that Plaintiff here¬ 
in, Speed Products Co., Inc. is entitled according to law to! 
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have registered in the United States Patent Office, the trade 
mark of said application Serial Number 460,846, and fur¬ 
ther that this Court authorize the Commissioner to vacate 
his decision of July 1, 1946, refusing to register Plaintiff’s 
said trade mark of said application and directing him to 
register Plaintiff’s aforesaid trade mark. 

2. That Plaintiff may have such other or further and dif¬ 
ferent relief as the Court may deem proper and equitable. 

92 Second Cause of Action. 


17. This cause of action arises under the trade mark laws 
of the United States (U. S. C. Title 15, Sections 97-100 and 
under Section 247D of the Judicial Code U. S. C. Sec. 400). 

18. Plaintiff reavers and realleges the substance of Para¬ 
graphs 3 to 8, and 12 to 15, as if set forth herein in full. 

19. Plaintiff and its predecessors aforesaid have used the 
trade mark expression “Speed Fastener” since, to wit, 
May 15, 1926 for office supply equipment such as, stapling 
machines, tackers and pliers and machine staples therefor 
and has used the designation “Speed” within a double 
winged arrow or design simulating a bird in flight for such 
goods and other office equipment, since, to wit, July 10,1936 
as clearly shown by Plaintiff’s registered trade mark 
416,025 aforesaid. 

20. Upon information and belief, Defendant has alleged 
and is now alleging to the public and to the trade wrong¬ 
fully and without just cause and basis, that some or all of 
the following trade marks registered to defendant cover or 
are infringed by Plaintiff in its business and its use of said 
trade marks “Speed Fastener” and “Speed” within a 
double winged arrow or design simulating a bird in flight, 
namely, 


93 Trade Mark Number Registered 


SPEED NUT 244,038 
SPEED CLIP 347,986 
SPEED NUTS 352,197 


July 3,1928 
July 13,1937 
Nov. 23,1937 


For 

Nuts 

Locking Clips 
Locking Plates 
for Screws 
and Bolts 
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whereby an actual controversy seriously injuring, damag¬ 
ing and disadvantageous^ affecting the rights of Plaintiff 
in its business and in its use of its trade marks has arisen 
as to scope and validity of said above listed registrations. 

Wherefore, Plaintiff prays for a Declaratory Judgment 
holding: 

1. That Registrations T. M. No. 246,812 and 416,025 are 
valid and properly registrable to Plaintiff and do not inter¬ 
fere or conflict with any registered trade marks of Defen¬ 
dant. 

2. That the registered trade marks of Defendant are not 
infringed by Plaintiff, or in the alternative, 

3. That Defendant’s registered trade marks above men¬ 

tioned are void and invalid. 

94 4. For a preliminary and then a permanent injunc¬ 

tion restraining Defendant from further threatening 
Plaintiff or its customers with its registered trade marks 
or infringement thereunder, and for an accounting for dam¬ 
ages caused Plaintiff and profits unlawfully gained by De¬ 
fendant and for costs. 

Speed Products Co., Inc. 
by Jack Linsky 

President. 

Harry Price, 

Solicitor for Plaintiff, 

Graybar Bldg., 

420 Lexington Ave., 

Manhattan, New York, N. Y. 

Charles M. Palmer, 

Of Counsel for Plaintiff, 

1711 Park Murray Bldg., 

11 Park Place, 

Manhattan, New York, N. Y. 
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96 Filed Dec 15 1947 

United States District Court 
Southern District of New York 

Civil Action No. 38,662 

Speed Products Co., Inc. Plaintiff 

vs 

Tinnerman Products, Inc. Defendant 

Motion to Dismiss the First Cause of Action 

The defendant, Tinnerman Products, Inc. by its attor¬ 
neys, Darby & Darby, appearing specially for the purpose 
of this Motion and for no other purpose whatsoever, moves 
the Court to dismiss the first cause of action on the ground 
(2) that the court lacks jurisdiction for the reason that the 
Commissioner of Patents has not been made a party, and 
(b) that the court lacks power to review the proceedings 
of the Patent Office under Section 4915, inasmuch as there 
has been no award of priority between two contesting appli¬ 
cants. 

Darby & Darby 

Attorneys for Defendant , ap¬ 
pearing solely for the purpose 
of this Motion 
405 Lexington Avenue 
New York 17, New York 

Of Counsel: 

Floyd H. Crews 
Albert R. Teare 

Date: December 27,1946. 
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97 Filed Dec 15 1947 

United States District Court 
Southern District of New York 

Civil Action No. 38,662 

Speed Products Co., Inc., Plaintiff, 

vs 

Tinnerman Products, Inc., Defendant. 

Affidavit in Support of Motion to Dismiss 

State of Ohio 
County of Cuyahoga, ss. 


Albert R. Teare, being duly sworn, deposes and says: 

I am a member of the firm of Messrs. Bates, Teare & 
McBean, counsel for Tinnerman Products, Inc. Defendant 
herein is the same party who was the opposer in an opposi¬ 
tion proceeding in the United States Patent Office entitled 
Tinnerman Products, Inc. v. Speed Products Company, Op¬ 
position No. 22,844, and plaintiff herein is the same party 
who was the applicant for registration in said opposition 
proceeding. The attached documents are true copies o£ 
pleadings or decisions filed or entered respectively in said 
opposition as follows: 

Exhibit “A”—Notice of Opposition. 

Exhibit “B”—Decision by Examiner of Interferences 

Exhibit “C ”—Decision by Commissioner of Patents. 

Exhibit “D”—Decision by Commissioner of Patents on 
Rehearing. 


Albert R. Teare 


Sworn to and subscribed before me this 24th day of De¬ 
cember, 1946. 

Lois M. Graham 
Notary Public 

My commission expires Feb. 26,1949 
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98 Filed Dec 15 1947 

United States District Court 
Southern District of New York 

i Civil Action No. 38,662 

Speed Products Co., Plaintiff, 
vs 

Tin nerman Products, Inc. Defendant. 

Motion to Suspend Proceedings as to the Second Cause 

of Action. 


Defendant, Tinnerman Products, Inc., by its attorneys, 
Darby & Darby, appearing specially for the purpose of this 
Motion, and for no other purpose whatsoever, moves the 
Court to suspend further proceedings in the second cause of 
action on the ground that prior to instituting the present 
action, the plaintiff herein filed an action against the Com¬ 
missioner of Patents in the United States District Court 
for the District of Columbia, that the defendant herein has 
been granted leave to intervene therein as a party defen¬ 
dant, and has filed an answer and counterclaim therein 
raising issues that are the same as those in the second 
cause of action herein. 

It is further moved, in the event the motion to suspend 
proceedings be denied, that defendant’s time within which 
to move or otherwise plead to the second cause of action be 
extended for a period of twenty (20) days subsequent to the 
entry of the order of the Court denying said motion. 



December 27,1946 


Of Counsel: 

Floyd H. Crews 
Albert K. Teare 

• • • • 


Darby & Darby 

Attorneys for Defendant, ap¬ 
pearing solely for the purpose 
this Motion 
405 Lexington Avenue 
New York 17, New York 


• ••••• 
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100 Filed Dec 15 1947 

United States District Court 
Southern District of New York 

Civil Action No. 38,662 
Speed Products Company, Inc. Plaintiff , 

vs 

Tinnerman Products, Inc., Defendant. 

Answer and Counterclaim 

Defendant reserving all rights set forth in its motion to 
dismiss the first cause of action, and to suspend proceedings 
in the second cause of action, and appearing specially for 
the purpose of filing this answer pending decisions on said 
motions states: 

Defendant admits the allegation of Paragraphs 1, 2, 3E, 
9 and sub-sections A, B, C, D, thereunder, and paragraph 
16 of the first cause of Action, but denies the allegations of 
all of the remaining paragraphs. Defendant admits the alle¬ 
gation of Paragraph 9 E except the allegation that the deci¬ 
sion of the Commissioner of Patents was on “material dif¬ 
ferent grounds” from the decision by the Examiner of 
Trademark interferences. 

Further answering the first cause of action, defendant 
avers that this Court lacks jurisdiction on the ground that 
the Commissioner of Patents is an indispensable party to 
the action, and on the ground that the opposition proceed¬ 
ings in the Patent Office referred to in Section 9 and sub- 
sections thereunder did not result in an award of priority 
between two conflicting trademark applications. 

Wherefore defendant prays that the first cause of action 
be dismissed at plaintiff’s cost. 

101 In answer to the second cause of action, defendant 
denies the allegations of all paragraphs except the 

averment in Paragraph 3(B) of the first cause of action 
which by reference is made part of Paragraph 18 of tlJe 
second cause of action. 
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Wherefore defendant prays that the second cause of ac¬ 
tion be dismissed at plaintiff’s cost. 

Counterclaim 

Defendant by way of counterclaim avers: 

1. Defendant and its predecessor, long prior to any date 
of first use by plaintiff, adopted and began to use the word 
“Speed” as a dominant part of its trademark for fastening 
devices, including staples, and has continued to use the same 
until the present time. Such use has extended throughout 
the United States and throughout the principal countries 
of the world, and defendant has spent large sums of money 
in advertising the same, so that the word “Speed” has be¬ 
come wfidely known in connection with the goods of the de¬ 
fendant and has acquired a secondary meaning in connec¬ 
tion therewith, as designating origin in defendant. 

| 2. The use by defendant and its predecessor has been in 
the form of “Speed Nut”, “Speed Nuts”, with a design, or 
“Speed Clip”, all using the word “Speed” as the dominant 
part thereof, and the goods to which the trademark has 
been thus applied have been fasteners of various shapes and 
types and have comprised goods of the same descriptive 
properties as those on which plaintiff has used the mark 
“Speed”. 

3. Defendant is the owner of the following trademark 
registrations in the United States, namely: 

No. 244,038—Registered July 3, 1928 
No. 347,986—Registered July 13,1937 
No. 352,197—Registered Nov. 23, 1937 

all of which registrations are valid and subsisting. 

102 4. Defendant further avers that plaintiff has used 

the mark sought to be registered by it on goods sold 
by it in this District, and elsewhere throughout the United 
States, of the same descriptive properties as goods sold 
by defendant, and defendant avers that confusion in trade 
is reasonably likely between such use by plaintiff and by 
defendant, by reason of which infringement of defendant’s 
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trademark rights has resulted and will continue to result, 
unless enjoined by this Honorable Court, and will result in 
irreparable damage to defendant for which there is no ade¬ 
quate remedy at law: 

Wherefore defendant prays: 

1. That defendant’s aforesaid registrations are valid and 
are the sole and exclusive property of the defendant as ap¬ 
plied to fastening devices, including staples. 

2. That plaintiff be enjoined during the pendency of this 
action and permanently from infringing said trademark 
rights of the defendant in any manner. 

3. That plaintiff be required to account and pay to defen-j 
dant such damages as defendant has sustained in conse¬ 
quence of plaintiff’s infringement of said trademark, and 
to pay over to defendant all the gains, profits and advan¬ 
tages derived by plaintiff from its infringement of defen¬ 
dant’s trademarks, or such damages as to the court shall 
appear proper. 

4. That plaintiff be required to deliver up for destruc¬ 
tion all labels and packages in its possession or under its 
control infringing said trademarks, or any of them, and td 
deliver up for destruction all plates, molds and other mat¬ 
ter for making such infringing marks. 

103 5. That plaintiff pay to defendant the costs of this 

action, and that defendant have such other and fur¬ 
ther relief as is just. 

Respectfully submitted, 

Darby & Darby 

Attorneys for defendant ap¬ 
pearing specially for the purl 
pose of this answer and coun¬ 
terclaim 

705 Lexington Avenue 
New York 17, New York 


* * • • 


December 30,1946 

Of Counsel: 

Floyd H. Chews 
Albert R. Tea re 

• • # # 
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107 Filed Dec 15 1947 

United States District Court 
Southern District of New York 

Civil Action No. 38,662 
Speed Products Company, Inc. Plaintiff , 

vs 

Tinnerman Products, Inc. Defendant. 

Motion by Defendant for Postponement of Trial 

Now comes the defendant Tinnerman Products, Inc. and 
shows this Honorable Court: 

1. That this case is now on the day calendar and is likely 
to be heard within the next week. 

2. That the Complaint alleges two causes of action, the 
first of which is an action under E. S. Section 4915 wherein 
plaintiff is seeking an Order directing the Commissioner 
of Patents to issue a trademark registration to plaintiff 
after an adverse decision in the Patent Office in an opposi¬ 
tion proceeding brought by defendant. 

3. Prior to the date of filing the Complaint in this action, 
plaintiff filed a Complaint against the Commissioner of 
Patents in the United States District Court for the District 
of Columbia seeking the same relief as prayed for in_the 
first cause of action in this Court. The Washington action 
is pending and is Speed Products Company, Inc. v. Law- 
ence C. Kingsland, Commissioner of Patents, Defendant, 
and Tinnerman Products, Inc. Intervenor, Civil Action No. 
37,630. 

4. That in said Civil Action No. 37,630 Honorable Bolitha 
J. Laws, Chief Justice, United States District Court for the 
District of Columbia under date of November 3, 1947, on 
motion by Tinnerman Products, Inc., entered an Order en¬ 
joining the plaintiff from proceeding with the first 

108 cause of action in this case until after the jurisdic¬ 
tion of the Washington court has been exhausted. 
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The injunction was conditioned upon the posting of a bond 
by Tinnerman Products, Inc. in the sum of Five Hundred 
Dollars ($500.00). Such undertaking was approved and 
filed on November 4,1947 as appears from the certified copy 
of the Order on Injunction filed herewith. 

5. The subject matter of the second cause of action in 
this Court is so closely interwoven with the first cause of 
action, insofar as concerns the question of proof, that in 
the interest of orderly procedure, both issues should be 
tried simultaneously instead of by piece-meal prosecution. 

Wherefore, defendant moves this Honorable Court for an 
Order removing this case from the trial calendar and post¬ 
poning the trial until after the jurisdiction of the Washing¬ 
ton Court has been exhausted. 

Respectfully submitted, 


Tinnebmax Products, Ixc. 

By Dabby & Dabby 
By Floyd H. Crews 

Of Counsel: 


Albert R. Teare 


• *•#•••••• 

Transcript of Proceedings. 

122 Washington, D. C., 

October 16, 1947. 

The above-entitled matter came on for hearing before 
Honorable Bolitha J. Laws, Chief Justice. 

• • * • * # * • * * 


123 PROCEEDINGS 

Mr. Teare: If the Court please, these motions are in a 
trademark case. 

The plaintiff, Speed Products, filed an application for reg¬ 
istration of a trademark. Tinnerman, the intervener, sucJ 
cessfully opposed that in the Patent Office. 
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The plaintiff then brought this action under 4915, against 
the Commissioner alone, in order to obtain an order for 
the registration of the trademark to plaintiff. 

The dates on which the various items occurred might be 
helpful. 

October 31, 1946, if the Court wants to jot these down, 
the complaint was filed here. 

November 14, 1946, plaintiff filed a suit against Tinner- 
man in New York alone. 

The Court: Who is Tinnerman? 

Mr. Teare: Intervener in this action. 

The Court: What was that for? 

Mr. Teare: That was based on two causes of action, the 
first the same as the action pending here, and the second 
charging invalidity of the Tinnerman trademark, there hav¬ 
ing been infringement by Tinnerman of the plaintiff’s trade¬ 
mark. 

We felt that the rights of Tinnerman were involved, so 
we moved to intervene in the case here, and an order per¬ 
mitting intervention was granted on December 18, 1946. 

The Court: What day? 

124 Mr. Teare: December 18, 1946. 

The Court: You represent Tinnerman? 

Mr. Teare: Yes, Your Honor. The following week, De¬ 
cember 26, 1946, we moved to dismiss the first cause of ac¬ 
tion in New York, and we moved to suspend the second 
cause. 

The Court: The one here? 

Mr. Teare: No, Your Honor, a second cause in New York, 
on March 23, 1947— 

The Court: That would be the one involving the alleged 
invalidity of the Tinnerman trademark? 

Mr. Teare: That is correct. On March 23, 1947, Judge 
Bondy gave an opinion denying the motion to dismiss and 
denying the motion to suspend. 

Now, the motion to dismiss—our position was that the 
Commissioner wasn’t a party, that the Commissioner should 



51 


be a party in order that he might be heard with respect to 
the issue that might be raised on the question of registra¬ 
tion. And there was a decision which, I think, supported 
Judge Bondy’s position with respect to the Commissioner 
of Patents not being the necessary party. However, the 
motion to dismiss was—motion to suspend was based upon 
the proposition that the New York case was filed first, not 
before the Washington case was filed, but was filed before 
the order of intervention was granted. 

125 Now, we believe that that is a narrow interpreta¬ 
tion of the law and is contrary to the settled rule that 

it is not an order of intervention that would control, but 
it is the date of the filing of the complaint 

The Court: That mistake you said Judge Bondy made, 
is that it? 

Mr. Teare: I didn’t understand your question. 

The Court: That would be the mistake Judge Bondy 
made, you claim? 

Mr. Teare: Yes, Your Honor. We filed a motion to ad¬ 
vance this case on the theory that the issue should be tried 
here first, because the complaint was filed here, and there¬ 
upon the Speed Products filed a motion, I don’t think it is 
up for hearing today, to suspend this Washington case. We, 
in reply, filed a motion, which we just filed yesterday, be¬ 
cause the situation has changed—we filed a motion to enjoin 
the plaintiff from proceeding with the New York case. 

Now, that situation came about by virtue of the fact 
that— 

The Court: Shouldn’t all these be heard together? 

Mr. Teare: It would be agreeable to us to have Your 
Honor hear them because they are predicated on the same 
cases, and I understand counsel for the plaintiff is agree¬ 
able to that. 

Mr. Palmer: I consent to that. 

126 The Court: Can we hear them within the time lim¬ 
itation ? If you are going to take more than a halfl 

hour a side I will have to start you over before another 
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Judge, because I can’t with this long calendar, hear all these 
—we have that as our fixed rule, the Motions Judge can’t 
hear them where they go over half an hour a side. 

1 Mr. Palmer: I will be as brief as possible. 

The Court: If you go over half an hour, I am going to 
let you argue it all over again before another Judge. I 
have got to do that. 

Mr. Palmer: I will be very brief. 

The Court: What is it before me, then? What is the 
next case? 

(The proceedings in this matter were suspended for a 
few minutes, after which the following occurred:) 

The Court: One is a motion to advance, I have got that, 
and the other? 

Mr. Teare: Motion for pretrial conference at this time. 

The Court: That is included in the motion to advance, 
isn’t it? , 

Mr. Teare: Separate motion, but you might say the same 
thing. 

The Court: Motion for pretrial conference at this time ? 

Mr. Teare: Yes, Your Honor. Then the motion 
127 to suspend and the motion for injunction. 

The Court: Motion to suspend here? 

Mr. Teare: That is correct. 

The Court: Who filed that? 

Mr. Teare: The plaintiff. 

The Court: The first two were the defendant’s? 

Mr. Teare: Yes, Your Honor, the intervener’s. 

The Court: Intervener, yes, defendant intervener. All 
right. 

Mr. Teare: Motion for injunction filed by intervener. 

The Court: To enjoin the suit in New York? 

Mr. Teare: That is correct. 

The Court: Prosecution of the suit in New York. All 
right. 

Mr. Teare: The reason for the motion to suspend and 
the motion for injunction has been due to change of condi- 
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tions since we time we filed the motion to advance. 



have been informed that the New York case has been placed 
on the reserve calendar, and Mr. Palmer, counsel for the 
plaintiff, states in his motion to suspend that the New Yorl^ 
case would be set for hearing before the case here would 
normally come up for hearing. That is why we filed a mo+ 
tion for injunction, because we do not think it should be a 
race between two courts. That is not orderly procen 
128 dure. Either we have got the right to proceed witn 
one or we haven’t, and that is what I think we should 
decide today. 

Now, the New York action, insofar as concerns our mo¬ 
tion to suspend in New York went only to the second cause 
of action in New York, and the second cause of action is only 
the personal matter between plaintiff and Tinnerman. The 
action here primarily is against the Commissioner on the 
order requiring the Commissioner to register plaintiff’s 
mark. Precisely that same matter constitutes the first cause 
of action in New York, so that if this Court decides it one 
way, and if the New York court decides it another way, the 
Commissioner will be unable to follow either court. 

That situation has been considered by the Supreme Court 
as to which court should proceed, and due to the shortness 
of the time of filing our motion for injunction we did not 
include several decisions. However, our brief does refer 


to the Mercoid case, which is relied upon by Judge Bondy, 
and the Mercoid case holds that it is the filing of the com¬ 
plaint that controls the question of the jurisdiction as to 
which court should proceed. He distinguished by saying 
that as to Tinnerman the order of intervention was after 
the filing of the New York case. We have a reverse situa¬ 
tion here. We have the suit filed in Washington before it 
was filed in New York, and we are applying that same rule 
of law to enjoin the plaintiff from proceeding with 
129 the New York case because the bill here was filed 
first. 

The Court: Wouldn’t my action in that respect be a di¬ 
rect reversal of Judge Bondy’s ruling? 





Mr. Teare: No, Your Honor, because Judge Bondy did 
not rule as to suspension of tbe first cause of action. It is 
the first cause of action that controls. 

The Court: That is as to your claim for the trademark? 

Mr. Teare: Yes, Your Honor. He did not rule on sus¬ 
pension of that, and therefore you have no fear in that re¬ 
spect, so far as Judge Bondy’s ruling goes. 

The Court: Your claim for the trademark says your 
first claim up there was in the case in which Tinnerman was 
mentioned, is that right? 

Mr. Teare: Tinnerman alone was sued in New York. 

The Court: Then he came into the case down here after 
that? 

Mr. Teare: The order of intervention was issued later, 
that is correct. 

The Court: So that in point of time, so far as your—and 
you represent Tinnerman, don’t you? 

Mr. Teare: That is correct. 

The Court: And Speed Products, as far as that is con¬ 
cerned, the two of you are antagonists, you got into New 
York together before you were here. 

Mr. Teare: If it be held that the order of inter- 
130 vention is the date that we were properly in the 
Washington court, that is correct. 

The Court: Properly in the Washington court so far as 
Speed Products is concerned. 

Mr. Teare: As far as Tinnerman is concerned. 

The Court: Tinnerman is concerned. 

Mr. Teare: Yes, but we are concerned here now with the 
different proposition and that is the issues that are to be 
tried. 

Now, the rule is that the filing of the complaint controls, 
because otherwise you have two courts called upon to de¬ 
cide the same question, and under that situation it is the fil¬ 
ing of the complaint that controls as to those issues. Those 
issues are the prime issues, because they follow what has 
transpired. It constitutes a retrial of what was tried at the 
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Patent Office. The other matters are validity and infringe¬ 
ment, and are ancillary. They will be decided largely, I 
think, by the decision of the Court on who is entitled to the 
registration mark. 

Mr. Palmer: If Your Honor please, the Washington 
case w~as filed first against the Commissioner of Patents 
only. At that time Tinnerman was not in the Washington 
case. One week after the filing of the complaint in Wash¬ 
ington the first case in New York, the case which instituted 
suit against Tinnerman was filed. That was around 

131 November 14, 1946. A month after that Tinnerman 
intervened under a court order, so in point of time he 

was not even a part of the Washington case at the time the 
New York case was instituted. He was really a volunteer! 
in the Washington case, and now tries to dominate the 
Washington case. He makes this statement, that the tim¬ 
ing of the bill of complaint is the key, is the important sit¬ 
uation, which dominates everything. Well, that is not true 
where he is not a party. If he were a party to the Washing-1 
ton case, and if the Washington case had the same issue as 
the New York case, then he may have some legs to stand on, 
but the issues are different, the parties are different in the 
Washington case, we have the Commissioner of Patents, ih 
the New York case the Commissioner of Patents is absent] 
In the New York case we have another pleading, one di¬ 
rected to a declaratory judgment calling for the invalidity 
of the intervener’s trademark. No such issue exists in th^ 
Washington case, but we have in the New York case, then 
we have a third case, but the New York case contains all 
issues of the Washington case, so the New York case, if 
tried first, could dispose practically of all the issues. 

The Court: It has all the issues, but it doesn’t have the 
Commissioner of Patents as a party. 

Mr. Palmer: He is not necessary. The Commissioner 
of Patents must be bound by the New York court or 

132 by the Washington court. It is immaterial. 

The Court: Does that proceeding in New Yor^ 
involve 4915? 
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Mr. Palmer: Oh, yes, involves all issues of the Washing¬ 
ton case. 

The Court: In other words, the same identical issues 
under 4915 would be concerned there, notwithstanding the 
Commissioner is not a party. 

Mr. Palmer: That is right, but there is an additional 
charge there directed to invalidity under the declaratory 
judgment, but that is not present in the Washington case. 
The nut revolves itself to the proposition the parties are 
different and the issues are different. Consequently, the 
case relied on by Tinnerman— 

The Court: Not different, you have got an additional 
issue. 

Mr. Palmer: The case he relies on doesn’t apply, though. 

The Court: Still, that is just exactly the same proposi¬ 
tion, if his is valid, yours will have to be invalid. 

Mr. Palmer: There is nothing with respect to ours being 
invalid. We have no registration. We have merely a trade¬ 
mark application. He has made no charge our application 
is invalid. 

The Court: What is there pending in New York 
133 that isn’t here? 

Mr. Palmer: The charge, our charge for a declar¬ 
atory judgment calling for the invalidity of Tinnerman’s 
trademarks on which he opposed. This is really a trade¬ 
mark opposition. 

The Court: This is what I am trying to get at. I don’t 
know whether I have got the parties straight or not. I 
thought I had. You won at the Patent Office? 

Mr. Palmer: No, opposition was sustained. 

The Court: Tinnerman won? 

Mr. Palmer: I instituted proceedings under 4915 against 
the Commissioner of Patents. 

The Court: Here in Washington? 

Mr. Palmer: Here in Washington, and did not include 
Tinnerman at all. 

The Court: At that time, and he was certainly a proper 
party. 
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Mr. Palmer: Later he came in, intervened. 

The Court: He came in and intervened, then you went 
up to New York. Why did you go up there? 

Mr. Palmer: Well, because both Tinnerman and Speed 
do business there. We found out immediately after the 
Washington case was filed he is qualified to do business 
there, they have an office there, they do work there, «and 
New’ York was held to be the better way of expeditiously 
settling this entire controversy, where all witnesses 

134 are present, everybody doing business. That is in 
effect Judge Bondy’s ruling that in effect is sup¬ 
ported by authorities, of course, Judge Bondy relying on 
where all the parties are together it is easier to have the 
thing disposed of and settled. It is just as easy for Tin¬ 
nerman, who happens to be also located in Cleveland to 
come to New York where he does business, as it is to come 
here where he doesn’t do any business, and where we do 
all our business. 

We say this Washington case can be suspended. 

The Court: Why don’t you dismiss the case? 

Mr. Palmer: I am perfectly willing to withdraw this 
Washington case without prejudice if Mr. Tinnerman— 

The Court: WThy would that prejudice ? 

Mr. Palmer: I am perfectly willing to withdraw’ the 
Washington case but will only do it on his consent. 

The Court: I am not talking about without prejudice, 
with prejudice. You say you wrant two tribunals to decide 
it? ■ | 

Mr. Palmer: I don’t want to do it with prejudice. I 
don’t want there to be an unfair interpretation there has 
been a default. 

The Court: You don’t want to have two tribunals? 

Mr. Palmer: Yes, I would just as soon have it tried by 
two courts, if Your Honor please. 

The Court: You have got to have one do it. 

135 Mr. Palmer: There is such a thing as multiply 
suits. 
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The Court: It seems to me, of course— 

Mr. Palmer: One thing that is certain— 

The Court: I don ’t want to put myself in the position of 
ruling against Judge Bondy. It certainly seems that where 
the Commissioner of Patents is a party to the litigation— 

Mr. Palmer.: He is not a necessary party. 

The Court: And you sought your venue, and you pro¬ 
ceeded there, you ought to abide by that selection, and of 
course anything that filters into it later, of course, would 
not be material on the matter of precedent. 

Mr. Palmer: But there is an issue there that doesn’t 
belong here at all. 

The Court: Which takes precedence, I should say. 

Mr. Palmer: There is an issue in the New York case not 
involved in this case. 

The Court: I understand that, but that issue could be— 
that is the one that Judge Bondy refused to suspend, isn’t 
it? Isn’t that the one? 

Mr. Teare: That is right. 

Mr. Palmer: That is right, that is part of that case. 

The Court: That is all right. Am I in conflict with 
Judge Bondy if I grant this motion to advance? 

Mr. Palmer: Oh, yes, definitely. Definitely. 

The Court: Why? 

136 Mr. Palmer: Because it isn’t only Judge Bondy’s 
ruling. He based that on other law cited in our brief 
at the time to urge Judge Bondy to rule in a certain way. 
He didn’t make this ruling just because of Judge Bondy. 
He made it because of the authorities. 

The Court: I understand that. I want to know whether 
as a matter of law, I don’t care what impelled him, I mean 
I am not interested at this moment, I may be interested a 
little later on what impelled him, but what I want to know 
at this juncture is whether if I should rule the case should 
be advanced for pretrial, put on the pretrial calendar, and 
should be advanced for trial here, whether that would in any 
wise conflict with Judge Bondy’s decision which simply de¬ 
nied the suspension of this issue that isn’t pending here. 
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Mr. Palmer: It would conflict with his statement. 

The Court: That is what I wanted to know. 

Mr. Palmer: He said in effect— 

The Court: I mean his ruling, his ultimate ruling. 

Mr. Palmer: I can read that portion of his decision. 

The Court: All right. 

Mr. Palmer: He says the plaintiff being a New York cor¬ 
poration and the defendant an Ohio corporation, that is, 
Tinnerman, and having a place of business in New York 
City, and being qualified to do busiess in New York State, 
it cannot be contended successfully that the issues 
137 can be better settled or relief more expeditiously or 
effectively afforded in the District of Columbia than 
in a New York action. 

The Court: How did he deal with the Supreme Court 
cases? 

Mr. Palmer: I just didn’t hear that. 

The Court: How do you deal with the Supreme Court 
decisions that say the case that is filed first takes prece¬ 
dent? 

Mr. Palmer: That only controls where the parties and 
issues are identical, here the parties and issues are not 
identical. 

The Court: They are identical as to all the issues that 
I am considering advancing here. 

Mr. Palmer: The Commissioner is not a party in New 
York. 

The Court: They have identical and they have one extra 
one, but they certainly are identical. I don’t see how I can 
fail to give effect to what the Supreme Court says, the one 
that is filed first controls. 

Mr. Palmer: They have limited it to same parties ancj 
same issues, but they are not present here at alL There i^ 
no action for declaratory judgment present in the Washing¬ 
ton case at all. That in itself would take it out of the 
Washington case. 
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The Court: Why isn’t the thing to do to try this 

138 4915 here, and nothing else, right now? Why won’t 
that do it? 

Mr. Palmer: Because the plaintiff charges infringement 
—I mean Tinnerman charges infringement. 

Mr. Teare: By counter claim. 

Mr. Palmer: By counter claim. He has raised another 
issue. He has that same issue in New York. 

1 The Court: That particular issue. It seems to me these 
issues are the same all the way through. These infringe¬ 
ment suits are substantially one main proposition, as to 
which one is entitled to the trademark, aren’t they? 

Mr. Palmer: It is a question whether we are entitled 
to our— 

The Court: If you prevail in your suit here under 4915— 

Mr. Palmer: Yes. 

The Court: Against the Commissioner of Patents you 
win every single, solitary piece of litigation here and in 
New' York, wouldn’t you? You couldn’t lose, could you? 

Mr. Palmer: Only in this instance that we would not 
have an adjudication with respect to the question of the va¬ 
lidity of the Tinnerman trademarks which he is contesting, 
and, moreover— 

The Court: Wait a minute. If you won your 4915 here, 
wouldn’t you come in ahead of him? 

Mr. Palmer: Under 4915? 

139 The Court: If you won here, it is clear. 

Mr. Palmer: All that w’ould mean this court would 
decide you are entitled to the registration of the trademark 
for which we filed. 

The Court: But that would absolutely control those 
cases in New York and here both? 

Mr. Palmer: Not with respect to the issue directed to 
the invalidity of the Tinnerman trademark, on which he is 
contesting. 

The Court: He has other trademarks? 

Mr. Palmer: He has three trademarks, registered trade¬ 
marks he claims we infringed. 
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Mr. Teare: We dispute that, Your Honor. 

Mr. Palmer: We claim those trademarks also are invalid 
in our present action under 4915. 

The Court: I am wondering whether it is governed by 
it. 

Mr. Palmer: No, it isn’t, not at all. 

The Court: In other words, those other trademarks 
would not depend for their validity upon the outcome of this 
suit? 

Mr. Palmer: No, it would not, Your Honor, not under 
4915. 4915 has nothing to do with infringement. 

The Court: Is that the only suit pending in New York? 

Mr. Palmer: That is one. The only suit there under— 
The Court: That isn’t pending here, those three 
140 which you talk about? 

Mr. Palmer: One suit consolidating all those issues 
in New York. 

The Court: I understand that, but I am talking about 
the one you raised up there. That isn’t here? 

Mr. Palmer: That is right. 

The Court: Depends on these three? 

Mr. Palmer: That is right. 

The Court: That you are talking about? 

Mr. Palmer: This trademark Tinnerman relies on. 

The Court: Why don’t we hold that up in New York and 
you let him work out 4915 here ? 

Mr. Palmer: That is sort of doing the thing piecemeal. 

The Court: It may be doing it piecemeal, but you brought 
him in here. 

Mr. Palmer: I didn’t bring him in here. 

The Court: You brought the Commissioner of Patents in 
here on that. 

Mr. Palmer: I think with respect to the statement by the 
Commissioner of Patents they will take the position the 
Patent Office will be bound by the New York court or this 
court. Moreover, it must be considered, and this is a very 
important fact, that at the time the New York suit was 
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filed against Tinnerman, he was not even in the 

141 Washington suit, so, therefore, the time we made the 
claim against him filed in the Washington suit was 

after the New York suit. He was never a party to this suit 
when the New York case was filed. 

The Court: Your position is Tinnerman is not entitled 
to advance, is that it? 

Mr. Palmer: He is not entitled to advance the Washing¬ 
ton case now. The New York case has been ready to go to 
trial. It is coming up very fast, within three weeks we will 
have a trial. I have here the October 14, 1947, calendar. 
The Court: I understand that. That is his anxiety. 

Mr. Palmer: That is for the convenience of everybody. 
That is where the case should be tried. 

The Court: What do you have to say? 

I Mr. Reynolds: If Your Honor please, as far as 4915 is 
concerned, the Commissioner is not a necessary party to 
that suit. The Office feels itself bound just as much by the 
decision in New York, to which it is not a party, as it would 
be by a decision here to which it is a party. 

The Court: Not a necessary party? 

Mr. Reynolds: That is right. It is essentially a dispute 
between these two parties, and the Commissioner acts 
merely in a judicial capacity, relationship or capacity, but 
of course what we want to avoid is a situation where we 
might get one ruling in one court and a contrary rul- 

142 ing in another. Then we wouldn’t know what to do. 

The Court: What I am trying to get at is how T can 
I escape the Supreme Court decision that the precedent is 
governed by the place where the suit is originally filed. I 
should think that would mean the suit and all the matters 
which eventually would attach to it in the ordinary pro¬ 
ceeding or case, see— 

Mr. Reynolds: Of course— 

The Court: I don’t know how I can advance that in¬ 
fringement here. The infringement got in New York first. 
Mr. Reynolds: The action against Tinnerman began in 
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New York first, was started there before here. Our ques¬ 
tion is whether this action against the Commissioner should 
have been maintained at all in the absence of Tinnerman. 
Tinnerman is the real party in interest. The decisions have 
been somewhat in conflict, but there is certain authority to 
the effect he is an indispensable party. 

The Court: Is that so? 

Mr. Reynolds: Yes, sir. 

The Court: Has our Court ever ruled on that? 

Mr. Reynolds: Yes, Judge Proctor just recently held 
that 

The Court: He is an indispensable party? 

Mr. Reynolds: Yes, in two cases, they couldn’t be main¬ 
tained against the Commissioner in the absence of 
143 the opposer who was the registrant 

The Court: Have the appellate courts passed on 
that at all? 

Mr. Reynolds: The Court of Appeals passed on it in 
Tomlinson vs. Coe here, where the opposer did not have 
registration the action could be maintained against the 
Commissioner alone. 

The Court: Could be ? 

Mr. Reynolds: Could be, that the opposer is not an essen¬ 
tial party, but in a case on all fours with this, Judge Proctor 
ruled he was an indispensable party. 

The Court: What do you think ought to be done with 
these motions, as a friend of the Court? 

Mr. Reynolds: Since Tinnerman is the real party in 
interest and was sued first in New York, I would suppose 
that is the place to go ahead. 

The Court: That is under Judge Proctor’s ruling indis¬ 
pensable? 

Mr. Reynolds: Yes. Yes, that is right. It is a close case. 
We don’t feel too strongly about it, but I have expressed 
an opinion, that is all. 

The Court: This indispensable party proposition, which, 
though just made known, not putting him in in the begin- 
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ning, probably correcting a mistake, and that would prob¬ 
ably date back to the major action. 

144 Mr. Teare: May I answer that, Your Honor? 

The Court: Yes, sir. 

Mr. Teare: The proposition of the Commissioner being 
an indispensable party or having the right to select which 
court it shall have the issue tried in is similar to what took 
place in Bulldog Electric against Coe and Westinghouse. 
That is reported in 57 F. S., 336. It isn’t in the brief, so I 
am giving the Court the citation. Now, in that case, while 
an action was pending against the two defendants in New 
York, suit was brought by Westinghouse against the plain¬ 
tiff in West Virginia. 

Then a counter claim was filed in the New York case, and 
thereupon the plaintiff—filed by Westinghouse—and there¬ 
upon plaintiff came in and sought to have that withdrawn 
on the ground that the suit out in West Virginia was filed 
first as to that counter claim, and the court said no. The 
court even went so far as to invite Westinghouse to select 
their forum to be used for the trial, and Westinghouse de¬ 
clined. Your Honor has invited the Commissioner to state 
to the Court which he would prefer, and the Court in New 
York said in view of the failure of Westinghouse to elect 
his case, they will have that case tried as bound by the law, 
which is that where it was filed first. 

The Court: It seems to me there is a distinction be¬ 
tween—I would like you to answer this one question 

145 for me, if you will. I noticed you shook your head 
when your adversary was arguing. Is it your view 

that these three trade-marks as to which invalidity is 
claimed would be absolutely governed by the 4915 decision 
here? 

Mr. Teare: I think the Court misunderstood the purport 
of the counsel’s statement, if the Court understood it the 
way I understood it. The way I understood it was that 
the trademarks on which the invalidity action is based in 
New York are not the same trademarks which were consid¬ 
ered by the Patent Office. That is incorrect. They are the 
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same trademarks. If this Court rules that the Commis¬ 
sioner by order can grant registration it can only be on the 
ground that Speed Products was first in, these marks hav¬ 
ing been used by Tinnerman since 1923. They have spent 
a quarter of a million dollars on them, advertised them, they 
are very valuable, and the Patent Office has ruled Tinner- 
man was first to use them. Whether they are valid as 
trademarks is a question answered almost on its face. They 
are certainly valid as secondary use after that long period 
of use and expenditure of money, even discounting any 
question of technicality of the marks. One of them was reg¬ 
istered under the 1920 Act, but that long use and that long 
expenditure of money has given it a secondary meaning, so 
any question of invalidity would certainly fall just on the 
mere question of fact. 

146 The Court: Suppose I advanced the original case 
as filed here, the issues as to that in 4915 against the 
Patent Office without this—if you were an indispensable 
party, I couldn’t do that. 

Mr. Teare: If we are indispensable, we have— 

The Court: The whole matter would be advanced. No, 
we could advance as to that. Would it dispose of it? It 
wouldn’t dispose of these other infringement suits. 

Mr. Teare: Yes, because we have a counter claim for in¬ 
fringement. 

The Court: I know that, but suppose I advance only the— 

Mr. Teare: The Commissioner’s matter. 

The Court: The 4915, and not the infringement. 

Mr. Teare: I don’t know that they are severable. 

The Court: I imagine they would be. I mean the ques¬ 
tion of validity. That is what I am trying to find out. If 
it would be, would it dispose of the entire issues? 

Mr. Teare: I think we would waive that, if the Court 
would suggest that procedure. 

The Court: Waive what? 

Mr. Teare: Waive the trial on the second item, not to 
dismiss the issue, but let that go over to the regular time 
it would be heard. 
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The Court: In the meantime that might be tried 

147 in New York. That is your only trouble. I don’t 
think I ought to try to enjoin the proceeding in New 

York. I am perfectly clear on that. The only question in 
my mind is whether in justice, if this 4915 has any bearing 
and he came in here first on that, whether we ought to hear 
that question first. We can separate causes. We can make 
a finding as to who was entitled to the registration, see? 
Mr. Teare: I understand. 

The Court: We can separate the 4915 suit in the District 
of Columbia against the Commissioner of Patents from the 
case involving the two parties claimant to the trademark, 
then try 4915 promptly; deferring action on the other cases. 
If the 4915 suit was decided in the District of Columbia be¬ 
fore the New York case between the parties, then I suppose 
you could introduce the judgment of the court here in the 
4915 case in evidence in New York. 

Mr. Teare: I think we would agree to that. 

The Court: Why isn’t that proper? 

Mr. Palmer: That will raise a lot of complications, only 
throw in other things in the pot which don’t belong there. 
In the first place, Judge Bondy held we are entitled to go 
ahead in New York with all of these issues, specified every¬ 
body is up there, both the plaintiff and Tinnerman, and do¬ 
ing business, all their witnesses are there. We are all go¬ 
ing to be put to needless expense in coming down here to 
testify, bring all these records and so forth. 

The Court: The thing I have got to get out of my mind 
is this suit you brought in the beginning as under 

148 4915. That is the one you brought first. The Su¬ 
preme Court says you are bound by that. 

Mr. Palmer: At that time Tinnerman wasn’t in here, and 

the Commissioner was the only one at that time, and the 

Commissioner is not urging that point at all. The party 

that wasn’t here at the time has argued that. 

The Court: Whether he has urged it or not, the Supreme 

Court savs the forum first selected shall control. 

•> 
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Mr. Palmer: Provided the issues and the parties are the 
same. I think it has to be qualified along those lines, not 
mere point of time. 

The Court: The issues certainly are the same. 

Mr. Palmer: The issues are not the same. 

The Court: I mean as to 4915. 

Mr. Palmer: All one issue, but there are other issues 
here, many issues. 

The Court: I know that, but those many issues came in 
at a later time. It is an anomalous situation. There is not 
any question about it. What I want to find out is how I 
can escape the Supreme Court decision. I don’t have any 
discretion if they say you chose this forum before you did 
any other. 

Mr. Palmer: The escape is simply this. Here in the 
Washington case we have two parties, originally. 
149 The Court: I tell you what I think I am going 
to do. 

You are the plaintiff, aren’t you? I am going to grant 
your motion to suspend here as to all issues except those 
involving 4915, which were raised by the original suit be¬ 
fore Tinnerman became a party, grant your motion as to 
that, which will give New York precedence on that. 

I am going to grant the motion of Tinnerman to advance 
the case under 4915 for trial. 

I don’t see any need for a pretrial on that. So I will 
overrule the motion for pretrial, overrule the motion to 
enjoin the prosecution of the suit in New York. 

I am separating the issues, but I think you gentlemen 
did that. It is not my fault. 

Mr. Teare: Your Honor, may I suggest— 

The Court: I guess that leaves everybody unhappy, but 
I can’t help it. 

Mr. Palmer: It certainly does. It is certainly going to 
make a mess of things. 

The Court: You stipulate yourself out of it, if you can, 
but that is the state of this record. You chose this forum 
for 4915, and that is the place to decide it, under Supreme 
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Court decisions. When the new matters came in, New York 
had been chosen as a forum for that phase, and what I say 
gives effect to that. 

Mr. Teare: I raise a point of information. If we 

150 have a pre-advancement, you might say, of this case, 
would it be before the New York case normally would 

come on? 

The Court: That is something I can’t tell you. I have 
no way to tell you that I am not going to enjoin the New 
York court 

Mr. Teare: As to the first cause of action in New York, 
only as to the first cause? 

The Court: I imagine if it is going to be three weeks 
there you can get this tried here before. 

If you find it is coming on, you might bring that back 
again. You can make that motion to enjoin the prosecution 
in New York without prejudice to renewal. 

Mr. Teare: I am not sure that I am clear on that point. 
Does the Court mean we should wait to ascertain the notice 
from the clerk in New York? 

«The Court: Maybe you are right in that. Maybe in or¬ 
der to give effect to what I say—I guess I ought to enjoin 
them from prosecuting that 4915 in New York. 

Mr. Teare: That is the first cause of action. 

Mr. Palmer: Your Honor, it leaves the whole thing in 
the air, only multiplies everybody’s trouble. 

The Court: You put it in the air by bringing these suits. 
Mr. Palmer: In dividing the thing piecemeal fashion we 
are not going to get anything. 

151 The Court: Gentlemen, I am sorry, I am going to 
have to do it. 

Mr. Palmer: It is going to increase everybody’s expense. 
I have suggested a way out of it. 

The Court: If you gentlemen can agree, I think it is all 
right to do it, but I am deciding what I understand to be 
the law. If you ever got the courts around to the point 
where I can arbitrate contentions on the grounds of what 
is the expeditious method, and so forth, that is another 
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proposition, but I can’t see bow I can force this real party 
in interest, wbo is held by our court to be a real party in 
interest into another tribunal to determine a matter of 
vital interest to him when you first chose this forum. 

Mr. Palmer: In the New York court he insisted the Com¬ 
missioner of Patents be made a party. Now he wants it the 
other way. 

The court in New York said it is not necessary. 

The Court: Maybe you gentlemen better get Judge 
Bondy and me together and decide how to handle the whole 
matter. 

Mr. Palmer: If you suggest a way, I will be delighted to. 

The Court: We might be able to certify a Judge up there, 
or have him certify one down here and hear the whole thing 
together. That might be a sensible thing to do. 

See if you can work out a stipulation. If you gen- 
152 tlemen work out a stipulation, it is all right with me. 

I don’t see how I can do what you want me to do, 
that is the trouble. If you can show me your authorities, 
it is different, but you come back to the same proposition 
all the time. 

Mr. Palmer: But a workable arrangement, splitting both 
cases up in this way— 

The Court: You get Congress to write the law right. 
I have got under advisement now the most anomalous situa¬ 
tion you ever saw in your life, where Congress gave a man 
the right to go to the Court of Customs and Patent Ap¬ 
peals, let one party go over there. Then there was the right 
to come in here within six months. They get over there, 
then want to drive the man over here. Maybe it needs 
legislation to straighten it out. 

Mr. Palmer: Suppose we put it this way, leave the New 
York case as is alone, without enjoining the first cause of 
action, let the New York case at least he as is without com¬ 
plicating it, dividing it into all these fragments. 

The Court: I don’t see how that would be fair to him. 
This would be an empty victory. 
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Mr. Palmer: No, sir, it would not. We have a lot of 
diversity of opinions in different courts, and we can take 
this case up on appeal, eventually go to the Supreme Court. 
The Court: If you gentlemen can agree on that, but there 
comes a time when a Judge has to decide, and I don’t 

153 know any other thing to do than this. 

I think these are severable causes of action. I 
think they could be separated. They happen to be consoli¬ 
dated a little later on, but they could be separated. 

Mr. Palmer: Your Honor, may I make this suggestion? 
Let us analyze just what has happened here for a second. 

We have the New York case up there. You say you are 
going to enjoin the first cause of action. Then we are go¬ 
ing up there merely on infringing on the trademarks, on 
the trademarks involved in this proposition. Then we say 
those trademarks are invalid. Under those circumstances, 
if those trademarks are invalid, the Washington case also 
falls, so we are in Washington going through a futile ges¬ 
ture, spending a lot of money, utilizing the Court’s time. 

The Court: You are going on the proposition that case 
is going to be heard first. The 4915 may be heard first here. 
In that event, if you went up to New York with that issue 
all settled, if it has any pertinence, see. 

Mr. Palmer: No, I don’t follow that reasoning at all. 
I think it is sort of confusing and misleading. I know it is 
going to get us nowhere, Your Honor. 

The Court: I would much rather keep it all in one court, 
I would be perfectly frank with you, if you tell me how to 
do it. 

154 Mr. Palmer: The simplest way is this, let us hold 
up the New York action, or let us continue with the 

New York action, where everybody is. They are there, and 
we are there. 

The Court: That is giving you the forum that you want. 
That is like saying “Let me win my motion.” That isn’t 
by way of compromise. If it is going to make a mess, why 
don’t you select the forum where you first started? 
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Mr. Palmer: Let us put it this way, as a point of infor¬ 
mation. Assuming I withdraw the Washington case, would 
there be any prejudice with respect to the New York case 
under these circumstances? 

The Court: If you want to apply to this Court for per¬ 
mission to dismiss the case here without—dismiss the case 
here—you come right back to the same proposition. If you 
give me some answer to the Supreme Court decision, I will 
know what to do. 

Mr. Palmer: Suppose we hold this question up at least 
five days so I can look for some law. 

The Court: You are not going to try the New York case 
in the meantime? 

Mr. Palmer: No. This is merely on the reserve calendar. 
There is such a thing as a day to day calendar. That don’t 
collapse all of a sudden. 

The Court: You were supposed to get your law in 
155 here today. He has got an emergency here. 

Mr. Palmer: It is not that kind of an emergency. 

I can always agree with him— 

The Court: You make this agreement to continue the 
New York case an additional five or ten days, all right. 

Mr. Palmer: Oh, yes, correspondingly extended. I give 
my word of honor. | 

The Court: What I want to know is this. It is very 
plain and very clear, it seems to me, the Supreme Court of 
the United States has said, as I understand it, that where 
they are filed in two jurisdictions, the one who files a cause 
of action first, the jurisdiction in which it is first filed, is 
the one which will control. Am I not right about that? 

Mr. Teare: That is correct. 

The Court: If I let you— 

Mr. Palmer: Pardon me. Is that the Milwaukee case ? 

Mr. Teare: No, that is the Supreme Court case. 

The Court: He will give you the cases. They have de¬ 
cided that. You chose this forum. You are the one who 
chose it, see, brought that issue in here, and that issue in¬ 
volves—I mean that is a choice under that decision, see? 
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Now, I divest this Court of jurisdiction as to the other mat¬ 
ters of infringement between the two, but why should you 
get the right, having made your choice, and the other 

156 party having wanted to hold you to your choice, to 
divest this Court, see, of the jurisdiction you chose 

as to that one particular point? 

That is the line of reasoning I am following. If you 
can answer me on the Supreme Court case, I will be very 
happy. I will be perfectly frank with you, I don’t want, I 
think it is ridiculous to want the Court to decide one point 
here and one in another court. I think it is ridiculous, but 
I don’t know how to leave it. You have got two separate 
suits that possibly could be joined. They don’t have to be, 
see, then just like— 

Mr. Palmer: They are essentially one, Your Honor. It 
is all based on this registration. 

The Court: 4915 is different from your infringement, 
though. 

Mr. Palmer: They are very closely parallel. 

The Court: You would have a perfect right to file a suit 
under 4915 here, and leave out your infringement. Then 
you would have had a right to go to New York on your in¬ 
fringement. 

Mr. Palmer: Invalidity, Your Honor. I am calling for 
invalidity. He is calling for infringement. 

Mr. Teare: He isn’t. He is calling for infringement, too. 
The Court: In separate suits. You would have a 

157 right to come here, then have a right to go up there 
on that other one. I know they all happen to be in 

the one case. 

Mr. Palmer: All essentially predicated on the same 
basis. 

The Court: What you would normally do, if you had to 
select those two forums would be to get the one that had 
the stem, do you see, first. That is what we are trying to 
do here. 

Mr. Palmer: WThen that selection was made, they were 
not even present. 
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The Court: I will give you five days before you present 
the order to meet that one proposition. Present your order 
not before five days, and then, in the meantime, if you run 
into any danger in New York, let me know. 

Of course if you gentlemen, I will be very glad to have 
you work out any kind of stipulation you want on it on jur¬ 
isdiction. 

It certainly does seem to be an unfortunate thing I am 
doing. I don’t know how we can stop it. 

Mr. Palmer: Why don’t let we let the Commissioner be 
the arbitrator here? 

The Court: You gentlemen will have to draw up an 
agreement of arbitration. I am afraid I can’t do that. 

Mr. Palmer: I think they ought to have some say in the 
matter. It may be it would be to the convenience of 

158 the Patent Office. 

The Court: All these dilemmas you are talking 
about the courts are getting in may get the legislation 
straightened out. I think that is where the root of your 
trouble is. Why this situation should obtain is utterly be¬ 
yond me. Talk about a foot race, we get ahead of them, 
they get ahead of us, then their Court of Appeals, then our 
Court of Appeals. You just have a foolish situation. 
Maybe if I make it foolish enough the Congress will do 
something about it. 

I am sorry, gentlemen, I don’t know any other way out. 

159 Washington, D. C., 

Tuesday, November 18, 1947. 

The above-entitled action came on for hearing before 
the Hon. Bolitha J. Laws, Chief Justice, atl0:00 o’clock a.m. 

160 PROCEEDINGS 

The Court: All right, gentlemen. 

Mr. Palmer: If Your Honor please, this is a motion to 
stay the proceedings set for tomorrow in this case, in view 





















74 


of the appeal taken from Your Honor’s injunction handed 
down November 3. 

The notice of appeal was filed approximately Novem¬ 
ber 6. 

The petition for removing the injunction was filed in the 
Court of Appeals November 6. 

There was also a notice of intention to file a special appeal 
November 7 or 8, also directed to the preference with re¬ 
spect to this case under 4915. 

The petition with respect to the notice for the allowance 
of a special appeal was filed in the Court of Appeals yes¬ 
terday with the Clerk, directed both to the preference 
granted in this case under the 4915 issue, and also with re¬ 
spect to the injunction enjoining us from the New York 
action. 

Furthermore, the date of November 19, the date of the 
trial, was set without my knowledge, without any courtesy 
to me, whether or not that would be agreeable, or be in con¬ 
flict with my program, or whether or not my witnesses 
would be available. 

At the present time my witnesses are not available. The 
chief and leading witnesses, the two people that own 
161 the entire business are now in Florida. One is re¬ 
cuperating from an illness. I did not know of this 
ten days ago. I have an affidavit here from the doctor stat¬ 
ing this man should not be put under a mental or emotional 
strain at the present time. 

Furthermore, I have had no chance to contact these peo¬ 
ple or confer with them with respect to the policy of this 
trial set for tomorrow. 

Moreover, certain exhibits ordered from the Patent Office 
are not available at the present time. They have been or¬ 
dered but not received. These exhibits are pertinent and 
important to the expeditious prosecution of this case. 

Moreover, the case has been arbitrarily set for a time 
which is most prejudicial to me. The opponent for the other 
side has seen to it that they kept me pretty busy during this 
week. He filed a certain motion in the New York Court to 


75 


stay the proceedings there under the second cause of action 
which includes the motion for a declaratory judgment. That 
is our motion. That action in New York calls for money 
damages and accounting. The declaratory judgment fur¬ 
ther calls for the invalidity with respect to the trademarks 
owned by the opposer. 

The Court: I remember that. I read it all the way 
through while I was up in New York, read all those plead¬ 
ings, and I read the Judge’s opinion. I went up there 

162 on another mission, and while I was there I read 
them, so I am familiar with them. 

Mr. Palmer: If the second cause of action with respect 
to the invalidity is adjudicated, then this 4915 proceeding, 
which the least important, is mere detail to the right of the 
Patent Office to register. That is all it is, is a suit against 
the Patent Office. It doesn’t make any difference to us 
whether we win or lose that proceeding. We can still carry 
on business. We can still use that mark. All it is is how 
soon may we be able to get the registration? That is the 
only question involved here. 

The Court: When is this case set in New York? 

Mr. Palmer: I have a statement here it is 40th on the 
list. That was ten days ago, on the motion to stay the 
proceedings, and he said, “Your Honor, this is a motion to 
postpone a trial in this case which is No. 40 on the day cal¬ 
endar this morning.” 

That was ten days ago. The New Yorker calendaf 
moves very slowly. 

The Court: Won’t you need this Florida man in that? 

Mr. Palmer: I will have to have him, but the case in New 
York won’t come up before December 15 or 20. They are 
bogged when they get to the top of the calendar. 

The Court: Are you willing to stay it until then? 

Mr. Palmer: When? 

163 The Court: December 15. 

Mr. Palmer: This case here? 

The Court: No, New York. 

Mr. Palmer: Yes, by all means. 
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The Court: On the basis of that you can bring your man 
up here from Florida the first week in December. 

Mr. Palmer: I will be glad to. I have no hesitancy to 
going to trial in the case at once. 

The Court: Any objection? 

Mr. Teare: If the Court please, we are having our semi¬ 
annual civil action trial calendar in Cleveland and I have 
one case to try, and one that I think I perhaps can get post¬ 
poned. The case that will be tried will probably be tried 
the 12th. That is the last day of the calendar; that is a 
Friday, and that might go over till the following week. 

The Court: The 12th of December? 

Mr. Teare: Yes, Your Honor. 

The Court: I was trying to fix it, with Mr. Palmer’s con¬ 
sent, that this cause of action in New York, the second cause 
of action, which relates to a common-law right to the use of 
the name, isn’t that right? 

Mr. Teare: There are two points in there. 

The Court: We know what we are talking about, the 
second cause of action. If he stipulates with you and 
164 arranges with the Court that that shall not be called 
at least before the 15th of December, what I wanted 
to ask you is. Have you any objection to trying this case the 
first week in December, the one here? 

Mr. Palmer: May I make a suggestion, Your Honor? 

You see this question is up before the Court of Appeals. 

The Court: I understand that, if the Court of Appeals 
stops me. I am talking about what I can do. What they 
do— 

Mr. Palmer: I think it should be deferred until at least 
December 15. 

The Court: I don’t know. The way I look at this matter, 
and the reason I advanced it was to let that 4915 brought 
here first be tried here, and I think it is fair that that, 
which may have a pertinancy to the other proceeding, should 
be adjudicated. 

1 Mr. Palmer: It has no pertinancy to the other case. 
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The Court: It may have. 

Mr. Teare: We dispute that. 

The Court: Of course you dispute it. If the Court of 
Appeals stops me, all right. Until it does I want to prevail 
in that position. I want to be fair with your sick client. 
That is another proposition. 

Mr. Teare: We are in agreement on that. I do not think 
we should hold this hearing while the witness is ill. We 
would agree to a postponement on that ground. 

165 The Court: Suppose I grant this motion that the 
continuance be— 

_ V 

Mr. Teare: May I suggest this, rather than fix a date 
in this Court, in view of our willingness tu cooperate here, 
wouldn’t it be in order for Mr. Palmer to agree to put off 
the New York hearing until after this case is heard? Then 
we will have this case heard in a way that will not conflict 
with counsels’ other commitments. 

Mr. Palmer: How about the Court of Appeals ruling? 

The Court: You can put that in there. If the Court of 
Appeals says I am wrong about advancing it and enjoining 
you, I have to obey the Court of Appeals. I haven’t dis¬ 
obeyed it yet, consciously. 

Mr. Teare: As a practical matter we will stipulate that 
trial in the New York case may be deferred until the trial 
here on the 4915 is completed. 

Mr. Palmer: Subject to the decision of the Court of 
Appeals. 

The Court: Subject to the decision of the Court of Ap¬ 
peals, of course. 

Mr. Teare: That is agreeable. 

Mr. Palmer: That is agreeable. 

The Court: I don’t know about the New York calendar, 
whether they will follow your stipulation or not. 

Mr. Palmer: I would call that to Judge Knox’s atten¬ 
tion. 

The Court: All right, I think if you will do that, 
then. 


166 
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Mr. Teare: We have another motion. I presume Mr. 
Palmer will agree to it. He hasn’t filed any brief in op¬ 
position to it. It is asking that the record at the Patent 
Office be admitted here. It seems under 4915 that is ad¬ 
missible by motion, at least a motion should be filed to use 
the record here. I have never known of a case where it is 
opposed. I do know in this case the complaint proffers the 
plaintiff’s record in the Patent Office, and I do know under 
the new Federal Rules we have a right to use depositions 
taken in a previous case between the same parties, so that 
motion is up for Your Honor’s consideration. 

The Court: Is that before me? 

Mr. Teare: Yes, sir. 

The Court: Any objection? 

Mr. Palmer: Yes, there is no need of having the exhibits 
in the custody of this Court at the present time. They will 
always be available, because they are in the Patent Office. 
We don’t know for sure whether this Court has jurisdiction. 
Maybe the Court of Appeals will decide against Your 
Honor. Therefore, the exhibits really should be in New 
York. 

The Court: The motion in effect is they be produced 
here at the time of trial. 

167 Mr. Palmer: If that is all, I agree to that, but 
remain in the custody of the Patent Office. 

The Court: I will sign the order that as of the time the 
trial begins here they will be produced. 

Mr. Teare: That will be satisfactory. 

Mr. Palmer: With the further proviso those exhibits 
if needed in New York may be taken to New York, too. 

The Court: I can’t order that. 

Mr. Palmer: That is essential in those proceedings. 

The Court: That isn’t before me. I have learned long 
ago to pass only on motions before me. I can’t pass on that. 

Your order had better be that I am not staying this be¬ 
cause of the appeal. I guess I better deny it on that ground. 
I am staying it because of the inability of the witness. You 
know how to draw the order. 
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I have got to dispose of the motion to stay the trial be¬ 
cause of the appeal. I will stay the trial— 

Mr. Teare: We will draft the order and submit it to the 
Court. 

The Court: I have got to get the motion categorically 
disposed of. 


170 Filed Dec 18 1947 

United States District Court, Southern District of New 

York. 

! 

Civil Action, No. 38-662. 

Speed Products Co., Inc., Plaintiff , 

v. 

Tinnerman Products, Inc., Defendant. 

Motion by Defendant to Settle Status of This Case on the 
Calendar and for Immediate Hearing on Plaintiffs Mo¬ 
tion for Preliminary Injunction 

I 

Defendant Tinnerman Products, Inc. hereby moves that 
the status of this case on the calendar be determined at 
this time and that at the same time argument be heard on 
plaintiff’s motion for preliminary injunction, for which no¬ 
tice of hearing was given defendant for Friday, November 
28,1947, at 10:30 A. M. 

Respectfully submitted, 

Tinnerman Products, Inc., 

By Darby & Darby 

Attorneys for Defendant. 

Dated: New York, N. Y., November 26, 1947. 
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171 ' Filed Dec 181947 

Affidavit of Floyd H. Crews 

State of New York, 

County of New York, ss: 

Floyd H. Crews, being first duly sworn, deposes and says: 

I am a member of the firm of Darby & Darby, attorneys 
for the defendant in this action. 

Effective November 4,1947, Chief Judge Bolitha J. Laws 
of the United States District Court for the District of Co¬ 
lumbia issued an injunction restraining the plaintiff Speed 
Products Co., Inc. from proceeding in this case with the 
issue arising out of the R. S. 4915 action. A copy of said 
injunction is on file in this Court as a part of defendant’s 
motion for postponement of the trial, which was heard by 
Judge Knox on November 10,1947. Judge Knox denied the 
motion. 

172 Since Judge Knox denied said motion, plaintiff 
Speed Products Co., Inc. has filed a notice of inten¬ 
tion to apply for allowance of an appeal from Judge Law’s 
injunction to the Court of Appeals of the District of Co¬ 
lumbia and also filed a motion in the District Court for the 
District of Columbia for postponement of the trial of the 
Washington case pending decision of the District of Co¬ 
lumbia Court of Appeals on such appeal. That motion »was 
denied by Chief Judge Laws, but at the same time he post¬ 
poned the trial of the Washington case for two months on 
an affidavit filed on behalf of the plaintiff Speed Products 
Co., Inc., that a witness was unavailable and on the promise 
of plaintiff’s attorney in open court to enter into a stipula¬ 
tion that the trial of this case in New York would be de¬ 
ferred until after the Washington court should have tried 
the 4915 action there. 

A certified copy of Judge Laws’s order, dated November 
18,1947, is attached hereto and marked “Exhibit A”. 
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A copy of the stipulation which was entered into pursuant 
to such order is attached hereto and marked “Exhibit B”. 

Floyd H. Crews 

> 

Sworn to and subscribed before me this 26th day of No¬ 
vember, 1947. 

Eileen Lamerson 
Notary Public. 

173 Filed Dec 18 1947 

Exhibit A 

Filed Nov 19 1947 Harry M. Hull, Clerk 

In the District Court of the United States for the 
District of Columbia 

Civil Action No. 37,630 

A True Copy 
Test: 11-24-47 
Harry M. Hull, Clerk 

By: Jane E. Bangs, Deputy Clerk (Seal) 

Speed Products Co., Inc., Plaintiff, 

v. 

Lawrence C. Kingsland, Commissioner of Patents, 

Defendant , 

v. 

Tinnerman Products, Inc., Intervenor. 

Order 


Upon consideration of the Motion by Plaintiff to stay 
trial now set for November 19, 1947 in this Court pending 
decision by the Court of Appeals pursuant to Notice of In¬ 
tention To Apply For Allowance of Special Appeal, and 
after hearing thereon: 


mm 
















82 


It is Ordered: 

(1) That the Motion be denied. 

(2) That in view of an affidavit filed at the time of the 
hearing in behalf of Plaintiff, stating the unavailability of 
the witness Jack Linsky because of illness, and in view of 
a statement made in open Court at the hearing, wherein 
counsel for Plaintiff agreed to enter into a stipulation with 
counsel for Intervenor for presentation to the United 
States District Court for the Southern District of New 
York in the pending action entitled Speed Products Com¬ 
pany, Inc., vs. Tinnerman Products, Inc., Civil Action No. 
38662 consenting to a deferment of the trial in said New 
York action until after this court shall have tried the action 
based on R. S. Sec. 4915, the hearing now set for November 
19, 1947 shall be postponed to January 19, 1948 at 10:00 
A.M. 

Bolitha J. Laws /s/ 

Chief Justice, U. S. District 
Court 

November 18,1947 
Approved as to Form: 

Attorney for Speed Products Co., Inc. 

W. W. Cochran 

Attorney for Commissioner of Patents 

Albert R. Teare 
H. G. Lombard 

Attorneys for Tinnerman Products, Inc. 

Service of a copy of this order is hereby acknowledged. 

C M Palmer 
11/18/47 
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Filed Dec 18 1947 

Exhibit B 


In the United States District Court for the Southern 

District of New York 

Civil Action No. 38,662 

Speed Products Co., Inc., Plaintiff , 

v. 

Tinnerman Products, Inc., Defendant. 

Stipulation. 

It is hereby stipulated by and between counsel for the 
respective parties that the trial as to the second cause of 
action in this case shall, subject to the decisions by the 
Court of Appeals for the District of Columbia in Appeal 
No. 9692 and Appeal No. 9700 from Orders dated Novem¬ 
ber 3, 1947 in the U. S. District Court of the District of 
Columbia, be deferred until after the trial in said Wash¬ 
ington case directed to the controversy under R. S. 4915 
therein has been completed. 

(Signed) C. M. Palmer 
Attorney for Plaintiff 

(Signed) Albert R. Teare 
Attorney for Defendant 

Opinion. 

175 Filed Dec 18 1947 

I 

United States District Court, Southern District of 

New York 

Civil Action No. 38,662 I 

Speed Products Company, Inc., Plaintiff, 

v. 

Tinnerman Products, Inc., Defendant. 

So long as the stipulation made between C. M. Palmer, 
acting on behalf of plaintiff, and Albert R. Teare, 



November 19,1947. 
November 20, 1947. 
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senting defendant, and which bears the dates of November 
19 and November 20, 1947, is in force and effect, the trial 
of the within entitled action will be deferred. If plaintiff 
wishes to press its motion for a preliminary injunction, the 
same should be made returnable in the General Motion 
Term of the Court. 

Jno. C. Knox 

11/28/47 District Judge 

176 Filed Dec 18 1947 

United States District Court, Southern District of 

New York 

Civil Action No. 38-662 

Speed Products Company, Inc., Plaintiff , 

v. 

Tinnerman Products, Inc., Defendant. 

Motion to Restore Case to Calendar 

Take notice Plaintiff will move at 10.30 A. M. Friday, 
December 5, 1947 before Judge Knox, Room 1106 Federal 
Court House, Foley Square, New York, N. Y. to restore the 
above case to the top of the Non-Jury Day Calendar for 
Trial or in the alternative to enjoin both Plaintiff and De¬ 
fendant from proceeding further with either New York or 
Washington cases pending final decision of this Court upon 
motion for preliminary injunction by Plaintiff, the motion 
papers of which were served on Defendant on November 24, 
1947, or by Court of Appeals if appeal be filed, provided 
that said motion and appeal be promptly pressed for de¬ 
cision. 

Harry Price 
420 Lexington Ave., 

Charles M. Palmer New York 17, N. Y. 

Of Counsel 

December 3, 1947. 
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177 Filed Dec 18 1947 

Affidavit 

State of New York, County of New York, ss.: 

Harry Price, being duly sworn deposes and says that he 
is attorney of record for Plaintiff and Charles M. Palmer 
is his counsel. On November 10,1947 he argued a calendar 
motion in the above case before Judge Knox and at said 
argument requested a preference because of urgent need 
of plaintiff to be relieved of threat of infringement and lia¬ 
bility of claim by defendant for damages and profits. The 
claim was obviously devoid of merit since Plaintiff has 
been selling stapling machines in stationery and business 
equipment field under trade-mark “Speed” continuously 
since 1926 without confusion with Defendant’s nuts for 
bolts in the hardware field. Judge Knox indicated a pref¬ 
erence could not be had because of the absence of three 
Judges. 

178 On Friday November 21, 1947 Floyd Crews at¬ 
torney for Tinnerman telephoned deponent and re¬ 
quested deponent join him in removing present case from 
calendar pursuant to an alleged stipulation signed in 
Washington by Palmer and Teare attorney for Tinner- 
man. Deponent informed Mr. Floyd Crews that the stipu¬ 
lation was disavowed and not in effect and that deponent 
would oppose taking case off calendar pursuant to stipu¬ 
lation. 

Instead of making a motion to enforce the stipulation 
which would give Deponent an opportunity to place before 
the Court all the facts—upon information and belief Tin¬ 
nerman ’s attorneys caused the stipulation to be filed ex 
parte and without notice and acted on by the Calendar 
Commissioner as if all parties had approved thereof on 
Monday November 24, 1947. 

Deponent first learned of this by notice in Law Journal 
of November 25, 1947 and Mr. Crews admitted in subse¬ 
quent telephone conversation on November 25, 1947 both 
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lie and Mr. Teare knew that the stipulation had been ques¬ 
tioned before they caused it to be filed ex parte and without 
notice. 

To date deponent has not been served with any copy of 
Judge Knox’s order on said stipulation. 

Upon information and belief there was an agreement 
made in Washington to the effect that both New York and 
Washington cases would be held up pending decision of 
Court of Appeals and if Court of Appeals did not rule 
against Justice Laws in Washington, Washington 

179 case could go on first. However, Tinnemian has 
completely disavowed and violated the Washington 

part of the agreement, while unfairly trying to enforce the 
New York part of the agreement by ex parte and without 
notice filing of said stipulation on November 24, 1947. 

Harry Price 

Sworn and subscribed to before me, this 3 day of De¬ 
cember, 1947. 

Margaret Fellenstein 
Notary Public in the State of New York 
Residing in Bronx County 
Bronx Co. Clk’s No. 172, Reg. No. 313-F-9 
New York’s Co. Clk’s No. 973, Reg. No. 875-F-9 
Commission Expires March 30, 1949 
• *••••••** 

180 Filed Dec 18 1947 

Affidavit 

State of New York, County of New York , ss: 

Charles M. Palmer, being duly sworn, deposes and says: 
I am of counsel for Plaintiff in this suit and attorney of 
record in the Washington suit. 

The stipulation which was signed by myself in Wash¬ 
ington dated November 19, 1947 and which upon informa¬ 
tion flTid belief was filed in this Court on November 24,1947 


i 
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ex parte and without notice to Harry Price the attorney of 
record or myself—which both Mr. Albert Teare of Cleve¬ 
land and Mr. Floyd Crews of New York attorneys for De¬ 
fendant were previously notified was no longer in effect— 
was part of an overall agreement which was to be entered 
into as a result of a hearing before Mr. Justice Bolitha 
Laws on November 18,1947. 

181 Mr. Teare attorney for Defendant has already 
completely disavowed and violated the agreement ^s 

it affects postponement of the Washington part of the case 
and the stipulation was only signed by myself in Washing¬ 
ton upon representations and statements which were not 
correct. 

Therefore, while Tinnerman’s attorneys have violated 
and disavowed their part of the bargain as far as concerns 
the Washington case—which in turn invalidated the New 
York case stipulation—they nevertheless ex parte, with full 
knowledge and without notice took advantage of the NeW 
York stipulation by filing the same on November 24, 1947. 

The R. S. 4915 part of the present suit was set to go on 
trial in Washington on November 19, 1947 after Plaintiff 
herein has been put under injunction not to try the 49x5 
action in New York on November 3, 1947. The trial how¬ 
ever, as to the infringement issues was set to take place 
in the New York Court and the proceedings as to these 
issues was suspended in Washington also by order signed 
on November 3, 1947. 

Petitions of appeal were promptly filed in Washington 
on November 7, 1947 and motions to stay the Washington 
trial were made, the hearings on which were had on No¬ 
vember 18, 1947. 

182 In the meanwhile Tinnerman made a motion to 
postpone before Judge Knox on November 10, 1947. 

Judge Bondy had already ruled on motion by Tinnerman 
on March 27, 1947 (73 U. S. P. Q. 181) that since the N^w 
York case started first it was entitled to priority and sii^ce 
Plaintiff had its principal place of business in New Yojrk 



and Tinnerman also had a place of business in New York— 
while neither had places of business in Washington—New 
York would be the most convenient forum. 

Before Judge Knox on November 10, 1947, Tinnerman’s 
attorneys urged that both parts of the case should be tried 
together in spite of the fact that they are doing everything 
in Washington to cause separate trials, one in Washington 
under R. S. 4915 and the other in New York as to the in¬ 
fringement issues. N 

Judge Knox on or about November 17, 1947 denied Tin¬ 
nerman’s motion to postpone following Judge Bondy’s 
prior decision. 

1 At the hearing before Mr. Justice Laws on November 18, 
1947 Plaintiff, Speed Products Co., Inc. moved to stay trial 
set for November 19, 1947 upon ground that principal wit¬ 
ness for Plaintiff was ill and also on the ground of appeal. 
Judge Laws denied latter motion and stayed trial until 
December 4, 1947 on former ground which would have 
caused trial in Washington as to R. S. 4915 before the case 
would be reached in New York for trial. 

183 Tired and weary of the continuous manoeuvering 
on part of Tinnerman, Deponent suggested then in 
open Court that the Washington case could go on trial first 
followed by New York case subject to Court of Appeals 
decision. That is if Court of Appeals ruled against Plain¬ 
tiff’s appeal he was willing to stipulate Washington 4915 
should go on before the New York without all the jockey¬ 
ing. This was agreed to by Mr. Teare attorney for Tinner¬ 
man and justice Laws indicated parties should agree upon 
an order. Mr. Teare specifically stated that “We (Palmer 
and Teare) will draft the order and submit it to the Court”. 

The colloquy in Court before Judge Laws particularly 
bearing on this agreement reads as follows : 

“Mr. Teare: May I suggest this, rather than fix a date 
in this Court, in view of our willingness to cooperate here, 
wouldn’t it be in order for Mr. Palmer to agree to put off 
the New York hearing until after this case is heard? 
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Mr. Palmer: How about the Court of Appeals ruling? 

The Court: You can put that in there. If the Court of 
Appeals says I am wrong about advancing it and enjoining 
you, I have to obey the Court of Appeals. I haven’t dis¬ 
obeyed it yet, consciously. 

Mr. Teare: As a practical matter we will stipulate that 
trial in the New York case may be deferred until the trial 
here on the 4915 is completed. 

Mr. Palmer: Subject to the decision of the Court of 
Appeals. 

The Court: Subject to the decision of the Court of Ap¬ 
peals, of course. 

Mr. Teare: That is agreeable. 

Mr. Palmer: That is agreeable. 

The Court: I don’t know about the New York calendar, 
whether they will follow your stipulation or not. 

Mr. Palmer: I would call that to Judge Knox’s atten¬ 
tion.” 

184 Later that same day on November 18, 1947, de¬ 
ponent came to office of Mr. Teare’s local counsel 
in Washington and was presented with a proposed order 
which was not in accordance with the above understanding 
and deponent objected to it. However, Mr. Teare requested 
that deponent should at least acknowledge service which 
deponent did. 

Deponent indicated he would meet again with Tinner- 
man’s attorney the next day. 

In the meanwhile however, unknown to deponent, and 
without two days notice of settlement and in violation of 
the agreement and stipulation, Tinnerman’s attorney 
rushed the objectionable order over to Justice Laws—as if 
it was the order agreed upon—apparently representing de¬ 
ponent’s signature stood for deponent’s agreement,to order 
and not a mere acknowledgment of service. This was done 
without notice of settlement and then Mr. Teare quickly 
got out of Washington that evening back to Cleveland. 

A copy of this order was presented to Judge Knox at 
the argument on Friday, November 28, 1947 and it will be 
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noted that the order was prepared and signed on Novem¬ 
ber 18, 1947 obviously without 2 days Notice of Settlement 
and that Tinnerman’s attorney significantly left out all 
reference to the fact that the entire matter was subject to 
the Court of Appeals decision pursuant to agreement 
reached in open Court and it attempts to incorporate by 
reference only part of the agreement in Open Court bind¬ 
ing on deponent leaving out what was binding upon Tinner- 
man. 

185 On going to the office of Tinnerman’s attorney on 
November 19, 1947—still under the belief that the 
order was not filed—deponent found Teare had left but 
was presented with a stipulation which appeared to be in 
accordance with the agreement as to the New York case 
and he was given to understand that a new order would be 
prepared to delay the Washington case until the appeal was 
heard. 

It was suggested that the Washington appeals could be 
decided with cooperation of the parties before January 19, 
1948 since appeals are usually given preferred hearing and 
to accommodate Tinnerman’s convenience a stipulation was 
also signed setting the trial down for January 19, 1948. It 
was understood however, that the trial would not take 
place in Washington until after the appeal was decided. 

It was on November 20, 1947 that deponent found out 
that he signed said stipulation under a misrepresentation 
to the effect that no order had been entered. He immedi¬ 
ately wrote the Judge as follows: 

“The order submitted by the attorneys for Tinnerman 
did not embody the limitation agreed to at the hearing 
before Your Honor on November 18, 1947 on the motion 
to stay the Washington trial, namely that deferment of the 
trial in ^the New York case shall be subject to decision by 
the U. S. Court of Appeals for the District of Columbia in 
connection with Appeals 9692 and 9700.” 

and a copy was given to Tinnerman’s attorney. Deponent 
was informed at the Judge’s Chambers that nothing could 
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be done in the absence of Tinnerman’s attorney Teare. 
Thereafter upon long distance call to Teare in Cleveland, 
Teare indicated he intended to stick to his violation of the 
agreement and to disavow the agreement made with de¬ 
ponent as to the Washington postponement. 

186 At this telephone conversation as well as by tele¬ 
gram on November 22, 1947, Teare was notified that 

the New York stipulation therefore was not in effect and 
his New York associate upon information and belief was 
notified by telephone, on November 21,1947 by Harry Price 
attorney in this case. 

Nevertheless, upon information and belief—well realiz¬ 
ing that said stipulation was no longer in effect—such stip¬ 
ulation was taken by or in behalf of Tinnerman on Monday, 
November 24,1947 to Calendar Commissioner and ex parte 
and without notice used to take the present case off the 
Calendar. 

And instead of cooperating to expedite the appeals Teare 
in accordance with the understanding is now attempting 
in Washington to do everything to stall, delay and prevent 
the appeals and is arguing that Plaintiff should be denied 
appeal because of the very stipulation which provided that 
the Court of Appeals should pass on this matter. On No¬ 
vember 22, 1947 Tinnerman presented this argument to the 
Court of Appeals. 

It is not the desire of the deponent to follow the example 
previously set of taking unfair advantage of an opponent 
but it is his intention to pursue the motion for preliminary 
injunction in this Court and if unsuccessful to appeal the 
same, since apparently it is more readily possible to secure 
prompt decision on the matter in this District and Circuit 
than according to the rather involved procedure necessary 
in the District of Columbia. 

187 To compel Plaintiff to go through two trials involv¬ 
ing one away from its place of business in Washing! 

ton and to move witnesses and records there is an almost 
intolerable burden. Plaintiff feels that a decision by th^ 
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Circuit Court of Appeals certainly would be warranted to 
resolve this most confusing situation and the conflict be¬ 
tween Judge Bondy and Justice Laws. 

Charles M. Palmer 

Sworn and subscribed to before me, this 3rd day of De¬ 
cember, 1947. 

Margaret F ellen stein 
Notary Public in the State of New York 
Residing in Bronx County 
Bronx Co. Clk’s No. 178, Reg. No. 313-F-9 
New York Co. Clk’s No. 973, Reg. No. 875-F-9 
Commission Expires March 30, 1949 
**•*••**•# 

188 Filed Dec 18 1947 

Affidavit of Floyd H. Crews in Opposition to Plaintiffs 
Motion to Restore Case to Calendar 

State of New York, County of New York, ss.: 

Floyd H. Crews, being first duly sworn, deposes and says: 
I am a member of the firm of Darby & Darby, attorneys 
for defendant in this action. 

This affidavit is made on information and belief, except 
as to matters stated to be within my own knowledge or as 
to matters of Court record. 

1 After being served with this motion and the accompany¬ 
ing affidavits made by Messrs. Harry Price and Charles M. 
Palmer, on December 4, 1947,1 called Mr. Albert R. Teare 
on the telephone in Cleveland and read significant portions 
of those affidavits to him. Mr. Teare informed me that it 
w'as impossible for him to be in New T York on Friday, De¬ 
cember 5th, for this hearing. He informed me, further, 
that both he and his Washington associate will be 

189 most willing to file affidavits, if the Court desires 
and will allow them time within which to do so before 

deciding the present motion. He also gave me the informa- 
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tion stated below in answer to specific portions of the affi- 1 
davits filed by plaintiff. 

On page 2 of Mr. Price’s affidavit, he makes the state¬ 
ment that both Mr. Teare and I knew that the stipulation 
in this case, signed on November 19 and November 20,1947, 
by Messrs. Palmer and Teare, respectively, had been ques¬ 
tioned before it was filed in this Court. No one made any 
statement to me or gave me any information that this stip¬ 
ulation was questioned prior to my receipt of a letter from 
Mr. Price, which was received on November 26th, five days 
after the stipulation was filed on November 21st. Mr. 
Price’s statement to me on November 21st, before the stipJ 
ulation was filed, was that he repudiated the stipulation and 
that it could not bind him because he was the attorney o^ 
record in this case and Mr. Palmer, who signed the stipula¬ 
tion, was not an attorney of record in this case. 

On November 22nd Mr. Teare received a telegram from 
Mr. Palmer reading as follows: 

“re speed products versus tinnerman have not been 

ABLE TO OBTAIN APPROVAL OP HARRY PRICE TO STIPULATION 
NOVEMBER 19, 1947 NEW YORK CASE 38662 AND CANNOT NOW 

ENTER INTO SUCH STIPULATION. ’ ’ 

It thus clearly appears that, at least as late as Novembe^ 
22nd, plaintiff’s attorneys planned to repudiate this stipuf 
lation on the theory that Mr. Palmer’s signature would no}; 
be honored by this Court and that the suggestion in th^ 
affidavits of Messrs. Price and Palmer, that there was som^ 
misunderstanding in Washington, is an afterthought. That 
this was actually the case, is completely confirmed 
190 by the fact—which Mr. Tears informed me over the 
telephone—that the stipulation as signed was drafteq 
by Mr. Palmer and was signed by Mr. Teare in Cleveland 
on November 20th in the form in which he received it frorii 
Mr. Palmer, whose signature bears the date of November 
19th. 

With respect to Mr. Palmer’s affidavit, I am informed 
by Mr. Teare that since the hearing in this case beforp 
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Judge Knox, on November 28th, Mr. Palmer has filed a 
paper (I think Mr. Teare said it was a “brief”) in the 
Washington case, in which he made the flat statement that 
no stipulation had been entered into between the parties in 
the New York case. This indicates clearly that Mr. Pal¬ 
mer’s affidavit must be taken subject to any mental reser¬ 
vations, or personal interpretation of the facts, rather than 
at its face value. 

Contrary to the statement made on page 2 of Mr. Pal¬ 
mer’s affidavit, Mr. Teare informs me that no representa¬ 
tions or statements were made in Washington by anyone 
on behalf of Tinnerman which were not correct. 

On page 3 of Mr. Palmer’s affidavit, he states that Tin¬ 
nerman ’s attorneys are doing everything in Washington to 
cause separate trials. Mr. Teare informs me that this 
statement is incorrect and that he has done nothing in 
Washington to cause a separate trial. He informs me that 
Mr. Palmer brought the motion in Washington to suspend 
the hearing in the Washington case and that the motion 
was to suspend the entire case. He further informs me 
that it was Judge Laws who decided that the 4915 action 
should be tried first in Washington, because it was filed 
there first, and that he would, therefore, issue an injunc¬ 
tion against the prosecution of the 4915 action in New 
York; and that it was Judge Laws who decided that 
191 he would not enjoin the prosecution of the declara¬ 
tory judgment trade-mark suit in New York, because 
the New York case was filed prior to the time Tinnerman 
intervened in the Washington action and filed its counter¬ 
claim for trade-mark infringement. Mr. Teare informs me 
that he has done nothing to cause separate trials in Wash¬ 
ington. 

At the bottom of page 3 of Mr. Palmer’s affidavit, he 
makes the statement that Judge Laws stayed the trial in 
the Washington case until December 4, 1947. Mr. Teare 
informs me that this is incorrect. The date of December 
4th was mentioned, by Judge Laws or by the attorneys, but 
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because of conflicting engagements of counsel, Judge Laws 
did not set any date until he signed the order postponing 
the trial of the Washington case until January 19, 19481 
which date was agreed to between counsel, who then 
checked with the Court and found the date was available 
on the Court’s calendar. From the colloquy before the 
Court, quoted on page 4 of Mr. Palmer’s affidavit, it clearty 
appears that Mr. Teare is correct in this statement thal 
Judge Laws did not stay the trial until December 4th. Hac 
it not been for Mr. Palmer’s motion, argued in Washingtoi 
on November 18,1947, to postpone the trial—which was thei 
scheduled for the next day, November 19, 1947—that 
would now have been completed. Mr. Palmer is trying tc 
take advantage of his sick witness to continue his maneu¬ 
vering which has been going on for several* months. 

At the top of page 4 of Mr. Palmer’s affidavit, he states 
that he is tired and weary of the continuous maneuvering 
on the part of Tinnerman. This is not a case where the 
opposing parties filed their actions in different 
192 courts. The actions in both the Washington and 
New York courts were filed by Speed Products, au 
the Washington action was filed first. 

On page 5 of Mr. Palmer’s affidavit, he states that Judg6 
Laws’s order was presented to the Court with the apparenj; 
representation that his (Mr. Palmer’s) signature stood fof 
his agreement to the order and not a mere acknowledgment 
of service. No such representation was made to the Court^ 

He states, further down on page 5, that the order wal> 
prepared and signed on November 18, 1947. I have beeh 
informed over the telephone by Miss Connell, assistant 
motions clerk of the District Court of the United Stated 
for the District of Columbia, that the order was signed by 
Judge Laws on November 19th, which is the date it wai 
filed. 

On page 6 of Mr. Palmer’s affidavit, he implies that hO 
was presented with a stipulation by Mr. Teare, or his asso¬ 
ciate, which he signed as presented. Mr. Teare inform^ 
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me that Mr. Palmer was presented with a stipulation which 
he refused to sign and, as stated above, Mr. Palmer then 
prepared his own form of stipulation, which he signed on 
November 19th and sent to Mr. Teare in Cleveland, who 
signed it on November 20th. 

On page 6 of Mr. Palmer’s affidavit, he states that the 
trial of the Washington case was set for January 19, 1948 
to accommodate Tinnerman’s convenience. Mr. Teare in¬ 
forms me that it was set by agreement as a matter of mutual 
convenience. 

Mr. Palmer further states that he understood that the 
trial would not take place in Washington until after the 
appeal was decided. Mr. Teare informs me that 
193 there was *no such understanding and that he has 
consistently and continuously opposed Mr. Palmer’s 
appeal from the injunction. It would appear obvious that 
since both Judge Laws and Mr. Teare were prepared to go 
ahead with the trial of the Washington case on November 
19th, that Judge Laws would not require and Mr. Teare 
would not consent to a postponement of that trial pending 
the outcome of an appeal, which appeal had not yet been 
allowed. 

On page 6 of Mr. Palmer’s affidavit, he quotes a letter 
which he wrote to Judge Laws with respect to the appeal, 
to the effect that deferment of the trial in the New York 
case would be subject to the decision on the appeal. Judge 
Laws obviously considered it unnecessary to state in the 
order that he would obey his Court of Appeals, as he stated 
in Court, as quoted on page 4 of Mr. Palmer’s affidavit: 

“If the Court of Appeals says I am wrong about advanc¬ 
ing it and enjoining you, I have to obey the Court of Ap¬ 
peals. I haven’t disobeyed it yet, consciously.” 

At the bottom of page 6 of Mr. Palmer’s affidavit, he 
states that in a telephone call to Mr. Teare, Mr. Teare indi¬ 
cated he intended to stick to his violation of the agreement 
and to disallow the agreement as to the Washington post¬ 
ponement. Mr. Teare informs me that he has not violated 
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any agreement nor disavowed any agreement made with 
Mr. Palmer or anyone on behalf of Speed Products. 

On page 7 of Mr. Palmer’s affidavit, he implies that Mr. 
Teare agreed to cooperate in expediting the Washington 
appeal. Mr. Tears informs me that he has made no snch 
agreement and that he has consistently opposed the Wash¬ 
ington appeal and consistently stated that he intended to 
oppose it. 

194 Near the bottom of page 7 of Mr. Palmer’s affi¬ 
davit, he makes the statement that on November 
22nd, 1947, Tinnerman presented an argument to the Court 
of Appeals—presumably the Court of Appeals of the Dis¬ 
trict of Columbia. Mr. Teare informs me that no argument 
of any nature in this case has been made by him or by any¬ 
one on behalf of Tinnerman to the Court of Appeals of 
the District of Columbia, and no question in this New York 
case has been presented to the Court of Appeals here. 

Floyd H. Ckews 


Sworn to and subscribed before me this 4th day of De¬ 
cember, 1947. 


Eileen Lamerson 

Notary Public in the State of New York 
Residing in Bangs County 
Kings Co. Clk’s No. 135, Reg. No. 83 LS 
Certificates filed in 

N. Y. Co. Clk’s No. 232, Reg. No. 69 LS 
Commission Expires March 30, 1948 


#*••••##** 
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195 Filed Dec 18 1947 

Affidavit of Albert E. Teare 

State of Ohio, 

County of Cuyahoga, ss: 

Albert E. Teare, being duly sworn, deposes and says: 

I am of counsel for defendant in this suit and attorney 
of record in the Washington suit. 

I have read an affidavit executed December 3, 1947, by 
Mr. Charles M. Palmer, counsel for plaintiff, and filed in 
this Court in support of a motion to restore this case to the 
calendar. 

I deny emphatically that the stipulation which was filed 
in this Court, the effect of which was to postpone the hear¬ 
ing in this case until after the completion of the trial in the 
Washington suit, was entered into on condition that the 
trial of the Washington suit would await a decision by the 
Court of Appeals for the District of Columbia on petitions 
filed by plaintiff and now pending in that Court. Mr. Pal¬ 
mer prepared the stipulation, hence, if there were any con¬ 
dition attached to it, as he now alleges, he should have in¬ 
corporated it in the stipulation. 

196 In the afternoon of November 18,1947,1 conferred 
with Mr. Palmer in the office of Mr. Herman G. Lom¬ 
bard, who is my associate in Washington, in an effort to 
draft an order and stipulation. Mr. Palmer declined to 
approve the order, and declined to sign the stipulation, and 
thereupon I informed him that I was leaving that night for 
Cleveland. 

Upon information and belief, Mr. Palmer returned to Mr. 
Lombard’s office in the morning of November 19, 1947 and 
endeavored to effect changes in the proposed stipulation, to 
which Mr. Lombard would not agree. Mr. Palmer then left 
the office, but returned in the afternoon with his own draft 
of stipulation, a copy of which was signed by him and for¬ 
warded to me for execution. 
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On November 20, 1947, I received a long distance tele¬ 
phone call from Mr. Palmer stating that the stipulation 
should have a preamble, but at that time I had not as yet re¬ 
ceived his version of the stipulation. Later in the day, upon 
receipt of it, I signed the original and sent it to Mr. Floyd 
Crews, our associate counsel in New York City, for filing 
in this case. A signed copy was sent to Mr. Palmer together 
with a letter of transmittal which read as follows: 

“November 20,1947 

Mr. Charles M. Palmer 

11 Park Place 

New York 7, New York 

Dear Mr. Palmer: 

Ke: Speed Products v. Tinnerman 
No. 38,662 

The stipulation referred to in your letter of the 19th has 
been received today. I question whether we need worry 
about the preamble concerning which you called me on the 
telephone this morning, so I have signed the stipulations 
and sent them to Mr. Crews for presentation to the Court. 
Should you insist upon the insertion of the preamble, you 
can write it in longhand on the Court copy, the preamble 
reading: 

“Pursuant to an order granted this day of November, 
1947 postponing the trial of a pending case in the United 
States District Court for the District of Columbia, entitled 
Speed Products Co., Inc. v. Lawrence C. Kingsland, Com¬ 
missioner of Patents and Tinnerman Products, Inc. (Inter- 
venor).” 

197 On November 22, 1947, I received a telegram from 
Mr. Palmer as follows: 
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“Nov. 22, 1947 

Albert R. Teare 
Bates, Teare & McBean 
Terminal Tower Bldg. 

Cleveland 

RE SPEED VERSUS TINNERMAN HAVE NOT BEEN 
ABLE TO OBTAIN APPROVAL OF HARRY PRICE TO 
STIPULATION NOVEMBER 19TH 1947 NEW YORK 
CASE 38662 AND NOW CANNOT ENTER INTO SUCH 
STIPULATION. 

Charges M. Palmer” 

1 The foregoing letter of transmittal was notice that we 
intended to file the stipulation, and such filing was in strict 
accordance with the Order entered by the District Court in 
the Washington suit. A copy of such Order is on file in 
this case and forms a supporting document for the motion 
to determine the status of this case filed by us herein on 
November 26, 1947. 

The aforesaid affidavit of Mr. Palmer states that he 
signed the stipulation upon misrepresentation and upon 
statements which were not correct. The affidavit is silent 
as to what misrepresentations and statements were relied 
upon, unless the statement appearing at page 6 is the item 
to which reference is made. Such statement is: 

“It was understood, however, that the trial would not 
take place in Washington until after the appeal was de¬ 
cided.” 

I emphatically deny that any agreement of any nature 
was made with respect to the delaying of the Washington 
suit, except as appears in the Order signed by Mr. Chief 
Justice Laws postponing the trial from November 19, 1947 
to January 19,1948. 

With respect to the Order signed by Mr. Chief Justice 
Laws, we prepared a draft of an Order and submitted it to 
Mr. Palmer, in the afternoon of November 18th. He de¬ 
clined to approve it as to form, but acknowledged service 
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of receipt of a copy of it. Mr. Lombard then informed Mr. 

Palmer that he was taking onr draft of the proposed 
198 Order to the Court. Mr. Lombard left, filed the Or¬ 
der in Court and returned to his office. Mr. Palmer' 
was still in the office and was informed of the filing. On 
the following day Mr. Palmer prepared his draft of an Or¬ 
der and delivered a copy of it to Mr. Lombard. Upon in¬ 
formation and belief, Mr. Palmer filed his form of Order 
before the Court entered the official Order. 

The agreement referred to on page 4 of Mr. Palmer’s 
affidavit appears in the stipulation aforesaid, and affects 
only a delay of the New York case. In fact, Mr. Chief 
Justice Laws expressly denied postponing of the Washing¬ 
ton case because of the pending appeal. 

Mr. Palmer’s affidavit at page 6 states: 

“It was on November 20, 1947 that deponent found out 
that he signed said stipulation under a misrepresentation 
to the effect that no order had been entered.” 


I strenuously deny ever having made any statement to pre 
pare an Order to delay the Washington case until after th^ 
appeal was heard, and to my knowledge and belief, Mr, 
Lombard never made any such statement. His affidavit wi 
be filed as soon as possible. 

I deny the implication that we are taking unfair advan¬ 
tage of an opponent, but on the contrary, I insist that w4 
have proceeded according to rule, and that we are carrying 
out to the letter the only agreement made with Mr. Palme^ 
in Washington on November 18, 1947, and that we have 
acted in strict accordance with the Order of the District 
Court as a result of such hearing. I point out that if an^ 
unfairness exists, it is the effort by Plaintiff to repudiate 
an agreement, after having used that agreement to gain an 
advantage in postponing the trial of the Washington 
suit 

199 I deny the accusation that Tinnerman is seeking 
to force two trials, but on the contrary point out that 
the decision by Mr. Chief Justice Laws, in deferring the 
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counterclaim in the Washington suit, was the result of 
Plaintiff’s owm Motion to delay the Washington suit. 

Albert R. Teare 


Sworn to and subscribed before me this 6th day of De¬ 
cember, 1947. 


Lois M. Gbaham, 
Notary Public 


I 

My comission expires Feb. 26, 1949. 


200 Filed Dec 18 1947 

Affidavit of Herman G. Lombard 

District of Columbia, 

Washington, ss: 

Herman G. Lombard, being duly sworn, deposes and 
says: 

I am the attorney of record in the Washington suit and 
I am associated with Mr. Albert R. Teare of Cleveland, 
Ohio, as counsel for Tinnerman Products, Inc. I was pres¬ 
ent at the hearing on November 18, 1947 before Mr. Chief 
Justice Laws, wherein Mr. Charles M. Palmer, as counsel 
for Speed Products Co., Inc. requested a deferment of the 
trial, then set for November 19,1947, based upon an affidavit 
alleging illness of one of his witnesses. At the hearing Mr. 
Palmer agreed to defer the hearing of the New York suit 
until after the Washington case would be tried as a condi¬ 
tion for the postponement of the Washington hearing. 

In the afternoon of November 18, 1947, I assisted Mr. 
Teare in the preparation of an order and I was present 
when the same was tendered to Mr. Palmer. Upon refusal 
of Mr. Palmer to approve the order, as to form, I obtained 
his acknowledgment of service thereon and then informed 
him that I was taking it to the Court immediately for filing. 

When I arrived at the Court, Justice Laws was not pres¬ 
ent whereupon I handed the order to Justice Laws’ secre- 
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tary for presentation to Justice Laws when he returned. 
I made no statements or representations whatsoever re¬ 
garding the contents of the Order when I handed it to Jus¬ 
tice Laws’ secretary. 

On return to my office, I found Mr. Palmer still there 
working with Mr. Teare in an attempt to draft a stipulation 
with respect to postponement of the New York case. I im¬ 
mediately informed Mr. Palmer and Mr. Teare that the Or¬ 
der had been left with Justice Laws’ secretary, as afore¬ 
said. 

201 Mr. Palmer and Mr. Teare finally drafted a pro¬ 
posed stipulation regarding the New York case but 
Mr. Palmer said that he wanted to think it over during tlje 
night, so a copy was given to him. Mr. Teare then, in my 
presence, informed Mr. Palmer than he was returning to 
Cleveland that night. 

On the following day, November 19, 1947, Mr. Palmar 
came to my office and said that he wanted certain changes 
in the proposed stipulation, but I told him that I was not 
authorized to make any and I declined to do so. I informed 
Mr. Palmer that if any changes were to be made in the prb- 
posed stipulation, he would have to arrange with Mr. Teare 
in Cleveland for such changes. 

Mr. Palmer then left my office but returned a few hours 
later with his own draft of stipulation which was signed by 
him. Mr. Palmer gave me a signed copy of his form of 
stipulation and placed the signed original and several 
signed copies thereof in a sealed envelope which was im¬ 
mediately mailed to Mr. Teare. 

I have read the affidavit of Mr. Palmer executed Decem¬ 
ber 3,1947 and filed in the New York case and purporting to 
state what took place in my office on November 19, 1947. I 
deny any conversation with Mr. Palmer with respect |to 
the preparation of a new order to delay the Washington 
case until the appeal is heard—as stated at page 6 of Mr. 
Palmer’s affidavit,—and I emphatically deny any agreement 
to make his form of stipulation conditioned upon anything 
whatsoever. 
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During the time that I was present with Mr. Teare and 
Mr. Palmer, I heard no agreement made with respect to the 
deferment of the Washington case pending a decision by the 
Court of Appeals, and I emphatically deny that I at any 
time made any agreement or representations in this respect. 

Herman G. Lombard 

Sworn to and subscribed before me this 8th day of Decem¬ 
ber, 1947. 

Jo Bena H. Payne 

(Seal) Notary Public 

My commission expires March 14, 1952. 


Opinion. 

202 Filed Dec 18 1947 

1 United States District Court 

Southern District of New York 

' Civil Action No. 38,662 

Speed Products Company, Inc., Plaintiff 

v. 

Tinnerman Products, Inc., Defendant. 

The within motion will be denied. If it were to be 
granted, the order of Mr. Chief Justice Laws of the United 
States District Court for the District of Columbia, and 
dated November 18, 1947, would completely be frustrated. 
So long as the order, as presently framed, continues in 
force, I shall accept its recital as verity and its directive 
as binding on the litigants. If such order was entered upon 
a misunderstanding among counsel for the parties, or if the 
stipulation referred to therein should no longer be opera¬ 
tive, the release here asked should be sought in the court 
within the District of Columbia. 

(signed) Jno. C. Knox 
U.SJD. Judge 

December 15, 1947 
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IN THE 

United States (£mtrt nf Appeals 

Fob the Dibteict op Columbia. 


Civil Action No. 37630. 
Appeal No. 9700. 


SPEED PRODUCTS CO., INC., Appellant, 

v. 

LAWRENCE C. KlNGiSLAND, Commissioner of Patents, 

I 

Appellee, 

. ▼. 

TINNERMAN PRODUCTS, INC., Appellee. 

BRIEF FOR APPELLANT. 

Jurisdictional Statement. 

(a) This suit was initiated against the Commissioner 
of Patents only in the Court ibelow under Revised Statutes 
4915 (U. S. C. title 35, sec. 63) to reverse a Patent Office 
decision in trade mark opposition proceeding No. 22,844. 
Appellant contends the lower court has no jurisdiction 
since the real party in interest, namely, the Intervenor, 
Tinnerman Products, Inc., was not a party in the suit as 
filed. Subsequent intervention by appellee Tinnerman 
Products, Inc., hereinafter called Tinnerman, could not 
give the lower court jurisdiction. 



(b) This court has jurisdiction to hear this appeal from 
the interlocutory orders dated "November 3,1947, granting 
a temporary injunction, and motion to advance by Tinner- 
man, in view of Order of this Court dated December 11, 
1947, granting .petitioner Special. Appeal pursuant to Buie 
11 (f) of this court. 

1 (c) This court also has jurisdiction of the appeal from 
the injunction in view of the United States Statutes, Title 
28, Section 227, permitting appeals as matter of right from 
interlocutory orders granting temporary or preliminary 
injunctions. Notice of Appeal pursuant to Buie 73(a) of 
Buies of Civil Procedure, was filed in Office of Clerk of 
District Court on Not ember 6, 1947. 

t 

Statement of Case. 

The chronology of this case is i 

1. On November 7, 1946, plaintiff-appellant, Speed 
Products Company, Inc. filed suit against the 
Commissioner of Patents alone* under B. S. 4915 
in the court below (the Washington case) calling 

- for the registration of the trade mark SPEED 
within a double winged arrow for an office or 
stationery specialty, namely, machine staples for 
stapling machines, tackers and/or pliers. 

2. On November 14,1946, appellant filed snit against 
Tinnerznan only in the United States District 
Court for the Southern District of New York (the 
New York case) also under B. S. 4915 and also 
for a declaratory judgment directed to the in¬ 
validity of the Tinnennan trade mark registra¬ 
tions—or in the alternative to the non infringe¬ 
ment thereof by appellant. 

. ^ M t __ _ . • — 

*Tfcrotffho»t brief italics oars. 
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After the New York case was instituted against 
Tinnerman, Tinnerman on December 18, 1946 in¬ 
tervened in the Washington case and counter- 
claimed alleging infringement of its trade marks 
by appellant. 

Appellant never sued or filed a complaint against 
Tinnerman in the District of Columbia. 

The only complaint ever filed by appellant against 
Tinnerman is the one filed November 14, 1946 in 
New York. 


More specifically, the issues in the Washington case are: 

(A) Action under R. S. 4915 to reverse a deci¬ 
sion of Commissioner of Patents sustaining trade 
mark opposition by Tinnerman to application for 
registration of appellants trade mark, SPEED 

• within a double winged arrow for stationery goods 
such as machine staples. 

(B) Counterclaim of trade mark infringement 
by Tinnerman, on its three registered trade marks: 


Trade Mark 

Speed Nut 
Speed Clip 
Speed Nuts 


Goods 

Nuts 

Locking Clips 
Locking Plates for 
Screws and Bolts 


Registration 

Number 

244,038 

347,986 

352,197 


The issues in the New York case are: 

(I) Action under R. S. 4915 to reverse a deci¬ 
sion of Commissioner of Patents sustaining trade 
mark opposition by Tinnerman to the applies ticn 
for registration of appellant’s trade mark Speed 
within a double winged arrow for machine staples. 
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(II) Appellant’s Action for Declaratory Judg¬ 
ment requesting holdings that: 

(a) Appellant’s and Tinnerman’s aforesaid 
trade marks do not interfere; 

(b) Appellant does not infringe Tinnerman’s 
trade marks; 

(c) Tinnerman’s trade mark registrations are 
invalid; 

(HE) Counterclaim by Tinnerman for infringe¬ 
ment of its trade mark registrations, supra. 

The parties in the Washington suit are: 

1. The Commissioner of Patents (Defendant- 
Appellee) ; 

2. The Appellant; 

3. Tinnerman Products Inc. (Intervenor-Ap- 
pellee). 

The parties in the New York suit are: 

1. Appellant-Plaintiff; 

2. Appellee-Defendant Tinnerman. 

As previously set out, the New York suit also includes 
an action for a declaratory judgment for the invalidity 
of Tinnerman’s aforesaid trade marks. This cause of 
action is not a part of the Washington suit. Nor is the 
Commissioner of Patents a party to the New York suit 
Appellant’s effective trade mark use of the expression 
“Speed Fastenee” for staples and stapling machines prin¬ 
cipally for office use relates back to and has been con¬ 
tinuously used since 1926. This trade mark expression 
was registered September 11, 1928, to Parrot Speed 
Fastener Corp., one of Appellant’s predecessors under 
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trade mark number 246,812, as alleged in the 
which also calls attention to many other Speed trade 
registrations for office stationery supplies belonging 
Appellants 

Tinnerman started out in the stove and range 
in 1922 and its earliest use of thefede mark “Speed 
for Nuts allegedly relates back to 1923 (T. M. 
tion No. 244,038). Tinnerman’s “Speed Clip” 

(T. M. Registration No. 347,986) for Locking Clips 
allegedly been used since December, 1932, while 
man’s “Speed Nuts” expression (T. M. Registration 
352,197) for Locking Plates for Screws and Bolts 
edly has been used since May, 1937. 

None of Tinnerman’s goods are specialties for 
tionery and office supplies. 

Appellant’s trade mark here involved includes the 
“Speed” within a double winged arrow and is applied 
office specialties, more particularly to staples 
for desk stapling machines in the stationery field 
sold in stationery stores. This trade mark is set forth in 
appellant’s trade mark Application No. 460,846, filed in 
the United States Patent Office, September 23, 1943, which 
application became involved in the Patent Office trade 
mark Opposition No. 22,844 instituted by Tinnerman rely¬ 
ing on the expressions “Speed Nuts” for Locking Nuis; 
“Speed Clip 11 for Locking Clips; and “Speed Nuts ” for 
Locking Plates for Bolts and Nuts as disclosed in the 
aforementioned trade mark Registration Nos. 244,038; 
347,986 and 352497. I 

This Opposition No. 22,844 was sustained by the Com¬ 
missioner of Patents on July 1,1946 and within six months 
period on November 7, 1946, Appellant instituted ihe 
Washington Suit under R. S. 4915 only against the Com¬ 
missioner of Patents only; and on November 14, 1946, 
initiated the New York Suit under R. S. 4915 against 
Tinnerman Products, Inc. only to reverse the Comiais- 
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sioner’s Decision upholding the Patent Office Opposition 
No. 22,844 and for declaratory judgment as to the in¬ 
validity of Tinnerman’s trade mark registrations or in 
the alternative to the non infringement thereof by Ap¬ 
pellant. 

Subsequent to the filing of these suits in Washington 
and. New York, on November 7 and 14, 1946, respectively, 
Tinnerman intervened in the Washington Suit on Decem¬ 
ber 18, 1946. In point of time, therefore, the New York 
suit was the first filed against Tinnerman. 

On January 3, 1947, in the New York case, Tinnerman: 

1. -Moved to dismiss the first cause of action (the 
B. S. 4915 action), and 

2. Moved to suspend the second cause of action (the 
declaratory judgment action of appellant and the 
counterclaim of infringement by Tinnerman). 

In connection with these Tinnerman motions, Judge 
Bondy denied them on March 26,1947 (73 TJ. S. P. Q. 181) 
and held: 

(1) The intervention in the Washington Suit went 
only back to the date of intervention and'there¬ 
fore as between Tinnerman and Appellant, the 
New York Suit started first. 

(2) Since Appellant and Tinnerman both have places 
of business in New York, New York is the most 
convenient forum for the parties and witnesses. 

In spite of this decision against Tinnerman in New 
York, Tinnerman made a motion to have the court below 
here reverse Judge Bondy and to enjoin Appellant from 
proceeding with the New York Suit. 

The Solicitor of the Patent Office, speaking for the 
Commissioner of Patents at the hearing on the motion 
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for temporary injunction on October 16, 1947 before Jus¬ 
tice Laws in the court below, stated (App. \ 

“Since Tinnerman is the real party in interest 
and was sued first in New York, I would suppose 
that is the place to go ahead.” 


Disregarding this statement on the part of the Solici¬ 
tor of the Patents Office, Mr. Justice Laws after the hear¬ 
ing on October 16, 1947, signed orders November 3, 1947, 
substantially reversing the decision of Judge Bondy, grant¬ 
ing the temporary injunction and advancing the R. S. 
4915 action below so that it would have a preference and 
be immediately tried, the trial date first having been set 
for November 19, 1947, then for December 4, 1947, and 
now for January 19, 1947. Tinnerman, with concurrence 
of Mr. Justice Laws has been endeavoring to force the 
R. :S. 4915 action t 4he least important or minor issue of 
all) in the Washington suit on for trial before this Court 
could rule on this appeal despite the agreement made be¬ 
tween counsel for Appellant and Tinnerman in open court 
before Mr. Justice Laws on November 18, 1947. This 
agreement to postpone the trial appears in the min utes 
of the hearing before Judge Laws (App. IhTJ ..) on No¬ 
vember 18, 1947 as follows: 


“Mr. Teare: May I suggest this, rather than fix 
a date in this Court, in view of our willingnessI to 
cooperate here, wouldn’t it be in order for 
Palmer to agree to put off the New York 
until after this case is heard? 

Mr. Palmer: How about the Court of 
ruling? 

The Court: You can put that in there. If the 
Court of Appeals says I am wrong about advanc¬ 
ing it and enjoining you, I have to obey the Court 
of Appeals. I haven’t disobeyed it yet, consciously. 
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Mr. Teare: As a practical matter we will stipu¬ 
late that trial in the New York case may be deferred 
until the trial here on the 4915 is completed. 

Mr. Palmer: Subject to the decision of the Court 
of Appeals. 

The Court: Subject to the decision of the Court 
of Appeals, of course. 

Concerning Mr. Justice Laws’ reasons for granting 
the temporary injunction and preference, these are well 
summarized in his statement in the minutes of the hear-, 
ing on October 16, 1947 wherein justification is made for 
splitting the Washington and New York cases and Mr. 
Justice Laws’ concluding remarks were (App. jn .*15 .): 

“All these dilemmas you are talking about the 
courts are getting in may get legislation straight¬ 
ened out. I think that is the root of your trouble. 
Why this situation should obtain is utterly beyond 
me. Talk about a foot race, we get ahead of them, 
they get ahead of us, then their Court of Appeals, 
then our Court of Appeals. You just have a fool¬ 
ish situation. Maybe if I make it foolish enough 
the Congress will do something about it. I am 
sorry, gentlemen, I don’t know any other way out” 

Judge Laws’ decision made certain that there would be 
two trials; one, in New York having the most important 
issues which deal with the substantive rights directed to 
non-infringement on the part of appellant and invalidity 
of Tinnerman’s trade mark registrations; and one, in 
Washington—having the unimportant and minor issue, 
namely the 4915 action only, which merely has to do with 
a procedural right to registration of a trade mark. 

As a result of Judge Laws’ orders—the relatively unim¬ 
portant issue as to whether appellant is entitled to a pa¬ 
per trade mark registration is to be tried first! 



Judge Laws reversed Judge Boudy at the hearing on 
October 16, 1947, after a few minutes * argument without 
benefit of the New York case pleadings. The New Yo^k 
pleadings were only introduced for the first time in th|s 
case by Appellant in preparing a complete record for the 
Court of Appeals. 

In respect to the undesirability of splitting the first 
and second causes of action, the Appellant and Tinner- 
man are now in substantial agreement. Tinner man in a 
motion before Judge Knox in the New York case on No- 
vember 10, 1947, stated 

“The subject matter of the second cause of sec¬ 
tion in this Court is so closely interwoven with the 
first cause of action, insofar as concerns the ques¬ 
tion of proof, that in the interest of orderly pro¬ 
cedure, both issues should be tried simultaneously 

instead of by piece-meal prosecution.” 

• 

In summary the real issue is whether Appellant may 
continue to use the expression “SPEED” which it lias 
used continuously since 1926 for office specialties and sta¬ 
tionery without threat of infringement because of the xkse 
of the same word SPEED for non competing hardware 
by Tinnerman. 

Without doubt prior rulings of this Court and the U. S. 

District Court for the District of 'Columbia (.) 

indicate that the Tinnerman claims herein as to confusion 
are baseless and without merit. 

These rulings are Ansco Photoproducts Inc. v. East¬ 
man Kodak Co., 57 App. D. C. 246; 19 F. (2) 720 (19!N) 
holding that SPEEDWAY and; SPEEDEX may even be 
used by competitors in the same class of merchandise with¬ 
out confusion, and Parrot Speed Fastener Corp. (appel¬ 
lant ’s predecessor herein) v. Coe, Commissioner of Pat¬ 
ents, 58 F. S. 430 (63 TJ. S. P. Q. 219, Justice Bailey) 




where both of the contesting parties employed the prefix 
expression SPEED in the same field, namely, stationery 
and office supplies and were even sold over the same 
counters (.). 

In the case at bar the goods obviously are non compet¬ 
ing, are sold in different trade channels, are of different 
descriptive properties, are non related, and there has never 
been any confusion. Appellant’s first trade mark use of 
the expression “SPEED FASTENER” for machine 
staples as an office specialty goes back to 1926 at which 
time Tinnerman was in the stove and range business. 

Statutes Involved. 

There is no statute upon which this case is based ex¬ 
cept the jurisdictional statute heretofore cited. 

Statement of Points. 

1. The New York case was first in point of time as 
to the controversy between Appellant and Tinnerman and 
such was the holding of Judge Bondy in the New York 
case (Speed Products Company, Inc. v. Tinnerman Prod¬ 
ucts Inc., 73 U. S. P. Q. 181). 

2. The Court below was without jurisdiction because 
of the lack of an indispensable party, namely, Tinner¬ 
man, and subsequent intervention by Tinnerman cannot 
give the Court jurisdiction. 

3. The New York case, involving substantive rights 
in the trade marks, including the issues of validity and 
infringement of Tinnerman’s registrations is more im¬ 
portant than R. S. 4915 question which will merely deter¬ 
mine who is entitled to a paper trade mark registration. 

' 4. The trial in the New York case would obviously best 
suit the convenience of Appellant and Tinnerman, the Com¬ 
missioner of Patents not being a necessary party. Both 
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Appellant and Tinnennan have a place of business in N|ew 
York and neither have a place of business in Washington. 
Judge Bondy made a holding to this effect in Speed Prod¬ 
ucts Company Inc. v. Tinner man Products Inc. (73 U. S. 

P. Q. 181). . | 

| . 

5. All issues can and should be disposed of in bne 
trial, both the first and second causes of action in both 
the New York and Washington cases requiring substan¬ 
tially the same witnesses and same documentary evidence. 
The Court below erred in splitting the issues of the Wash¬ 
ington and New York cases, needlessly causing a multiplic¬ 
ity of trials. Only one trial on all issues is necessary. 

6. The advancement or preference was clearly an 
abuse of discretion on the part of the lower Court Judge. 

Summary of Argument. 

Although the Commissioner of Patents only was ^ued 
first on November 7, 1946 in the District of Columbia on 
the issues arising under R. S. 4915 only , Tinnerman. alone 
was sued first on November 14, 1947 in the Southern JOis- 
trict of New York, on both the technical issues under 
R. S. 4915, as well as the substantive issues of invalidity 
and non infringement of Tinnerman’s trade mark regis¬ 
trations. 

Since Tinnerman did not intervene in the Washington 
suit until December 18, 1946, that is, after he was sued in 
New York, the New York Court was first in point of time 
to acquire jurisdiction of Tinnerman and was so held 
March 26, 1947 by Justice Bondy when Tinnermaii re¬ 
quested a ruling on this point (Speed Products Co. v. Tin¬ 
ner man, 73 U. S. P. Q. 181). I 

Moreover the lower court was without jurisdiction as 
to the Washington suit filed November 7, 1946 agjainst 
the Commissioner of Patents alone for the latter is not 



an indispensable party. Coe y. Hobart, 70 App. D. C. 2, 
102 (F2) 270; Speed Products Co. v. Tinnerman Products 
Inc., 73 U. S. P. Q. 181; Klumb v. Roach, 151 F. (2) 374, 
67 U. S. P. Q. 158, C. C. A. 7; United States v. Washington 
Institute of Technology Inc., 138 F. (2) 25, C. C. A. 3, 58 
U. S. P. Q. 503. 

Intervention by Tinnerman in the Washington suit on 
December 18, 1046 does not give jurisdiction. Cresta 
Blanca Wine Co. v. Eastern Wine Corp., 143 F. (2) 1012, 
O. €. A. 2; Pianta v. Reich, 77 F. (2) 888, C. C. A. 2, May 
20, 1935; and Speed Products Co. v. Tinnerman Products 
Inc., 73 U. S. P. Q. 181, U. S. D. C. S. D. N. Y. 

If there is to be a multiplicity of suits the New York 
case involving the substantive issues should be tried first. 

Also the lower court obviously has abused its discre¬ 
tion in advancing the relatively trivial and inconsequential 
R. S. 4915 issue for trial in Washington before the real 
and substantive issue might be tried in New York. 

Manifestly the New York forum is the most convenient 
to the parties, both Appellant and Tinnerman have places 
of business there. Gulf OH Corp. v. SHbert, 330 U. S. 501, 
67 S. C. 839 (March 10, 1947). 

The lower court’s injunction, restraining Appellant 
from proceeding in the New York case was also in viola¬ 
tion of the doctrine of 

Penn General Casualty Co. v. Comm, of Penn¬ 
sylvania, 294 U. S. 189; 55 S. C. 386; 

Milwaukee Gas Specialty Co. v. The Mercoid 
Corp., 104 F. (2) 589, C. C. A. 7. 

for the New York Court was the first to have jurisdiction 
of Tinnerman and no complaint by Appellant has ever 
been filed against Tinnerman except in New York. 

In splitting the issues of the Washington and New 
York suits, the lower court needlessly caused a multi¬ 
plicity of suits, seriously prejudicial to Appellant 



There should be one trial for all the issues to be tried 
by one court—in the most convenient forum for both Ap¬ 
pellant and Tinnerman, namely New York where each has 
a place of business. 

The lower court erred in granting the injunction pre¬ 
venting Appellant from proceeding with the 4915 action 
in the New York suit, and in advancing the 4915 action in 
the Washintgon case. 

ARGUMENT. 

The New York case was first in point of time 
Tinnerman. 

At no time was there any real controversy between 
Appellant and the Commissioner of Patents and there was 
nothing for the lower court to pass upon or as to which 
the- lower court had jurisdiction prior to granting leave 
to intervene on December 18, 1946 long after the New 
York Court acquired jurisdiction over Tinner m a n on No¬ 
vember 14, 1946. t 

Judge Swan of the Circuit Court of Appeals, 2nd 
Circuit stated in Crest a Blanca Wine Co. Inc. v. Eastern 
Wine Corp., 143 F. 2d 1012 on July 14, 1944 at page 1C14 
that 

“Eastern sued Schenley in Delaware before 
Schenley applied for intervention in the New York 
suit. It can hardly be said that intervention, had 
it been granted, would have related back to the 
filing of Cresta’s complaint . 1 9 

Similarly Tinnerman’s intervention in the Washington 
case cannot be given an effective date earlier than filing of 
the New York case and it is Tinnerman, not Commissioner 
of Patents who is seeking relief. . j * 
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Intervention in the Washington case by Tinnerman 
does not relate back to the date of filing the complaint 
against the •Commissioner of Patents. 

Judge Bondy in the United States District Court for 
the Southern District of New York in connection with mo- 
tion to dismiss by Tinnerman in the New York suit. Speed 
Products Co., Inc. v. Tinnerman Products, Inc., Civil Ac¬ 
tion No. 38-662 decided March 27,1947 (73 U. S. P. Q. 181), 
stated: 

“Defendant’s intervention does not relate back 
to the time of filing of the complaint in that action, 
and that intervention must be considered the later 
action between the parties .” 

In other words the New York suit was the first filed 
against Tinnerman and it is this time that controls for at 
that time Tinnerman was not in the Washington case and 
the New York Court already had jurisdiction of Tinner¬ 
man ( Penn General Casualty Co. v. Commonwealth of 
Pennsylvania, 294 U. <S. 189; 55 S. C. 386). 

Another case in favor of Appellant’s contention that 
the New York suit was the first in point of time against 
Tinnerman is Milwaukee Gas Specialty Company v. The 
Mercoid Corporation (7th Circuit) 104 F. (2) 589, wherein 
it was stated: 

“The general rule is that the court first acquiring 
jurisdiction is entitled to maintain it until its duty 
is fully performed, and the jurisdiction involved is 
exhausted. Earkrader v. Wadley, 172 U. S. 148, 
.164. Kline v. Burke Construction Co., 260 U. S. 
226.” 

The ease of Bulldog Electric Products Co. v. Cole Elec¬ 
tric Products Co. Inc. et al., 57 F. Sup. 336, is also in 







point. The New York court was the first to acquire juris¬ 
diction of Tinnerman. 

Since it is clear that the New York suit is first in 
point of time against Tinnerman the New York court 
should retain jurisdiction over both causes of action 
against Tinnerman in that Tinnerman as an intervenor 
cannot relate back his date of intervention of December 
18, 1946 to the time the complaint against the Commis¬ 
sioner of Patents was filed November 7, 1946 at Washing¬ 
ton. This contention is supported by Judge Bondy in the 
New York case of Speed Products Company Inc. v. Tin¬ 
nerman Products Inc., 73 U. S. P. Q. 181, following the 
case of Cresta Blanca Wine Co. Inc. v. Eastern Wine 
Corp., supra. 

The Lower Court Had No Jurisdiction. 

In the Washington suit as filed against the Commis¬ 
sioner of Patents only there was no indispensable party 
as the Commissioner of Patents is merely a “formal” or 
“proper” party. Coe v. Hobart Mfg. Co., 70 App. D. Cj 2; 
102 F. (2) 270. 

The Commissioner of Patents is not even a necessary 
party. Century Distilling Co. v. Continental Distilling 
Co., 106 F. (2) 486; Speed Products Co. Inc. v. Tinr.er- 
man Products Inc., 73 U. S. P. Q. 181, wherein Judge 
Bondy said: 

“When the Patent Office sustains opposition to 
registration of a trade mark on the ground of con¬ 
fusing similarity to the opposer’s prior registered 
trade mark, the Commissioner of Patents is nqt a 
necessary party to an action against the Opposer 
under Section 4915. Century Distilling Co. v. Conti¬ 
nental Distilling Co., 106 F. 2d 486, 488 <42 U. S. P. 
Q. 348, 349), certiorari denied 309 TJ. S. 662 (44 TJ. 
S. P. Q. 718). See Tomlinson of High Point v. poe, 
123 F. 2d 65, 67 (51 U. S. P. Q. 249, 251).” 
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In the case of Tomlinson of High Point v. Coe, Com¬ 
missioner of Patents, 74 App. D. C. 364; 123 F. (2d) 65, 
the Court allowed the action to proceed against the Com¬ 
missioner of Patents alone. This case may be distin¬ 
guished from the case at bar by the fact that the opposing 
party in the Patent Office, Colonial Williamsburg, Inc. 
had no registered trade mark, while here, Tinnerman, has 
registered trade marks, the value of which would be af¬ 
fected by the judgment to be rendered. 

The Commissioner of Patents is not even an adverse 
party. Eno Ltd. v. Coe, 70 App. D. C. 337; 106 F. (2) 858; 
Jax Ice and Cold Storage Co. v. Coe, Comm, of Patents, 
et al., 73 App. D. C. 1927; 118 F. (2) 12. 

1 Where a necessary or indispensable party is absent in 
an action under 4915 R. S., it has been held that such ac¬ 
tion should be dismissed. 

Klumb v. Roach, 151 F. (2d) 374, 67, U. S. P. Q. 
158, C. C. A. 7; 

Robinson et al. v. Wayne et al., 78 App. D. C. 
15, 136 F. (2d) 767, 57 U. S. P. Q. 514; 

U. S. v. Washington Institute of Technology, 138 
F. (2) 25, 58 U. S. P. Q. 503, C. C. A. 3. 

In the case of Barron-Gray Packing Co. v. Ooms, Civil 
Action 1099-47 U. S. District Court in District of Columbia 
—Justice Proctor—on July 11, 1947 dismissed the com¬ 
plaint. This suit like the case at bar was a statutory pro¬ 
ceeding under Section 4915 R. S. to review a decision of 
the Commissioner of Patents sustaining a trade mark 
opposition. In other words the real or indispensable party 
in interest was not sued and therefore the Court lacked 

i 

jurisdiction. In the case at bar, the indispensable party 
was lacking at the time the complaint was filed. Where 
the Court has no jurisdiction, such lack of equitable juris¬ 
diction cannot be cured by intervention. 
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Pusey Jones Co. v. Hansen > 261 U. S. 491; 43 S. 

Ct. 454, April 9, 1943, Justice Brandeis; 
Cochrane v. Potts, 47 F. (2) 1027, C. C. A. 5, 
March 13, 1931. 

* I 

Consent of parties can never confer jurisdiction upon 
federal courts. 

Pianta v. Reich, 77 F. (2) 888, C. C. A. 2, March 
20, 1935. | 

Thus absence of a necessary party to an action under R., S. 
Section 4915 requires dismissal of the action and this 
should follow in the case at bar. Tinnerman was not a 
party to the suit against the Commissioner of Patents in 
Washington on November 7, 1946 and his intervention can¬ 
not give this Court jurisdiction. 

Certainly the lower court should not force up for 
trial a case as to which it has questionable and probajbly 
no jurisdiction whereas the New York court clearly has 
jurisdiction. If the lower court has no jurisdiction inter¬ 
vention cannot give it jurisdiction. 

The New York Court Is Most Convenient to the Parties. 

Appellant is a New York corporation with its principal 
place of business in New York City closely adjacent to 
the Court. Tinnerman is registered to do business in 
New York and has a place of business in New York City. 
Neither Appellant nor Tinnerman have a place of business 
in Washington. To compel Appellant and Tinnerman to 
transport many witnesses and voluminous records to 
Washington, a large part or most of which are within 
taxi-fare or a 5^ subway ride from the New York court 
is an unjustifiable imposition and abuse of discretion. 
On this point Judge Bondy stated in Speed Products Co. 
v. Tinnerman Products Inc., supras; - 
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“The plaintiff being a New York corporation and 
the defendant an Ohio corporation having a place 
of business in New York City and being qualified to 
do business in New York State, it cannot be con¬ 
tended successfully that the issues can be better 
settled or relief more expeditiously and effectively 
afforded in the District of Columbia action than 
the New York action.” 

In the case of Gulf OH Corporation v. Gilbert, 330 U. S. 
502; 67 S. Ct 839, decided March 10, 1947, the United 
States Supreme Court, in determining whether the doctrine 
of forum non conveniens should be applied, stated at p. 
843: 

“Important considerations are the relative ease 
of access to sources of proof; availability of com¬ 
pulsory process for attendance of unwilling, and 
the cost of obtaining attendance of willing wit¬ 
nesses; possibility of view of premises; if view 
would be appropriate to the action; and all other 
practical problems that make trial of case easy, ex¬ 
peditious and inexpensive. • • • The court will 
weigh relative advantages and obstacles to fair trial. 
It is often said that the plaintiff may not by choice 
of an inconvenient forum ‘vex’, ‘harass’ or ‘op¬ 
press’ the defendant by inflicting upon him expense 
or trouble not necessary to his own right to pur¬ 
sue his remedy.” 

In the case at bar appellant should not be deprived of 
presumed advantages of his home jurisdiction except on 
clear -showing of facts which enter establish oppressiveness 
and vexation to Tinnerman as to be all out of proportion 
to appellant’s convenience. Koster v. American Lumber¬ 
men's Mut. Casualty Co., 330 U. S. 518; 67 S. Ct. 828 de- 



cided March 10, 1947. There can he no inconvenience or 
disadvantage to Tinnerman as the latter as well as appel¬ 
lant have places of -business in New York City. 

The New York Case Involves the Important Issues. 

As is well known a Federal registration means little else 
than the right to go into the Federal Court for adjudica¬ 
tion thereof. Here the parties because of diversity have tjhe 
right to go into a Federal Court regardless of registration. 
The only vital issues therefor are the questions of whether 
the appellant infringes upon any valid trade marks of 
Tinnerman and if not should appellant and its customers 
not be free from continuing threat of such suit because of 
use of their trade marks. Therefore the technical 4915 
suit which in effect settles nothing except whether appel¬ 
lant may or may not get a document with a red seal aud 
blue ribbon and called a trade mark registration may well 
wait until the real issues as to infringement and validity 
have been settled in New York and there was no need for 
advancing the R. S. 4915 action in the court below. 

All Issues Can and Should Be Disposed of in One Trial. 

In the Court below Tinnerman insisted on October 16, 
1947 that the causes of action should be split which re¬ 
sulted in granting of the injunction preventing Appellant 
from proceeding with the 4915 action in the New York 
case and also caused a preference to advance the 4915 
action in the Court below despite Appellant’s objection 
that such action would constitute a hardship, would result 
in piece meal prosecution, and would needlessly develop 
a multiplicity of trials. 

But in New York before Judge Knox on November 10, 
1947, Tinnerman had a change of heart and completely 
reversed and contradicted his former contention in at¬ 
tempting to gain a postponement of the New York trial 
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told admitted that only oiie trial is necessary for all the 
issues by stating: 

“The subject matter of the second cause of ac¬ 
tion in this Court is so closely interwoven with the 
first cause of action, insofar as concerns the ques¬ 
tion of proof, that in the interest of orderly pro¬ 
cedure, both issues should be tried simultaneously 
instead of by piece-meal prosecution.” 

Tinnerman obviously misled the Court below—whose 
decision causes a multiplicity of suits for it enjoins the 
4915 action in New York; stays the Tinnerman infringe¬ 
ment charge in Washington; and needlessly and arbi- 
trarly advances the 4915 action in Washington. Under 
the decision of the court below, the least important is¬ 
sue (the 4915 action) is made dominant—while the real 
and truly most dominant and substantive issues (those 
directed to validity and infringement) must wait and be 
suppressed—until the minor issue is tried at Washington. 
Thus we have an irreconcilable situation where an inter- 
venor who was not even a party to the suit at Washing¬ 
ton as originally filed, who now agrees with Appellant that 
only one trial on all the causes of action would suffice, and 
who as an intervenor should not dominate or control the 
proceedings has been permitted to run foot loose by the 
Court below in the attempt to arbitrarily dominate the 
policy of both the Washington and New York suits. This 
should be prohibited. Cauffid v. Laicrence, 256 F. 714. 
Tinnerman has full access to protect his rights all in one 
trial at New York where he is a party to the suit and 
not an intervenor and where he was a party before he was 
an intervenor at Washington and thus Tinnerman could 
secure all his refief therein and by one trial! 

Surely this should follow, namely, all issues to be set¬ 
tled by one trial—particularly so now—in that both Ap- 
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pellant and Tinnerman maintain that in the interest of 
orderly procedure the isues should not be split as this 
would result in piecemeal prosecution, particularly so in 
that Tinnerman has already taken a definite position 
against Justice Laws’ ruling when on its motion to dis¬ 
miss on second cause of action in the New York case before 
Justice Knox, relied on the following authorities: 

A, In Conmar Products Corporation v. Lamar 
Slide Fastener Corp., et al., 50 F. Supp. 1019 (1942), 
the Court in a patent case denied a motion for a 
separate trial of certain issues stating: 

“The usual issues in a patent casjle should not 
be separated if it would inconvenience the Court <i>r 
seriously prejudice the right of any party.” 


B. The Seventh Circuit Court of Appeals in 
Arrow Petroleum Company v. Johnston , 162 F. 
(2d) 269 (June 2, 1947) C. C. A. 7, stated: 

“Moreover, it is elemental that the Court will not 
try cases by piecemeal except in cases of inter¬ 
locutory decree of which this is not one.” 


Judge Laws therefore is forcing two separate trials 
upon the parties herein contrary to their desires for Tin¬ 
nerman in the New York case now insists that the issues 
should not be tried piecemeal. This is precisely the con¬ 
tention originally advanced before Justice Laws by Appel- 
dant at Washington to prevent severing of the issues and 
to provide for one trial for all the issues. But upon Tinner- 
man’s insistance at Washington, Justice Laws did split the 
issues, causing the need for multiple trials. But later on— 
Tinnerman at New York—insisted that the issues should 
not be split—definitely changing his position. The important 
point is that only one trial is needed to settle all issu<?s 
at one time and the most convenient forum is New York 
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where both Appellant and Tinnerman do business, the 
Commissioner of Patents having agreed to be bound by the 
decree of either the Washington or New York courts. 

The Advancement or Preference Was Clearly Abuse 

of Discretion. 

Judge Laws after granting the injunction clearly went 
beyond his judicial discretion in making an effort to force 
this case up for trial on the R. S. 4915 action only in Wash¬ 
ington before this appeal could be heard and decided and 
before the New York case on the substantive issues and 
at a place most convenient to the parties could be tried. 

Conclusion. 


For reasons urged: 

1. The preliminary injunction should be lifted and 
dissolved; 

1 2. The motion to advance should be overruled, and 

3. The lower court should be instructed to suspend 
and stay the trial in the Washington case on all 
issues therein until the New York trial on all 
causes of action therein shall have been concluded 
to final determination. 

Washington, D. C., December 30,194JT. 

Respectfully submitted, 

Charles M. Palmer, 

1 . Harry Price, 

Attorneys for Appellant#, 

966 National Press Bldg., 
Washington, D. C. 
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I 

COUNTER STATEMENT OF THE CASE. 

1 Appellant’s statement of the case is for the most part 
an attempt to argne the case on its merits, in advance of 
the presentation of proof in the lower court. Appellant’s 
statement also largely appears to be a complaint against 
the result of filing two suits, where one would have been 
sufficient 

Appellant brought this action after all tribunals of the 
Patent Office had ruled against it in a trademark opposition 
proceeding. 

When the suit was filed in this Court, a copy of the com¬ 
plaint was mailed immediately to us, as counsel for Tinner- 
man. Consequently, before the time for answer had ex¬ 
pired, we filed a motion to intervene in behalf of Tinner- 
man. That motion was set down for hearing on December 
18, 1946, at which time, appellant consented to the inter¬ 
vention by Tinnerman, as appears in the order on motion 
for intervention. (App. p. 17.) 

Within a few weeks after the order allowing interven¬ 
tion, we moved to dismiss the first cause of action in New 
York suit, on the ground that the Commissioner of Patents 
was a necessary party as to the subject matter arising 
under R. S. Section 4915. We also moved to suspend the 
second cause of action on the ground that the same sub¬ 
ject matter could be considered in the Washington case, 
and for the reason that the Washington case was filed 
first. 

Judge Bondy (73 U. S. P. Q. 181) overruled the motion 
to dismiss, thus holding that the Section 4915 subject matter 
could be considered without the Commissioner being a 
party to the action, and denied the motion to suspend the 
second cause of action, for the reason that as to such sub¬ 
ject matter the New York suit had been filed first. 

Judge Bondy was not called upon to consider any ques¬ 
tion of suspending the first cause of action, such as Mr. 
Chief Justice Laws had under consideration, and which 
embodies the subject matter of this appeal. 



On or about September 20, 1947, Tinnerman moved to 
advance the bearing of the entire Washington case, on the 
ground that the Washington case was filed first, and on the 
further ground that the rights of the respective parties to 
trademark registration would have considerable bearing 
on the remaining issues. 

On or about October 10, 1947, appellant moved to 
suspend proceedings in the Washington District Court 
pending trial of the New York case, and urged in support 
of the motion that the New York case had been placed on 
the trial calendar, and that it would be reached for trial 
before the Washington case could be heard. 

In reply to the motion to suspend we filed a motion to 
enjoin appellant from proceeding in the New York case as 
to the subject matter involved under Section 4915. A hear¬ 
ing on the motion was had on October 16, 1947, and there¬ 
upon two orders were entered, each dated November 3, 
1947, one granting the motion to advance, and the other en¬ 
joining the appellant from proceeding with the trial of the 
first cause of action in New York. The order advancing 
the case for trial also suspended proceedings as to the Tin¬ 
nerman counterclaim, thereby granting appellant’s motion 
and resulting in a “splitting” of the issues in the Washing¬ 
ton case. 

Immediately upon the receipt of the injunction, we 
filed a motion in the New York case to suspend the second 
cause of action on the ground that the same proof would 
suffice for both causes. Appellant opposed that motion, but 
insists now that all issues should be tried in one action. 
(Brief, p. 11.) i 

On November 15, Judge Knox denied our motion for 
postponement of the New York suit, but, in the meantime, 
the Washington case had been set for hearing on Novem¬ 
ber 19, 1947. On November 18, 1947, however, appellant 
filed a motion to postpone the Washington case on the 
strength of a physician’s affidavit that one of his witnesses 






was recuperating in Florida. Counsel also stated to the 
Court that he had not as yet received the record and exhibits 
from the Patent Office. 

Mr. Chief Justice Laws agreed to a postponement of 
the trial from November 19th only on condition that' ap¬ 
pellant would stipulate a deferment of the New York trial 
on the second cause of action, pending a decision by the 
District Court in Washington. Such stipulation, as pre¬ 
pared by appellant was entered into, but was repudiated 
by appellant’s associate attorney in New York, whereupon, 
we filed a motion to determine the status of that case. 

On November 28, 1947, Judge Knox, notwithstanding 
the repudiation, refused to try the New York case, so long 
as the stipulation between Mr. Palmer and Mr. Teare re¬ 
mained in force and effect 

On December 3, 1947, appellant filed a motion to re¬ 
store the New York case to the calendar, in support of 
which Mr. Palmer filed an affidavit in which he made per¬ 
sonal charges similar to those which were made in the affi¬ 
davit filed by him in support of his petition for allowance 
of the special appeal in this case. On Dec. 18, 1947 Judge 
Knox denied the motion. (App. p. 104.) 

Because of the baselessness of the charges made by 
counsel for appellant with respect to the aforesaid stipula- 
* tion, and because of the fact that identical charges were 
made in support of appellant’s petition for allowance of the 
Special Appeal herein, we have included in this appeal 
record and in the appendix, all relevant documents, so that 
this Court may know the attitude of the New York court 
with respect to the charges. 


SUMMARY OF ARGUMENT. 

At the time the lower court granted the Tinnerman 
motion to advance, an emergency existed because of the 
likelihood of the New York case being tried first. The 
Court, therefore, did not abuse its discretion in advancing 
the Washington case for trial as to the subject matter 
brought under R. S. Section 4915. 

The Court below correctly enjoined the appellant from 
proceeding with the trial of the first cause of action, be¬ 
cause, concededly, the subject matter of the complaint in 
this action is the same as the first cause of action in the 
New York case. The issues being the same, the Washing¬ 
ton case should be tried first. 

The doctrine of convenience as asserted by appellant 
is disputed by Tinnerman, because it is more convenient to 
Tinnerman to try the case in Washington. The mere fact 
that Tinnerman is licensed to do business in New York is 
not controlling, because it is easier to transfer the exhibits 
from the Patent Office to the Washington Court than it 
would be to take them to New York. 

This case would have been tried November 18, and 
doubtlessly would have been decided by this time, had not| 
appellant come in at the eleventh hour with a request foit 
postponement. As a condition for granting the postpone^ 
ment, the lower court required a stipulation deferring the 
trial of the New York case until after the trial of the Wash] 
ington case. Moreover, the lower court expressly provide4 
that the postponement was not conditioned upon the pendl 
ing appeal. Appellant signed the stipulation but then re¬ 
pudiated it, on a charge that counsel for Tinnerman had 
subsequently orally agreed to postpone the Washington 
case until after the appeal. That charge is denied by affi¬ 
davits of counsel for Tinnerman, and the baselessness of it 
was indicated by the refusal of the New York court to re¬ 
store the case to the trial calendar. 








ARGUMENT. 

1 1. Motion to Advance. 

Rule 40 F. R. C. P. empowers the District Court to 
place an action upon the trial calendar in any manner as 
may seem to be expedient to the Court, and the control of 
the time of hearing of a case has been held to be within 
the sound discretion of the trial court. See for example 
in re Howard, 130 F. (2d) 534 (C. C. A. Alabama, 1942) 
and Anderson v. Southern Division of District Court of the 
United States for the Northern District of California, 20 F. 
(2d) 132 (C. C. A. California, 1927). The emergency 
which existed at the time of granting the motion was the 
liability of the New York case being heard before the 
Washington case. 

Appellant’s brief stresses a certain part of the state¬ 
ment made by the Solicitor for the Patent Office at the 
hearing on the motion for temporary injunction on October 
16,1947, but the effect of such statement is tempered by a 
further statement of the Solicitor as follows: 

“We don’t feel too strongly about it, but I have ex¬ 
pressed an opinion, that is all.” (App. p. 63.) 

The decision by Mr. Chief Justice Laws advancing the 
action solely on the subject matter arising under Section 
4915, and suspending the action on the counterclaim is 
alleged in appellant’s brief to be a “splitting” of issues 
by the Court, but such allegation deceptively disguises the 
fact that the “splitting” was the inevitable result of ap¬ 
pellant’s motion to suspend the entire Washington case. 
Tinnerman at all times has been and still is desirous of 
having all issues tried at once. Appellant’s assertion, 
therefore, that the issues have been “split,” either by 
Tinnerman, or Mr. Chief Justice Laws, is as incredible as 
it is incomprehensible. 

Judge Bondy bottomed his decision as to the motion to 
suspend, upon the theory that the subject matter of the 
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second cause was strictly between Speed Products and 
Tinnerman, and that, as to Tinnerman, the date of the order 
of intervention, rather than the date of filing in Washing¬ 
ton, was controlling. The situation here, however, is re¬ 
versed, because the subject matter under Section 4915 is 

• _ 

strictly between appellant and the Commissioner of Pat¬ 
ents. The Court below therefore honored the decision of 
Judge Bondy by holding that as to such issue, the Court 
where the action was filed first should take jurisdiction. 

2. The Injunction. 

The injunction was granted under the authority of 
Perm General Casualty Co. v. Pennsylvania, t 294 U. S. 189 
and Bulldog Electric Products Co. v. Cole Electric Products 
Co. and Westinghouse Electric & Mfg. Co., 57 F. S. 336. 

At the time of the hearing on the motion for injunction, 
appellant requested and was given an opportunity to make 
a law search for the purpose of apprising the Court of any 
decision that would overcome the effect of the Penn General 
case aforesaid. Pursuant to such permission, appellant 
filed a brief, but cited nothing to overcome the effect of such 
decision. The principle as stated in Penn General is that; 
where: 


“Two suits have substantially the same purpose and the 
jurisdiction of the court is concurrent, that one whose 
jurisdiction and process are first invoked by the filing 
of the bill is treated as in constructive possession oi 
the property and as authorized to proceed with the 
cause.” 

In the Bulldog Electric case the Court stated; 

“It is the law that the court which first acquires juris¬ 
diction of an equitable action shall retain it and deter ¬ 
mine the issue.” 

A case precisely like that at bar, but which was not 
called to the attention of the lower court, is Old Charter 





Distillery Co., Inc. vs. Continental Distilling Corporation 
(D. C. Del. 1945), 59 F. S. 528, where suit was filed in the 
District Court for the District of Columbia to set aside an 
order of the Commissioner of Patents cancelling a regis¬ 
tered trademark. Suit was brought solely against the 
Commissioner but a copy of the complaint was served on 
the defendant Continental—a Delaware Corporation,—by 
having the Marshal at Delaware serve a copy of the com¬ 
plaint. Shortly thereafter, suit was filed by plaintiff 
against defendant alone in Delaware, seeking the same re¬ 
lief. Defendant thereupon moved to quash the “Colum¬ 
bia” action on grounds including: 

1. That the Commissioner of Patents was not an ad¬ 
verse party. 

2. That the Court had no jurisdiction over the defend¬ 
ant. 

3. That the defendant was an indispensable party. 

Mr. Justice O’Donoghue denied the motion. Subsequently, 
defendant filed a counterclaim in the Delaware case, where¬ 
upon plaintiff moved for a stay of proceedings in Delaware 
on the ground that the 1 ‘ Columbia 9 9 case was filed first The 
Court granted the motion to stay upon the authority of 
Milwaukee Gas Specialty Company v. Mercoid Corp., 7th 
Cir., 104 F. (2d) 589, 592, and pointed out that the 
“Columbia” court had the power to enjoin defendant from 
proceeding with its counterclaim in the Delaware court. 
It was further held that the “Columbia” court had juris¬ 
diction; that the defendant is an adverse party in that 
proceeding, and that under the authority of Alexandrine v. 
Coe , 63 App. D. C. 227, 71 F. (2d) 348, the Commissioner 
of Patents is likewise an adverse party. 



3. E. S. 4915 Issue. 

Appellant at page 12 of its brief asserts that the 
R. S. 4915 issue is 4 ‘relatively trivial and inconsequential,” 
and at page 19 defines such issue as: 

«• • • w hether appellant may or may not get a docu¬ 
ment with a red seal and blue ribbon and called a 
trademark registration • * 


If the R. S. 4915 issue is inconsequential, then this 
Court can do no harm in denying the appeal, because the 
injunction merely runs against the prosecution of the 4915 
action in New York. From Tinnerman’s viewpoint es¬ 
pecially, however, the 4915 action is of paramount im¬ 
portance because Tinnerman has been using the mark 
continuously since 1923 and has expended approximately! 
one-half millon dollars in advertising it throughout the 
world. A voluminous record was made in the Patent 
Office opposition proceeding, and we propose to use tha 
record and exhibits in this proceeding. 


«< 


4. “Splitting” of the Issues. 

Appellant’s brief at page 21 states: 

Judge Laws, therefore, is forcing two separate trials 
upon the parties herein contrary to their desires 


© * * n 


Mr. Chief Justice Laws is now being censured by 
appellant for granting appellant’s request! Had not apr 
pellant filed a motion to suspend the Washington case, both 
issues in Washington would be tried in one suit. Tinner 
man moved to advance the entire case, but the decisio 
resulted from appellant’s insistence on adherence to Judg 
Bondy’s interpretation of the law with respect to th 
second issue. Ironically, however, appellant was willin 
to stipulate a postponement of the second issue in the 
New York case, until after the trial of the Washington 
case, when it suited appellant’s convenience due to the 
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absence of an important witness. It wonld appear, there¬ 
fore, that appellant’s argument as to the harm in ‘ 1 split¬ 
ting” the issues is a “straw man.” 

CONCLUSION. 

1. The Court below did not abuse discretion in ad¬ 
vancing the case for trial. 

2. The preliminary injunction was properly granted. 

Respectfully submitted, 

Albert R. Tease, 

1125 Terminal Tower, 

‘ 1 Cleveland, Ohio, 

Herman Gr. Lombard, 

1099 National Press Bldg., 
Washington, D. C., 

Attorneys for Appellee , 
Tirmerman Products, Inc. 

Washington, D. C. 

January 12, 1948. 
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United States ffixmrl of Appeals 

Fob the District of Columbia. 


Appeal No. 9700. 

. I • 

SPEED PRODUCTS 00., INC., Appellant, 

v. 

LAWRENCE C. KINGrSL A ND, Commissioner of Patents, 

AppeUee , 

Y. 

TENNEEMAN PRODUCTS, INC., Appellee. 

APPELLANT’S REPLY BRIEF. 


In the Washington Case the Complaint Was Filed Against 
the Commissioner of Patents Only and Not Against 
Appellee Intervenor Tinnerman. 

Intervenor Tinnerman failed to say that while the 
Washington ease was filed first, it was filed against the 
Commissioner of Patents only and only under R. S. 4915 
and that it was not filed against Intervenor Tinnerman at 
all. Tinnerman intervened in the Washington case after 
flie New York Court had already acquired jurisdiction 
over Tinnerman. 
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Both Tinnerman and Appellant Have Places of Business 
at New York and Neither Has a Place of 
j Business at Washington. 

Intervenor Tinnerman (having places of business at New 
York and Cleveland, has no place of business at Washing¬ 
ton, nevertheless contends it is more convenient to try the 
case at Washington 'because certain exhibits may be ob¬ 
tained from the Patent Office in Washington. 

i If Intervenor Tinnerman’s argument were correct, all 
suits under the patent statutes should be tried in Wash¬ 
ington since then it would be most convenient to obtain 
patent copies from the Patent Office. 

No Emergency Existing Warranting Motion to Advance. 

Intervenor Tinnerman in its brief, page 5, speaks of 
an emergency. No such emergency existed—not only did 
the Court below abuse its discretion in enjoining the 4915 
Action in the New York case but it also abused its discre¬ 
tion in advancing the 4915 Action in Washington. -There 
was no need of a preference in the 4915 Action at Wash¬ 
ington if Appellant 'because of the injunction could not 
proceed with the 4915 Action in New York! 

Intervention Does Not Relate Back to Time of Filing 

the Complaint. 

I Judge Laws reversed Judge Bondy by granting the 
injunction and preference. Judge Bondy’s opinion in 
Speed Products Co., Inc . v. Tinnerman Products, Inc., 73 
U. S. P. Q. 181 is printed in full as a supplement to and in 
back of this brief since it has not been reported in the 
Federal (Supplement Reporter. Judge Bondy held on 
„ Tinnerman’s motion to suspend that intervention by Tin¬ 
nerman in the Washington case on December 18,1946 does 
not relate back to the time the suit was filed against the 
Commissioner of Patents on November 7, 1946 in view of 




Gr.esta.BUmcaWwe Co. v.- Eastern'Wwe Ccrp.,-~ 143. F. (2) 
C. C. A. 2; 62 U. S. P. -Q. 224. Appellee Tinnerman has I 
failed to overcome Judge Bondy’s decision, and has failed 
to overcome the holding of the Circuit Court of Appeals 
for the Second Circuit in the case of Cresta Blanca Wine 

• * ' * I 

.Co., supra. . :: I 


Parties and Issues Jfattbe Ssme in the Hw York and 
Washington Cases Before Intervention by Tinner-man. 

While the same 4915 statute contemplates jurisdiction 
in both the New York and Washington cases as to the 
first cause of action, the parties were not the same at the 
time the complaints were filed before intervention by Tin- 
nerman in the Washington case. This is apparent from) 
the following schedule. " / 


Complaint 

Filep 


Before 

Intervention 


Against 


Issues 


Commissioner of 

Nov. 7, 1946 Washington Spit . cPatenis only 


R. .£>.-4915 only 


Nov. 14, 1946 New York Suit Tinnerman only 


R. S. 4915 and 
action to declare 
Tinne rman 
trade marks in¬ 
valid or non-in- 
f ringement 
thereof Ify Ap¬ 
pellant 


Thus in point of time Intervenor Tinnerman was sued 
first in New York, that is, on November 14,1946—at which 
time at Washington the 4915 Action only was pending 
against the Commissioner of Patents only and at which 
time Intervenor Tinnerman was not in either suit. 
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Accordingly, New York was- first to acquire jurisdic¬ 
tion of Intervener Tinnerman and New York should main¬ 
tain such jurisdiction of all the issues to comply with the 
holdings in Perm General Casualty Co, v. Pennsylvania, 
294 TJ. S. 189; 55 S. Ct. 386; Milwaukee Gas Specialty Co, 
v. Mercoid Corp., 104 F. (2) 589 C. C. A. (7); 41 U. S. P. 
Q. 524 and. Bryant Electric Co. v Industrial Electronics 
Corp., 60 F. Sup. 197; 65 U. S. P. Q. 46. 

1 The general rule is well summarized in the case of 
Bryant Electric which specifies: 

“that in all cases of concurrent jurisdiction, the 
court first acquiring jurisdiction shall retain it * * *. 
It is equally well established however that the duty 
to enjoin further proceedings arises only if the con¬ 
troversy in each court involves the same issues and 
the same parties.” 

Cases Belied on by Tinnerman Favor Appellant’s Position 
—When the Washington and New York Complaints 
Were Filed—the Parties Were not the Same. 

Tinnerman relies upon Penn General Casualty Co. v. 
Pennsylvania, 294 U. S. 189; 55 S. Ct. 386 and Bulldog 
Electric Products Co. v. Cole Electric Products Co., Inc., 
et at., 57 F. Supp. 336; 63 U. S. P.. Q. 41. But these cases 
support and favor Appellant’s contention that jurisdiction 
attaches upon filing of the complaint and should he main¬ 
tained in a subsequent suit where the parties and issues 
are the same. In the case at bar the critical dates were: 
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1, Nov. 7 r 1946—date of Washington complaint 
’■ against Ck>mmissioner'ofPatents only, ’ 

2. Nov. 14, 1946—date of New' York complaint 
against Tinnerman only. 


It follows that at the time the complaints in the New 
York and Washington cases were filed the parties were-not 
the same. 

Therefore with respect to Tinnerman, New York was 
first in point of time and New York should maintain its 
jurisdiction. Bryant Electric Company v. Industrial Elec¬ 
tronics Corporation, supra, citing Cresta Blanca Wine Co. 
v. Eastern Wine Corp., 143 F. (2) 1012 C. C. A. (2); 62 
U. S. P. Q. 224. Thus- the Court below should not-have 
granted the preference and more particularly should not 
•have granted the injunction splitting the New York'and 
Washington cases for the parties in the Washington and 
New York cases as of November 7, 1946 and November 14, 
1946, respectively, were not the same. Milwaukee Gas Spe¬ 
cialty Co. v. Mercoid Co., 104 F. (2) 589; 41 TJ. S. P. 6. 
522, C. C. A. 7. 

Intervenor May Not Control Proceedings. ; 

Since the 4915 Action deals merely with a statutory 
right to register a trade mark and since it is the minor 
action compared to the important substantive issues di¬ 
rected to invalidity of Tinnerman’s trade marks herein and 
to the non-infringement thereof by Appellant, Tinnerman 
as an intervenor has no right to dominate, control and set 
the policy of the proceedings in the Court below, U. S. hr. 
Columbia Gas & Electric Corp., 27 F. Supp. 116; TJ. S. 
v. Columbia Gas & Electric Corp., 28 F. Supp. 168; Cauffiei 
v. Lawrence, 256 F. 714. 



- - Old Chaiter Dlstillery Co.,~Inc. v. Continental 
Distilling Corp., 59 F. S. 528; 65 
. ' U. S. P. Q. 395 Is Not in Point 

- Tinnerman says it is “precisely like that at bar” (Tin¬ 
nerman Brief, last paragraph, p. 7), and states on page 
8 of its brief that the Old Charter suit was brought 
solely against the Commissioner of Patents. 

This statement is clearly in error for the first suit in 
the District of Columbia in the Old Charter case was filed 
simultaneously against joint defendants, namely, against 
both the Commissioner of Patents, and Continental Dis¬ 
tilling Corp. while the second suit at Delaware was against 
Continental Distillery Corp. only. 

In the case at (bar, the suit was instituted against the 
Commissioner of Patents alone and not against joint de¬ 
fendants. In the case at bar an intervenor as involved, 
an intervenor over whom another court had previously 
acquired jurisdiction. The case at bar is therefore clearly 
distinguishable from the Old Charter case. And concern¬ 
ing Alexdridrvne v. Coe, 63 App. D. C. 227; 71F. (2) 348; 21 
Ui S. P. Q. 456, the latter has apparently been overruled by 
Coe v. Hobart, 70 App. D. C. 2, 102 F. (2) 270; 40 U. S. 
P. Q. 326 and Eno Limited v. Coe, 70 App. D. C. 337; 106 
FI (2) 858; 42 U. S. P. Q. 257 which support -the contention 
that the Commissioner of Patents is not an adverse party 
in an inter parties matter under R. IS. 4915 and that the 
Commissioner of Patents should not be joined with a non - 
resident opponent to give the District Court for the Dis¬ 
trict of Columbia jurisdiction! In the Eno Limited case, 
this Court considered and commented on the Alexandrine 

i ' * ' ■_ » ^ 

case. The case at ‘bar is fundamentally distinguishable 
from the Alexandrine case wherein Plaintiff sought to 
.cancel the registration of a trade mark, whereas here 
Appellant seeks the registration of its trade mark. 
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Recapitulation. 

As to Tinnerman, the New York case was first as to all 
issues, and should !be tried first as to all issues in one trial. 

Respectfully submitted, 

■Charles M. Palmer, 
Harry Price, 
Attorneys for Appellant J 


January 19, 1948. 


Notice of Service. 

. 

By first class special delivery mail four copies of the 
foregoing Appellant’s reply brief and accompanying sup¬ 
plement have been mailed from New York Oity, January 
19, 1948 by the undersigned to W. W. Cochran, Attorney 
for the Commissioner of Patents, U. *S. Patent Office, Wash¬ 
ington 25, D. C. and to H. G. Lombard, Attorney for Appel¬ 
lee Intervenor Tinnerman, 1099 National Press Building, 
14th and E Streets, N. W., Washington, D. C. 

Charles M. Palmer, 
Attorney for Appellant , 
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SUPPLEMENT. 


Judge Bandy’s Decision in Speed Products Co. Inc. v. Tin- 
nerman Products Inc., Decided March 26, 1947 and 
Reported in 73 U. S. P. Q. 181. 

Boxdy, District Judge. 

“The defendant moves to dismiss the first cause 
of action on the grounds that the court lacks ju¬ 
risdiction because the Co mmi ssioner of Patents has 
not been made a party, and that the court lacks 
power to review the proceedings of the Patent Of¬ 
fice under Section 4915 of the Revised Statutes since 
there has not been any award of priority between 
two contesting applicants. 

Section 4915 of the Revised Statutes, 35 U.S.C.A. 
Section 63, provides that whenever a patent on ap¬ 
plication is refused by the Board of Appeals or 
whenever any applicant is dissatisfied with the de¬ 
cision of the Board of Interference Examiners, the 
applicant, if he has not appealed to the Court of 
Customs and Patent Appeals, may bring a bill in 
equity and the court on notice to adverse parties 
may adjudge that he is entitled to receive a patent, 
and in all cases in which there is no opposing party 
a copy of the bill shall be served on the Com¬ 
missioner. This statute is applicable in trade 
mark cases, Baldwin Co. v. Howard Co., 256 TJ.S. 
35, 39. 

Plaintiff applied for the registration of a trade 
mark in the Patent Office. Defendant opposed the 
application on the ground that the applicant’s trade 
mark is so similar to its registered trade marks 
that continued use thereof by the applicant would 
cause confusion in trade. The opposition was sus- 
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tained by the Examiner of Interferences and bis de¬ 
cision was affirmed and a petition for rehearing 
denied by thej Assistant Commissioner [70 USPQ 
39, 70 USPQ 423]. They also held that the de¬ 
fendant was the prior user. 

When the Patent Office sustains opposition to 
reistratiogn of a trade mark on the ground of con¬ 
fusing similarity to the opposer’s prior registered 
trade mark, the Commissioner of Patents is not a 
necessary party to an action against the opposer 
under Section 4915. Century Distilling Co. v. Con^ 


tinental Distilling Co., 106 F.2d 486, 488 [42 USPQ 
348, 349], certiorari denied 309 UJ3. 662 [44 USPQ 
718]. See Tomlinson Of High Point v. Coe, 123 


F.2d 65, 67 [51 TTSPQ 9A9. 951] 

The statute itself provides that a copy of th4 
bill need be served on the Commissioner only in 
cases in which there is no opposing party. 

The defendant herein was an opposing party in 
the Patent Office. It has been named as such iii 
this suit wherein it has filed an answer. It is in 
every sense an adverse party within Section 4915 
since the Patent Office decided in favor of its ob¬ 
jections and claims and against those of plaintiff 
herein. 

DracJcett Co. v. Chamberlain Co. y 81 F2d 866 [2^ 
USPQ 256], certiorari denied 299 U.S. 503, relief 
on by defendant, is clearly distinguishable. In that 
case opposition by one applicant to the registra¬ 
tion of trade marks by another applicant had been 
sustained in the Patent Office on the ground thajt 
the marks were descriptive and not registrable, 
thereby deciding against the claims of both appli¬ 
cants. It was held that the Commissioner of Par¬ 
ents is an essential party in any contest concern¬ 
ing the descriptive character of the trade marks in 
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suit and that the defendant was net an adverse 
party since there , had not been an award of prior¬ 
ity to either applicant in the Patent Office. Obvi¬ 
ously this holding has not application to the instant 
case in which there has been a determination as to 
priority of use in the Patent Office and which does 
not involve contesting applicants or descriptive 
properties of trade marks. 

The motion to dismiss the first cause of action 
accordingly is denied. 

Defendant also moves separately to suspend 
further proceedings in the second cause of action 
on the ground that prior to the institution of this 
action plaintiff filed an action against the Com¬ 
missioner of Patents in the United States District 
Court for the District of Columbia in which de¬ 
fendant herein was granted leave to intervene as 
a party defendant and has filed an answer and 
counterclaim raising issues that are the same as 
those in the second cause of action herein. 

The complaint herein was filed November 14, 
1946. In the second cause of action plaintiff seeks 
judgment against defendant declaring that plain¬ 
tiff’s trade marks are valid and registrable, that 
they do not interfere with or infringe defendant’s 
registered trade marks or, in the alternative, that 
defendant’s registered trade marks are invalid and 
that plaintiff may have an injunction and an ac¬ 
counting. 

The action in the District Court for the District 
of Columbia in which the complaint was filed No¬ 
vember 7, 1946 was brought by the plaintiff solely 
against the Commissioner of Patents under Section 
4915 of the Revised Statutes for a decree that 
plaintiff is • entitled to registration of ita trade 
mark. The defendant herein was granted leave to 
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* intervene December 18, 1946, that is, more than a 
month after the action was begnn against it in this 
court. It filed an answer alleging a counterclaim 
for infringement by plaintiff of defendant’s trade 
marks and for an accounting. 

This court may decline jurisdiction of this suit 
brought in good faith to obtain declaratory relief 
“only if it appears that the same parties and issues 
are involved in another suit previously begun or 
that in another suit subsequently begun involving 
the same parties and issues the questions in con¬ 
troversy between the parties can be better settled 
and the relief sought by them more expeditiously 
and effectively afforded than in the declaratory 
proceeding.” Crosley. Corporation v. Westing- 
house Elec. & Mfg. Co., 130 F.2d 474, 475 [54 USPQ 
291-292] certiorari denied 317 U.S. 681 [55 USPQ 
494]. 

This action was begun upon the filing of the 
complaint, Milwaukee Gas Specialty Co. v. Mer- 
coid Corporation, 104 F2d 589, 592 [41 USPQ 522, 
523-524], before the defendant applied to inter¬ 
vene and before it filed its counterclaim in the ac¬ 
tion begun by plaintiff in the District Court for the 
District of Columbia. Defendant’s intervention 
does not relate back to the filing of the complaint 
in that action and the intervention must be con¬ 
sidered the later action between the parties. See 
Cresta Blanca Wine Co. v. Eastern Wine Corpo¬ 
ration, 143 F.2d 1012,1014 [62 USPQ 224, 225-226]. 
The plaintiff being a New York corporation and 
the defendant an Ohio corporation having a place 
of business in New York City and being qualified 
to do business in New York State, it can not be 
contended successfully that the issues can be better 
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settled or relief more expeditiously and effectively 
afforded in the District of Columbia action than the 

New York action. 

% 

The motion to suspend proceedings in the second 
cause of action accordingly is denied. 

The defendant having withdrawn its motion 
to vacate service made on its district sales man¬ 
ager and having filed its answer to both causes of 
action, its motion to extend its time to move or 
plead to the second cause of action, in the event 
the motion to suspend further proceedings 'be de¬ 
nied, made more than twenty days after such serv¬ 
ice, must be denied without prejudice to a renewal 
thereof upon a showing of excusable neglect Buie 
6(b) of the Federal Buies of Civil Procedure, 28 
U.S.C.A. following Section 723c.” 






